Patents & Trademarks with Professor Vincent

Outline Prepared by Melanie Rempel

Introduction to the Course

- 100% open book final

- regular sit-down exam

- Required Materials:

  - casebook

  - didn’t include all the statutes, just the relevant portions

- Coverage:

  - trademarks

  - patents

  - passing-off

  - breach of confidence

  - aims for more breadth than depth

- see casebook’s table of contents for syllabus

Introduction to the Subject

- trademarks, patents and copyright are all stand-alone topics, though there are areas of overlap

- nowadays, information is value

  - it is a burgeoning field

- ‘Intellectual property’ is a misnomer – ‘intellectual properties’ would be more correct, given these discrete areas

  - umbrella term – no actual content in and of itself

- information = emanations of the mind
- basically, protects certain types of ideas & innovations

- allows people to exploit their ideas commercially and protect themselves from having their ideas exploited by others
  - relentlessly commercial

Introduction to Copyright

- Copyright covers expressions of ideas in certain categories of works (fine arts):

  - literary

  - musical

  - artistic

  - architecture

  - dramatic

- copyright is automatic – need not be registered

  - can’t even register things in Britain

- grants rights against reproduction, re-enactment and exhibition

Introduction to Patents
- covers applied arts (practical stuff – industrial/commercial inventions)

- involves a world of functionality
- not automatic – must be registered before you gain its protection

Introduction to Industrial Design
- a hybrid between patents and copyright
- covers the visual attraction of ornamentation on mass-produced objects
i.e. anything designed to look good
  e.g. chairs, car bodies, shoes, etc.

- artistic, like copyright

- applied, like patents

  - also, must be registered by way of application

Introduction to Breach of Confidence
- cause of action to protect pure information
- no element of property interest
- very much an equitable invention

- we will focus on trade secrets (those that are or potentially could be patentable)

- may be compared to patents as a method of protection, but each has its pros and cons

  - the two areas are mutually exclusive
Introduction to Trademarks
- we will look at:
tort of passing-off (common law)





registered trademark system (statutory)

- passing-off protects unregistered trademarks
- therefore, need not register (though that would be smart)

Introduction to Misappropriation of Personality
- protects one’s ability to market oneself
  - usually in re: endorsements

- only recognised by the law relatively recently

- part common law, part statutory

Introduction to Injurious Falsehood
- a bundle of ancient actions

- has a place in the Registered Trademarks Act, too

- has stagnated; not often used

- deals with telling lies about another’s business or business interests

- may cover comparative advertising, for example

How These Areas Fit Together
- all these actions protect goodwill – an intangible property asset
- they are all aspects of ‘unfair competition’
  - we value free competition in the marketplace

  - we don’t like monopolistic behaviour

- all these rights have a monopolistic aspect

  - need to be sure we don’t go too far & give away too much

  - need to balance individual rights vs. free and fair marketplace competition
Recommended Texts
- Fox:  main Canadian writer on this subject

  - in the process of being updated

- Vaver:  Irwin Essentials on Intellectual Property

- other looseleaf services

- stick to Canadian sources



Patents:  A Bit of History
- solely statutory
- grant of patent is property per se
  - not representative of something else/some other property interest

- mostly a negative right:  centred on principle of exclusivity
  - most monopolistic of all intellectual properties

  - very strong right

  - in this way, a bit dangerous

- for this reason, the application process is very stringent and once you’ve got it, it’s not inviolable

- first notion of patent came from Europe

  - patents meant to reward creativity/innovation

- caught on in England in 1500s

  - it was a reward/incentive system

  - awarded by the Crown

  - meant to bring new technologies to England; help them keep up with other advanced economies

- soon became corrupt:  given to the king’s cronies

  - patents for ale-houses, wine, textiles, playing cards

  - used to reward loyalty to the king, not innovation

- 1624:  Parliament passed Statute of Monopolies
  - all patents abolished; never to be given out again

  - competition was preferred

  - EXCEPT:  s. 6 – contained the seeds of modern patent law


- could get a patent for 14 years for ‘any manner of new manufactures’

- gave patentee sole right to manufacture, except where permission granted (i.e. license given)

Hallmarks of Current Patent Law
- time-limited
- only covers ‘new’ things – inventions, innovations
- ‘manufactures’ was interpreted expansively

  - covers both products & processes (ways of doing things), though always within the industrial context
- there is a notion of bargain
  - must be something new & inventive to get these huge rights

  - price the patentee must pay = full & frank disclosure of their product/process

- all part of the bargain – this is what society gets for giving up the right to compete
- society gains access/knowledge/‘enablement’

- monopolistic in its exclusivity

- mandatory registration was also required in 1624

  - not automatic

- patent law really picked-up in the Industrial Revolution
  - reacted by creating a more stringent registration process

  - became more demanding over time

The Balance

- system is always interested in the balance

  - tension between creators’ rights and public access
  - exclusivity as reward for creativity vs. public’s right to compete
The Canadian Situation
- 1867:  BNA
  - federal government given power over patents & copyright
  - trademarks not mentioned
- even though it’s a property right, it is governed by the feds

- first Patent Act passed in 1868
  - has obviously been amended numerous times

  - no common law component!

  - mandatory registration system

- if patent application successful, you are granted ‘letters patent’

  - patents are not invulnerable – may be attacked later (usually by defendants in infringement actions)

The Patent Act
- application process can be costly

- many regulations surround the Act, too

- Act recently amended to allow for electronic filing

- when you apply, you get a ‘filing date’
  - marks your place in the queue

  - not when you apply, but when you pay
- Act creates the Patent Office & the Commissioner of Patents

A Note About Patent Agents

- s. 15:  sets-up a registry of patent agents/attorneys

  - able to represent inventors in the ‘prosecution’ of their application

- usually seek out a patent agent with experience in the area

- don’t try this at home!  Get professional help.

- patent agents will:

  1.  Search the ‘prior art’


- make sure your invention is actually new

  2.  Take you through the application process


- need to ask for the right things at the outset

Back to the Patent Act
- s. 2:  definition of ‘invention’
  - we’ll deal with that later…

- s. 10:  18 months after filing date, application becomes public
  - prior to that, it is confidential

  - reason for this provision:  people used to file and then let application sit until competition became close to making the same discovery


- ‘ambush’ or ‘submarine’ patents

- all of a sudden found themselves infringing a patent

  - if you withdraw application prior to 18-month period, information will never be revealed

- s. 19:  government may, on application to Commissioner, gain a license for any patent

  - terms set by Commissioner

  - non-exclusive
  - government must prove that they’ve tried to negotiate with patentee but cannot agree on license terms


- except in cases of national emergency

  ex. Cipro – anthrax scare last fall – Health Minister Allan Rock’s scandal


- sort-of like expropriation, but in a limited way

- s. 20:  re: government employees & invention of instruments of war
- s. 22:  re: patents in the field of nuclear energy

  - must notify Canadian Nuclear Safety Board

  - no secrecy here

- s. 27(1):  no discretion – MUST grant patent

  - government must give reasons for patent refusal

- s. 27.1:  re: fees
  - must keep paying to keep application alive

- s. 35:  request examination
  - Patent Office assigns expert examiner to decide your application

  - nothing happens to application until examination is requested under this section

  - there is some dialogue/back & forth at this stage


- have some power to make minor revisions

  - major revisions would probably require a new application

  - may appeal decision of examiner to Patent Appeal Board and then to the Federal Court


- Federal Court has exclusive jurisdiction on these appeals ~ cannot be done by Queen’s Bench


- only Federal Court can say who is on & who is off the register
  - have 5 years to request examination or application is deemed to be abandoned


- may have been laid open to the public by then

  - examination usually takes 2-3 years

- no time limit for government to complete examination

- s. 37:  applicant must submit drawings, where appropriate

- s. 38:  applicant must submit a working model, where appropriate

- s. 40:  must give reasons for refusal

  - 6-months to appeal to Federal Court

- s. 42:  coverage of a patent

  - making
  - constructing
  - using
  - selling
 - very strong protection for patentee

- s. 43(2):  any grant of patent is prima facie valid
  - hard to attack its validity

  - onus is on attacker; ‘hard row to hoe’

- patents last roughly 20 years from date of filing
  - used to be 17 years from grant

  - changed due to international law

  - may be extended due to delays in process
- s. 46:  more fees to maintain patent after it’s granted

- s. 48.1:  after patent is granted, anybody can file prior art & ask for re-examination
  - very proactive method of attacking a patent

  - examination process mentioned earlier does not allow for an opposition proceeding (unlike trademarks)


- no opposition proceeding built-in given the secrecy inherent in the process


- s. 48.1 is the closest equivalent (after patent issued)


- see also s. 34.1 (before patent issued)

- s. 50:  patents fully assignable
  - just like other property rights

  - may be assigned wholly or in part

  - must be done in writing and registered with the Patents Office

- s. 52:  jurisdiction section

  - if patent invalid, may be expunged from register, but only by Federal Court

- expungement may only be ordered by Federal Court

  - most patent infringement cases are tried in Federal Court


- more knowledgeable/familiar with intellectual property matters


- less delays


- orders good across Canada

- s. 65:  deals with abuse of patents

  - like abusing a privilege

  - note:  cannot complain of abuse earlier than 3 years after grant
  - after that, anyone can complain of abuse

- not using it to meet the reasonable demands of the public


- not ‘working’ the patent


- not granting reasonable licenses, or imposing unreasonable/unfair terms on licensees


  i.e. making licensee buy supplies/materials from a certain supplier (or the patentee himself)

  - these complaints go before the Commissioner

- may order that licenses be granted & delineate their terms


- may even revoke one’s patent, if the situation is hopeless

- s. 73:  abandonment
  - not paying fees

  - not providing requested information

  - not requesting examination within reasonable time (5 years)

- s. 74:  sets out criminal offences

  - mainly deals with fraud & passing-off

  - penalties are pretty light, compared to copyright infringement

International Patent Law
- patents are domestic
- if you want patent protection in a country, you must register there

- no one-stop shop
  - however, there are some treaties in place to streamline the process

First Treaty:  Paris Union, 1883

- important implications re: filing date
  - if you make a filing in a member country, then in any other country if you file within 12 months, the earlier date becomes your filing date

- termed your ‘priority date’…not automatic ~ you need to ask for it!

- gives member countries earlier filing dates
- also affected trademarks, so we’ll deal with it again later…

Patent Co-operation Treaty, 1970

- came into effect/ratified in the 1980s

- meant to further streamline the process

- may extend the ‘priority date’ period under the Paris Union
- Two Chapters:

  - Chapter 1:  ex. File in Canada


- 12 months later, request PCT filing


- then have 20 months from 1st filing date to request preliminary prosecution

- gets looked at by PCT committee


- this preliminary step helps patentee predict outcome; decide whether to pursue the patent application


- extends priority date a further 8 months

- delay is financially valuable


  - imagine the filing fees & translation costs of filing internationally!


- also useful to make minor adjustments in claim/application

  - Chapter 2:  if filed within 5 months of initial patent, you have 30 months to request ‘PCT look’

- NOTE:  must list countries that you’d like coverage in right at the outset (within the 5 or 12 month period)

- this filing doesn’t actually save money though…if you go ahead, you must still pay all their fees; PCT look not binding; must pay translation fees, too.

Patents in the European Union
- has a centralised examination process

- must still apply in each country, but application is pre-examined & okayed

International Agreement on Substantive Issues
- problem with pirate areas with no intellectual property coverage/laws

  - part of WTO membership is adopting intellectual property coverage, including patent coverage


- if you want to be involved in world trade, you need to join the WTO


- WTO originated with GATT


  - Uruguay round:  1993 ~ TRIPs



- Trade Related Intellectual Property matters


- had an impact on patents, too


- mostly American & European

  - World Intellectual Property Organisation:  part of UN


- too slow


- overtaken by WTO TRIPs

- these international organisations did not have any huge impact on Canada, because our domestic law met the baseline standards

- one major change required:  changed length of patent protection for anything filed after October 1, 1989

  - from 17 years from grant to 20 years from filing
  - may add up to 5 years if application took more than 3 years to go through the process

- US sued Canada (2001):  even these laws did not comply with TRIPs requirement

  - new law had to apply to all applications, not just those filed after October 1, 1989 (except those already expired)

  - action brought by Pfizer (US drug company)

NOTE:  20 years runs from priority date
  - take the good with the bad

- TRIPs also required us to adopt the 18-month ‘lay open’ period
  - a European notion we happily adopted

  - Americans dragged their heels – their process was entirely secretive

- TRIPs made sure pharmaceuticals were patentable
  - didn’t affect us…we already had such provisions in place

NOTE:  getting an American patent has no binding effect in Canada

Definition of Invention
- s. 2 (quoted on p. 2 of the casebook):  needed for patentability (validity)

  Characteristics
  - new (novelty)

  - useful (utility)

  - unobvious (s. 28.3)

  Type/Subject-Matter
  - art, process, machine, manufacture or composition of matter
  - allows for enablement (relates to scope of claim)

Subject-Matter
Harvard Mouse case

- history:

  - Commission:  rejected

  - Fed. Ct. T.D.:  rejected

  - Fed. C.A.:  approved

  - SCC:  heard argument…awaiting decision

- the problem is not technicality, but public policy

  - FCA left policy to Parliament; decided it fit within the Act, so it approved the patent

- Vincent feels SCC will agree with FCA

  - if not, Canada will be out of step with the rest of the world

- Claim:  product & process

  - process okay (Claims 13-26)


- ‘process’ is a subset of ‘art’, but the two are related


  - ‘art’ is usually a related series of processes


  - ‘method’ = art or process


  - ‘things’ = manufacture, machine or composition of matter

  - product claims (Claims 1-12)


- want to patent a living creature


- needs to be a machine, manufacture or composition of matter in order to be patentable

- the difficulty:  this is a living thing

  - a policy problem…not really a technical patents problem

- founder mouse is genetically engineered to be susceptible to cancer

  - Harvard wants to patent founders & their offspring

- this ‘invention’ has the ‘characteristic’ requirements & ‘enablement’ requirements of a valid patent

  - not ambiguous

  - not overbroad

- problem:  subject-matter

  - FCA felt the mouse was a ‘composition of matter’


- usually used to define chemical compounds/mixtures

- machines are generally made-up of several/many manufactures

  - combination of manufactures that work together to produce a result

- this mouse is not naturally occurring

  - starting material is man-made, though laws of nature are incorporated into the process

Old Case:  Pioneer Hibred
- dealt with cross-bred soybean variety

- could not be patented
  - could have happened naturally

- this was the point of distinction with Harvard…which involved creative intervention of human beings

Abitibi (Cdn):  involved an engineered yeast culture – no patent granted

  - there was no problem with the fact that it was a living thing.  That was not the difficulty.

  - neither the Act nor the case law prohibits patents on living things
Chakrabarty (U.S.S.C.):  involved engineered bacteria
  - first patent granted over living things
NOTE:  Discoveries are not patentable; inventions are.

Back to Harvard Mouse
- Errors in the decisions below (as pointed out by the FCA):

1. Failing to rely on US case law (like Chakrabarty)

2. Introducing element of control into patentability test

3. Reproducibility/enablement


- s. 27(3)(b):  this is where the idea of bargain resides


  - the disclosure section




- patentee must provide a specification (with two parts):

1. Description (problem, existing ideas, invention, uses)


- this is what the inventor gives to the public (enablement)


- may require drawings/models


- enables the public to employ the knowledge/invention, once the patent expires

2. Claims


- what the inventor is asking for


- explains exclusive rights


  - known as ‘fencing off’


- over-claiming can lead to difficulties


  - system will turn you down


- under-claiming causes inventor problems


  - undercuts himself & his research/invention


- dependent claims may be struck/rejected if larger claim is trashed


- note that claims usually proceed from general to specific (see example on p.15)


- enablement is always addressed to one skilled/knowledgeable in the art


  - obviously not to the layperson!

4. Splitting the process into phases

5. Distinction between lower & higher life forms

6. Protection of patent


- if they had patent over process, wouldn’t be enough protection


- need to protect both elements (product & process)

- also address arguments of interveners

A. Doctrine of Contemporanea Expositio
- given nature of patents, this was a stupid argument

- totally rejected by the court

B. Plant Breeders Rights Act
- passed by Parliament in response to Pioneer Hibred
- this argument also given short shift

- court also discussed the scope of the claims

- in obiter, the court discusses implications for human beings

  - cannot own each other

The Remaining Grey Area

- wanting to patent a particular gene sequence/parts of humans
  - biotechnology council says this should be outlawed

  - biotech. Industry says these inventions should be patentable to encourage research & development

  - this is where the controversy is currently centred

- US Patent Office allowed a patent on a gene that indicates certain types of breast cancer
  - makes the test very expensive

- must weigh commercial potential vs. human potential

- perhaps the Act should be amended:  the government should address these social/political issues

- similar controversy:  genetically modified organisms
  - plants & biodiversity

- cultural issues:  developed vs. developing world

  - taking away folklore & then bringing it back & selling it to the indigenous populations

- these are not truly patent issues, but political issues
Harvard Mouse tells us living (non-human) things may be patented under our current Act

Tennessee Eastman
- at that time, Act contained special provisions for food & drug patents (s. 41)
  - only granted a process-dependant patent


- if someone could make it by a different process, then they were allowed to do so


- a lesser kind of right/protection

- in the Tennessee case, an old glue was found to work well in surgical situations
  - couldn’t get a product patent…so they requested a process patent
- court felt the granting of a process patent in medical cases skirted around s. 41
  - definition of invention wouldn’t include medical or surgical treatments of living tissue
  - ‘treatment’ includes prevention of disease and cure of humans & animals
  - only covered processes/methods, not actual products
- this was not an invention…medical/surgical processes were not included in the definition of invention.

How the Law Has Changed Since Tennessee Eastman
However, times change.  Section 41 is gone.  We have new international obligations.

- so, the justification for Tennessee decision is gone…what does that mean?

- need SCC to decide this again.  Situation is doubtful.

NOTE:  Diagnostic processes are patentable…only treatments are excluded.
Schlumberger (1981)

- computer programs are not patentable subject-matter
- obviously, the computer would be patentable

- ran into s. 28(3):  simply mathematically calculations performed at high speed
Qu:  would this be subject to copyright?

- Yes, it would be able to be copyrighted.

Progressive Games
- computerized poker game not patentable
- this was just a process claim
- is commercially useful (i.e. makes money/profitable)

- does it fall within our definition of “art” or “process”?

  - for definition of “art”, look to Shell Oil

- not a process-claim case; simply a new use for an old product


Three Aspects (see p.22):
1. Not a disembodied idea, but has a method of practical application;

2. Is a new & innovative method of applying skill or knowledge; and

3. Has a result or effect that is commercially useful/vendible.

- this game was commercially useful & it was not a disembodied idea

- must add to the cumulative knowledge in the art

ex. A whole new game ~ that might be patentable (like Cusano)

  - obviously, could get a product patent…process patent is a bit of a stretch

ex. New use for old product ~ new use is patentable (Shell Oil)

- Court here said this was not a sufficient modification of a pre-existing process; not patentable subject-matter

Strange Examples from the Case Law

- Ex. US recently patented a new way of swinging on a swing
  - problems with novelty as well as vendible result

  - clearly there would also be enforcement problems

- Ex. UK Patent Application by Rolls Royce regarding method for jet planes to take off (to reduce noise)

  - patent refused…not a vendible result; also, didn’t want to fetter pilots’ ability to run these machines effectively.

- Ex. US, in 1998, gave a patent to a business method (a process) – hub & spoke – State Street
  - this is merely an idea…Canada wouldn’t allow this patent


- business methodologies not patentable in Canada
Ex. Amazon.com vs. Barnes & Noble over ‘one-click’ online shopping method patent

  - infringement vs. invalidity arguments

  - infringements in the US were made all the more harsh due to total secrecy of patent application process


- just recently moved to 18-month lay-open date


- should serve to soften the blow of ‘submarine’ patents

Ex. Canadian case:  Lawson
  - application to patent a way to subdivide land for development:  like stacked wineglasses (one right-side-up, next one inverted, etc.)

  - not patentable
  - only an idea…not commercially viable
Ex. Blechura
  - another land development method:  build prefabricated houses in factory right in the neighbourhood, then convert factory into school/pool/community centre

  - not patentable
NOTE:  50% of court-challenged patents in the US are declared invalid
  - not a great track record!

  - US Patent Office is overworked & too accepting

  - Canadian Patent Office is much more critical/cautious

A Note About Improvements
- improvements are included in our definition of invention
  - see s. 32 of the Act

Qu:  wouldn’t improver have to a licensee, unless initial patent had already expired?

Recap of Validity
- definition of “invention” mentions 3 requirements:

1. Proper Subject-Matter (as discussed above)

2. Novelty (“new”)

3. Utility (“useful”)

- two other requirements set out in the Act:

4. Non-obvious (s. 28.3)

- if you don’t have novelty, no need to discuss obviousness…it’s old!

5. Enablement (s. 27(3))

- requires specification:

A. Disclosure

B. Claims

- clearly these are not an exhaustive list

Novelty

Baker-Petrolite
- FCA overruled FCTD on novelty point

- the next few cases involve situations where patent has been issued & later on its validity is challenged

- p. 25 et seq. provides an example of a patent disclosure & a summary of the invention

- discusses methodology of sweetening sour gas
  - look at literature & existing methods, including prior patents

- disclosure followed by 77 process claims

- infringement was clear in this case = the products were the same

  - that’s why Canwell worked so hard to prove patent was invalid

  - argued prior use/sale…this was the fatal point

- at p. 29, discuss applicable law

  - 1989:  had to move from ‘first to invent’ system to a ‘first to file’ system, due to Patent Co-operation Treaty

- US is only nation still clinging to ‘first to invent’ principle


- see s. 28.2(1)(c) on page 30
- what do we mean by ‘claim date’?

  - same as what we used to call ‘priority date’
  - not necessarily your filing date in that country

  - ‘claim date’ is what really counts
Ways to Lose Novelty
1. Not first to file (don’t have oldest claim date)

2. Self-Anticipation ~ s. 28.2(1)(a)
- disclosure by application more than 1 year prior to FILING DATE

- 1 year grace period

NOTE:  Many countries have no grace period (need absolute novelty)

3. Anticipation by others ~ s. 28.2(1)(b)
- anticipated by another (not mentioned in (a)) before your CLAIM DATE

- no grace period!
- if knowledge by others is secret, then you’re okay
  - information needs to be publicised in order to lose novelty
- in Baker, both sections (a) & (b) were argued

- “Publication” has a broad meaning…includes:

  - actual written publication
  - prior patents
  - oral publication (i.e. telling others verbally)

  - prior use
- test for anticipation:  pretty hard to meet

  REMEMBER:  All patents are prima facie valid ~ s. 43
- prior publication must be in a single, prior document or patent & have all necessary information
  - see quote from Beloit on p.32
  - see 5 points on p. 32 from Pfizer
- Free World Trust:  latest SCC acknowledgement that anticipation test is hard to meet
  - holds that test for prior document is same for prior use
Back to Baker
- two publications at issue in this case:

1. Baize Patent

2. Arundale Patent


- court glosses over Arundale Patent:  does it matter that it was never put into practice?!

- patent went down for self-anticipation, anyway

  - filing date:  1989

  - anticipation:  1985

- capable of reverse-engineering…could produce the invention

NOTE:  1 person may be ‘the public’ if invention information not given to them in confidence
Selection Patents

- a selection patent picks out a group of things that perform a function better than prior & larger patented group
  - it is permissible to further narrow the scope if they perform the job better

- see requirements for selection patents as seen by Fox at page 33
Example of Self-Anticipation
- prior to 1 year before filing date, making a product available that is capable of reverse engineering by someone skilled in the art
NOTE:  only a hypothetical…reverse engineering does not have to be done in actuality!

Q-Max
- let the secret out, but was within the 1-year period
NOTE:  Most other countries do not have a grace period

  - Canada & US have it, but Europe does not

“Available” = need not be available for purchase…even if it is available for viewing, that might lead to reverse engineering & thus, anticipation

Anticipation Through Documentation
- must all be in one place…give you everything you need
ex. A patent application (your own or someone else’s)

ex. Other scientific or popular literature

Baker-Petrolite is the key case re: anticipation/lack of novelty

Apotex
- p.49:  it is okay to patent a new use for an old thing
  - doesn’t necessarily lack novelty
See also Q’Max
- cannot mosaic
- all the information needs to be in one place…cannot piece it together from a variety of sources

Novartis
- p.69:  making a new thing out of old known things does not necessarily lack novelty
- p.70:  list of factors (different ways of saying the same thing) re: novelty

- their own earlier patent mentioned “emulsions” of cyclosporin
- cyclosporin is useful as an anti-rejection drug

- this patent was for a product ~ a “microemulsion”
Issue:  was this new?  Is it inventive to make a smaller time of emulsion?

  - Court held that microemulsions were subset of emulsions…patent failed for anticipation/lack of novelty.

NOTE:  Not anticipated if not public.

- if prior use/disclosure is secret, it doesn’t amount to anticipation.

Proctor & Gamble v. Bristol Myers (1979)

- re: Bounce dryer sheets (product patent)

- attacked for lack of novelty (and, therefore, validity), as a defence to infringement

- a series of tests, called the ‘Harshaw Experiments”, allegedly anticipated this patent

- this argument failed:

  - those experiments were secret, and besides…

  - the experimenters didn’t know what they’d invented (it was an inferior method…experiment failed)


- prior accidental art…they didn’t know what they’d invented

- the plaintiffs were attempting to remove static cling from synthetic fibres

  - it worked

- Anticipation requires prior public non-accidental invention
One Further Note About Self-Anticipation
- might anticipate your own invention
- one defence:  ‘I was still experimenting…invention not yet complete.’

  - must be bona fide:  length of time may be a factor
Canadian Patent Scaffolding v. Delzotto
- invention re: concrete forms in construction

- however, they let out the secret…

  - they argued they were still experimenting
- Court found they had anticipated their own invention
FACTORS:
1. Length of time


- patent law meant to get you down to the office quickly

2. Confidentiality


- how hard did you try to keep these ‘experiments’ confidential?

3. Scientific Method used?

4. Entered market for profit/making money off it?

5. Do you change things as a result of these ‘experiments’?


- not necessarily determinative

- in Delzotto, Court also found they had publicised/anticipated invention by publishing a photograph of the invention in a trade publication

Gibney v. Ford Motor
- Gibney invented a protector for car/truck generator
- Gibney owned a garage

- initially made it in metal, but eventually produced it in plastic

- this change was obvious…not an experiment

  - patent was therefore anticipated
- experimentation must be part of the inventioneering
Obviousness
- now codified in s. 28.3 (set-out on p. 35)

  - but preceded by a great deal of case law

- test for obviousness from Beloit (p. 35)

  - a person completely skilled & knowledgeable in the art without a scintilla of inventiveness
- Canadian test slightly different (see p. 35)

  - “I could do this & I know that it would work”

  - if any amount of experimenting or testing is required, the invention is not obvious
- very hard test for patent attacker to meet

- rationale for such a strict test/why courts are reluctant to find inventions obvious:

  - see p. 36:  state of the art usually points in certain directions
  - lower standard of obviousness would strike down a number of very good inventions
- must be “plain as day”; “crystal clear”
- must be careful of hindsight (p. 48, Apotex)

Novartis
- says, when testing for obviousness, that you MAY mosaic (piece together parts of prior art)
  - unlike for novelty
List of Secondary Indicia of Non-Obviousness (p.74):

1. Commercial Success

  - usually indicates inventiveness

2. Unexpected Benefit

  - points to inventiveness

3. Overcomes problems with prior art

  - it is an advance

4. How long have people in the field been working on the problem?

5. Has it been generally adopted by the community?

6. Challenger tried to patent something similar, but their invention failed

7. Conventional wisdom pointed away from this invention

- may be just a scintilla of invention (need not be a huge breakthrough)

- don’t be dissuaded if invention is simple or easy to use
- remember nearly everything is obvious in hindsight
Novelty vs. Obviousness
- sometimes novelty & obviousness arguments get you to the same place

- thus, argue novelty first & then go to obviousness
- Vincent doesn’t see how you could have non-obviousness but not novelty

Combination vs. Aggregation
- combination = every piece of the combination is required to achieve the desired result

  - a synergy
  - combinations may be inventive
  ex. Windsurfer


- sail + surfboard

  - all the pieces may be well-known, but put together in a new way

  - wouldn’t work if you broke it apart
- aggregation = putting things together for the sake of convenience; they do not actually work together
  ex. Pencil with eraser on its end

  ex. Hammer & nail puller

  - two separate things doing their own thing together
  - would still work if separated, though they may be less efficient
Examples of Unexpected Results
Ex. AZT case (Apotex v. Wellcome)

  - initially, scientists though the drug was toxic

ex. Glue in Tennessee-Eastman
  - also thought the product was toxic, but it wasn’t

ex. Making parachutes out of spun-bonded material (felted instead of woven)

  - material had been around for a long time, but people didn’t think it could withstand the pressure of parachuting

Badminton Birds Example
- involved a process patent for making badminton birds

- made out of hollowed-out cork filled with shot-gun shot & bird feathers; held together by string & glue

- rules of the game required birds to be within a certain weight range

- old process resulted in lots of reject birds

- new process:  put shot in last

- court held this was obvious…no invention

Utility
- “useful” mandated by definition of invention
- useful = have utility

- doesn’t matter how much or how little…just have to have some
- invention must have a practical application/function in the world of industry or commerce
- not looking for aesthetic function/appeal…that doesn’t fall within this definition of utility

Inutility
TRW Inc. v. Walbar of Canada Inc.
- patent would have practical application in industry, but it didn’t work
- didn’t live up to one promise in specification
  - mandated by s. 27(3) (disclosure) & (4) (claims)

- TRW is focused on s. 27(3)
- this is a process for making turbine & compressor blades
  - if this process is used to make compressor blades, they will be destroyed in the process

  - process useful for making turbine, but not compressor, blades
- court held that if you don’t meet all the promises in your disclosure, the patent will be invalid (for lack of utility)
- inventor giving himself too much credit…government doesn’t like that

  - upsets the patent bargain
NOTE:  Inutility cases are rare…don’t happen often.

One other example:  Wandscheer v. Sicard
- invented the snowblower ~ a combination patent
- attacked for lack of utility

- problem:  didn’t specify angle of chimney
  - curvature for efficient snow removal was unknown to the inventors

- court held this was inutile.  Left us with a problem to solve.  Need further invention.

- patent declared invalid.

- example of a case where inventor rushes to patent office (to beat competitors) before invention completed

Further example:  AZT case (Apotex v. Wellcome)

- competitors argued that patentee didn’t know of product’s usefulness (at time of filing, hadn’t yet tested it on humans)

- court makes it clear (at p. 47) that if, at the time patent is challenged, patentee can show utility, that is sufficient
- need not necessarily prove utility at time of filing
- utility must simply be demonstrated at time of challenge
Inutility at Time of Filing

- Inutility may be caught by s. 38
  - requires working model of invention

- s. 38.1:  allows for deposit of biological material for biological inventions

  - can’t always exactly recreate this

  - good enough to begin with this deposited starter material

- Pioneer Hibred was rejected on this ground
  - results could not be guaranteed, so patent was invalid

  - this case was the impetus for legislative change

Utility of Chemical Compounds
- chemical compound = new type of matter
- special utility doctrine applies ~ ‘sound predictions’ doctrine
- usually these compounds have certain characteristics, shared by related compounds

- some inventors come along, having invented a valid compound, and try to claim the whole family of related chemicals

- patent system appreciates that real patent value arises from patent of an entire family of compounds
  - therefore, at time of challenge, experts may testify to similar value of related compounds (soundly predict their value)
- problem:  later, certain of the related compounds (which will all be listed individually in the claims) may prove to be inutile
  - thus, that claim will go down
  - does not affect validity of entire patent (see s. 58)

How Inutility May Affect Validity
- where whole patent may be in trouble is where the inutility arises out of the description
- individual claims may stand or fall on their own, but inutility in disclosure will cause the whole patent to be rendered invalid
ex. AZT (Apotex) case:  claimed AZT would also work to treat AIDS
  - not mentioned in disclosure

  - not proven to be useful in treatment of AIDS


- thus, this claim was invalid, but the remainder of the patent was okay (on utility)

Enablement
- if there is a problem with the patent’s disclosure, it goes to the validity of the bargain
a.k.a. “insufficiency of disclosure”

- argued in Baker v. Petrolite
- may be characterised as another type of utility argument
- must read the disclosure as a person skilled in the art at the relevant date (i.e. the date of publication?) with a mind willing to understand
- see p.49 of Apotex
  - physicians not the appropriate test person in this case

  - instead, it is a person skilled in the art of making pharmaceuticals

- see also pp.60-62 of Q’Max
- if disclosure has a defect, whole patent is rendered invalid
  - if one claim is invalid, that claim simply falls away, while the remainder is valid
- over-claiming can also be a type of insufficiency (claiming too much)

  - see pp. 50 & 53 of Apotex
Types of Insufficiency
1.  Over-claiming (a.k.a. covetous claiming)
  - overbreadth:  see p.75 of Novartis (however, whole thing was invalid for obviousness/ lack of novelty)

2.  Ambiguous/Vague (see p. 53 of Apotex re: AIDS)

3.  Simply insufficient (inutile)
Material Misrepresentations
- see s. 53 of the Act (quoted on p. 46):  material misrepresentations are fatal!

  - don’t lie to the system!

- argued in Apotex re: inventors

  - argument defeated:

1. They were not inventors (see p. 45)


  - interesting discussion of inventorship


  - need to know how to reduce idea to practical shape/form

2. Not material

Q’Max
- patent goes down for misstatement as to who inventor was
- if someone invents something in the course of their employment, employer has right to seek the patent

- employee may be compelled to go along

- here, the inventors named were the employer company’s owners

  - patent should have specified that employer was the inventor

- patent held to be invalid
The ‘Standing’ Issue
- addressed in Apotex (p.52)

- subsequent transfers should be registered (s. 50)

  - but, so long as you can prove chain of ownership, you will have standing to sue
Apotex
- defendants threw every argument into the mix, but none succeeded

- new use for old compound as treatment or prophylaxis of HIV

- was this a medical treatment?
  - Justice Rothstein said, ‘No’ (see p.50)

  - Shell Oil wasn’t about medical treatments…why is it relevant?

  - is Tennessee Eastman dead?
- AZT was patented in US.  Maybe that was at the back of the judge’s mind.

Comparative Analysis of Patentability of Medical Treatments
- Europe is more like us…want to keep medical treatments out of the patent realm
- Australia is more like the US…don’t mind patenting medical treatments

Possibility of Reissue

Q’Max
- reissue = within 4 years of grant, patentee may come back & ask for a reissue (s. 47)

  - may wish to clear-up an inadvertent mistake in disclosure; over-claiming; or ambiguity in the original application
- for a fee, patent may be surrendered and then reissued for remaining time period
  - there is no time at law where patentee not protected by patent rights

- meant to cover small blunders/typos…can’t make big changes this way

- actions commenced prior to reissue not really affected, as changes should not be that major

- reissue here:  “complex salts” means “double salts”
  - an admission of over-claiming?

- no, because at the time of original issue, person skilled in the art would have known what was meant by “complex salts” (obvious to them to use “double salts”)

- reissue perfectly appropriate; clarified an arguable overstatement
Disclaimers ~ s. 48
- over-claimed by inadvertence…doesn’t replace old patent, just reduces amount originally claimed
- see Burton Parsons Chemicals Ltd.:  people would know not to use the toxic ionisable salts (explained more fully at p.88)

Novartis
- a judicial review application under Patented Medicines Notice of Compliance regulations

  - highly controversial legislative scheme


- obviously, only relates to pharmaceuticals


- aimed at generic drug manufacturers


- brand name drug companies list relevant drugs & related patents for Health Canada


  - “patent list”; “patent register”



- keep them straight…not the overarching Patent Register, but the Health Canada patent list

- generic drug company seeking to produce a drug but run headlong into a listed patent
  - serve an allegation that patent is invalid & they’re not infringing, anyway (mini-patent action)

  - also applied for administrative review of patent register


- brand name companies get automatic 24-month injunction against Health Canada giving Notice of Compliance to generic


  - generics off the market.  Even if they win, they’ve lost 2 years of sales.


- system prefers the big drug companies (similar to American system, though they give 30-months)


- don’t have this in Europe or Japan

- NOTE:  these administrative findings are not binding on the courts

  - might have to re-litigate

- generic drug companies suffer the delay…win the battle but lose the war

- pharmaceutical companies are quite strongly protected

  - have been very efficient in removing generic drug competition

  ex. Dismantled our compulsory licensing program

  - compulsory licensing still exists in South Africa


- needed to combat HIV epidemic


- American pharmaceutical companies initially opposed it, but given public pressure, decided not to enforce their patent rights

- human condition/humanitarian concerns vs. incentive/high cost of drug research

  - humanitarian concerns would support compulsory licensing

  - incentive side prefers strict enforcement of patent rights

Claims Construction
- this is really the first step in the patenting process
- sorted-out by the SCC just last year, in 2 judgments:  Whirlpool & Free World Trust
Whirlpool
- patents ran out earlier in US…started to sell in Canada, though patent was still in force

- infringers, in defence, say last patent was invalid (would cut-down the time of infringement)

- 2nd patent:  just said “vanes”

- 3rd patent:  specified “flexible vanes”

- infringers argued that 2nd patent encompassed both rigid & flexible vanes

  - would’ve lead to double patenting/evergreening
- infringers’ alternative argument:  flexible vanes would’ve been obvious

- Catnic was the leading UK case on claims construction; followed by Canada in O’Hara and again in Whirlpool (starts at p. 84)

Two Conflicting Views/Approaches:

1. Literal Construction

2. ‘Spirit of the Invention’ Construction

- Catnic concluded that proper approach was “purposive” (broader than #1, narrower than #2)
- literal view too formulaic…short-changes inventors

- ‘spirit of invention’ view too uncertain…chills other inventioneering

- How to Do Purposive Construction
  - start from the wording & read it like a person skilled in the art would’ve understood it at the time
  i.e. what did they mean by the words they chose to use?
- Catnic involved the intention of a lintel, used in masonry work

  - said member should extend vertically


- literal interpretation = 90º

  - court asked, what would a person skilled in the art have thought the inventor meant?


- they will recognise that certain differences are not material, while others are


- court held that 6-8º difference in angle was encompassed by word “vertically”


  - others would know that this little difference would make no difference at all

- however, if the item is non-essential but the inventor insists that it be done a certain way, it will be construed as essential
  - the onus is on the inventor to prove what he claims (that a person skilled in the art would’ve understood that item was not essential)
  - claims are seen as fences, which set the boundaries of your patent monopoly
ex. Pill coating machine (Eli Lilly)

  - inventor stuck with wording, a hose “flexibly attached”

  - construction narrower than inventor had hoped

  - person who firmly attached the hose just shy of the rotating bin was held not to infringe the patent

- look to the four-corners of the patent (other claims, drawings, disclosure) but not beyond
  - don’t look to negotiations with Patent Office (unlike in US)


- see p.86, point “f”

- relevant date = date of publication
  i.e. date application laid open (formerly, the date patent issued…as in Whirlpool)

- in Whirlpool, court held 2nd patent only referred to rigid vanes.

  - 3rd patent thus not double-patenting.

- Also, flexible vanes would not have been obvious.

  - 3rd patent was an advance.

- defendants found to be infringers, despite thin evidence

- patent valid & infringed

- in choosing the purposive approach, court trying to balance need for continued invention with public concern for overly monopolistic inventors
- purposive approach = ‘pith & marrow’ construction
  - trying to find the ‘essence’ of the invention/its essential components
- claims construction is equally applicable to validity arguments as it is to infringement actions
Infringement
- simply means infringing the patentee’s rights
  - need no intention
  - system doesn’t support coincidence (coming to the same result independently)…unlike copyright

- s. 55.01:  must bring infringement action within 6 years of discovery
- though s. 54 grants concurrent jurisdiction, most cases go to federal court

- wide variety of remedies:  injunction, damages, ‘delivery-up’ (handing over of infringer’s goods) (possibly for destruction)
- infringement may extend back in time to publication (s. 10)

  i.e. lay-open date

- s. 32:  improvements
  - both people will be infringers…need to come to some licensing arrangement

- importation may entail infringement

  - “makes, uses or sells” constitutes infringement
Free World Trust v. Électro Santé
- patented invention uses “circuit means”

- allegedly infringing device uses a microcontroller to achieve the same result (the “variant”)

- a purely literal approach to claims construction would let this defendant off the hook

- however, we will go a little bit further to protect the patentee (beyond the literal approach), but not to the extent of protecting the ‘spirit of the invention’ (too broad)

  - somewhere in between…we do a ‘purposive construction’ of the language used


- don’t bring in extraneous evidence or use the American “file-wrapper” approach

- we constrain ourselves to the 4-corners of the patent document
- need to determine essential vs. nonessential elements before you can find infringement
  - infringer must take all essential elements of the invention in order to be infringing the patent
Issue:  what are the essential elements of the patented invention?
Three Steps:

1. Does the use of the variant make any material difference in the way the invention works?


- a factual inquiry


- if YES, then the plaintiff will lose.  Defendant is outside their fence.


- if NO, then plaintiff is still alive…move to next step.

2. Would this fact (that variant is immaterial) have been obvious to a person skilled in the art at the time the patent was laid open?


- a hypothetical

- onus on plaintiff to prove


- if YES (would have been obvious), then plaintiff wins.  Patent language read wider than its literal meaning.


  Ex. Catnic

  - variant implied/hypothetically included in patent language


- if NO, then plaintiff loses.  Defendant still outside the fence.

3. Defendant may prove that THIS plaintiff did not think the immaterial variant was obvious.


- if this can be proven, then literal meaning once again comes to the fore

- plaintiff taken to mean what it says in patent document


- very hard to prove (given finding in #2)

- under #3, words used are essential
- under #2, words used are nonessential (thus variant is within the fence & defendant is infringing!)

- defendant will always argue for literal interpretation
- courts will make a slightly broader inquiry, using the purposive approach

  ex. Eli Lilly
Back to Électro Santé
1.  Court concludes that microcontroller was immaterial; arrive at the same result.

2.  Would this have been obvious?

  - look to language of the patent

  - this device is outside the fence…the core of the patentee’s invention was the “circuit means”


- nothing in patent document suggested that circuit means were nonessential


- also, no evidence that a person skilled in the art would’ve thought the variant was obvious
3.  Moreover, this patentee would have been “circuit means” as essential
- defendant’s invention was thus outside the fence

- this analysis is supposed to be done without reference to the defendant’s alleged infringement
  - only later turns to their conduct

  - should not become a result-oriented process
- unlikely that you’ll get through Step #3

  - will usually be resolved by Step #2
Catnic

1.  No, not material

2.  Yes, it was obvious.

- Plaintiff won.

Eli Lilly (pill coating case)

1.  No, not material.

2.  No, it was not obvious.

3.  Nothing in the evidence to show plaintiff knew flexible hose was nonessential.

Monsanto
- farmer found to have Roundup Ready Canola on his farm

- sued by Monsanto for patent infringement

- patent for engineered gene/cell of canola

  - genes re-engineered to make them more tolerant of certain herbicides (i.e. Roundup)

- note that patent on Roundup recently expired…Monsanto needed to preserve market share in another way

- Roundup is a post-emergent herbicide that kills everything but Roundup Ready Canola

- this farmer had planted these seeds on his field without signing a license agreement

  i.e. without Monsanto’s permission

  - these agreements are Monsanto’s way of protecting their patent

- REMEMBER:  intention is of absolutely no relevance
  - growing this crop was an infringement, plain & simple…doesn’t matter what his intentions were!

  - may go to damages (but even without intention plaintiff will get an injunction, account & delivery-up)

- this was a test case

  - Monsanto tried to make a point

- other defences (besides 1. ‘I didn’t mean to’)

  2.  Defendant argued that subject matter was inappropriate

- similar to Harvard Mouse case

  3.  Waiver:  the patented invention can spread uncontrollably


- this constitutes a waiver of proprietary rights


- court held there was no waiver here


  - Monsanto did a lot to protect their rights


- waiver due to lack of control will likely not defeat a patent, but simply act as a defence (like acquiescence)

  4.  Didn’t use Roundup on it

- note:  not just a process patent, but the plant itself was patented


- this argument did not succeed (see p.110)

  5.  Interferes with age-old farming practice of keeping seed from year to year


- note:  Monsanto was ready to come & remove unwanted plants from unlicensed farmers’ fields

- this is a political issue

1. Turning into a weed.  How do you get rid of it?

2. Losing its market…people don’t want to buy genetically modified foods.

Contributory Infringement/Inducement
Ex. Baker Petrolite
  - City of Medicine Hat was induced to infringe process patented by Canwell

  - you may be guilty of infringement simply by advocating infringement on the part of others
ex2.  Windsurfing v. Trilantic
  - sold kits with instructions for how to assemble

  - vendors encouraging customers to infringe an existing patent

- this is a useful tool for patentees…rather sue a commercial actor than the ultimate consumers
Defences
- they are in the Act (ss. 55 & 56)

- also, see s. 23 which deals with vehicles that enter Canada (ex. Ships; airplanes)

  - a type of accidental infringement

- note:  importation can be infringement
- s. 55.2:  acts done privately for a non-commercial purpose are not infringement
  - also, experimental uses are excluded
- if you must produce something for the government, that will not constitute infringement (i.e. medicine reserves)

- you are allowed to make components of an invention, but not allowed to put them together & sell/use them before patent expires

  - this is the only extent to which stockpiling is allowed

Prior Acquisition
- s. 56:  if a person acquires a patentable invention before another’s claim date for the same thing, you’re okay.  You can’t make any more (if it’s a product), but you can sell it.  You may also continue to use it if it is a process.
- if you legitimately acquire something patentable, you are allowed to repair it, but not replace it
  - degrees of which are decided on a case-by-case basis…not allowed to re-manufacture!



Breach of Confidence
- a strategic alternative to patenting
- protects secrecy & privacy interests
First case:  Prince Albert v. Strange
- Queen Victoria painted some pictures, copies of which got into the hands of Mr. Strange

  - he intended to publish a description of them

- Prince Alberta alleged that this was tied to broad notions of trust, confidence & equity

- equity intervened in this case due to breach of conscientious obligation of confidence/ confidentiality

- got an injunction
Next case:  Morison v. Moat
- involved a trade secret in the pharmaceutical industry

- knowledge of the secret formula leaked out to an unauthorised individual

  - went into business to compete with initial manufacturer

  - information not freely give for THIS purpose

- no longer protecting privacy interests, but a commercial interest in keeping something secret
1.  Subject Matter

- the scope of breach of confidence extends beyond patentable subject matter, but could well include patentable things
- breach of confidence addresses and protects both personal & commercial information
- for the purposes of this course, we will stick to the commercial side.

  - wide-ranging subject matter

Requirements:

1.  Needs to be commercially valuable

2.  Needs to be secret.
  - this is usually the contentious issue

  - if the information gets out in some legitimate fashion, you lose the protection afforded by breach of confidence
- disclosure is the enemy to this interest

- covers products, combinations, processes, ideas
  - much broader subject matter than patents
ex. Pharand
  - discovered a good ski run for Calgary Olympics

  - disclosed to the government, but with strings attached

  - government ended-up developing it themselves

  - government held liable for breach of confidence
ex.  Think back to LAC
- secret information must be relatively identifiable/distinctive
See Fraser v. Thames Television
  - plaintiff had an idea for a television series
  - told the defendants

  - idea had been fleshed-out enough to make it identifiable
See Enterprise Excellence v. Royal Bank
  - bank took title of “Today’s Enterprise” from plaintiffs & developed their own show with that title

  - liable for breach of confidence
NOTE:  This is the one area of intellectual property that protects mere ideas.

2.  Information Must Be Obtained in an ‘Aura of Confidence’

- need to know you’re not supposed to be infringing on it
- how do you do this?

  - confidentiality agreements/contracts
  - in the course of employment…employee duty of loyalty

  - trade custom

- see LAC
  - specific relationship between the parties

ex. Fiduciary relationship

  - nature of way information is obtained

- “reasonable recipient” test

ex. Negotiation scenarios…information only given for the purpose of the joint venture


  - not allowed to use it for other purposes


  - recipient ought to know the limits on this information


ex. Industrial espionage
- under this requirement, plaintiff may have to show the steps they took to preserve the secrecy of the information
  - totally a question of fact
3.  Must Show Breach of Obligation to the Detriment of the Plaintiff
- mere disclosure may be enough
- using its yourself/for your own gain would also suffice

- not actionable per se…must show detriment
  - however, detriment is construed broadly

- includes financial and emotional damage
- equity not engaged if plaintiff is not harmed

- gives someone a monopoly over information
  - freedom of expression & freedom of the press take a big hit


- this is another reason to require detriment

Summary of the Elements of Breach of Confidence
- onus on plaintiff to prove:

1. Information is factually a SECRET

2. Defendant had an OBLIGATION to keep it secret.

3. DAMAGE.

A Defence to Breach of Confidence:  Public Interest
- obviously, must be proven by the defendant
- excuses the breach of confidence if public interest is at risk/stake
- almost as old as the action itself (mid-19th century)

- “iniquity cannot hide behind breach of confidence”
- what constitutes “iniquity”?
  - information about criminal schemes; tortious behaviours (ex. price fixing; conspiracies; intimidation) or statutorily-prohibited behaviours
  - information relevant to national security/information about government
  - information about medical/health matters

ex. Hubbard v. Vosper (UK)


  - Hubbard is founder of the Church of Scientology


  - Vosper was a former adherent who later published a book about the religion


  - Hubbard sought an injunction before book was released


  - Denning found that the defence was proved…found that this was information re: “medical quackeries”
  - information relevant to public safety

- this defence protects whistle-blowers, so long as information really is IN the public interest (vs. OF public interest)
- breach of confidence must be balanced against public’s right to know
Lion Laboratories (UK, 1970s)

- manufactured early versions of the breathalyser for police

- ex-employees told a newspaper that these machines were not always accurate

- Lion sought an injunction

- found all elements of breach of confidence were proven, but breach excused due to public interest in the information
Cadbury Schweppes (1999)

(the ‘Clamato juice’ case)

- dealt with remedies for breach of confidence

- confidential information here:  recipe for Clamato juice

- defendant is a third party (a.k.a. “indirect disclosee”)

  - didn’t get information from the plaintiff directly, but a middle-man/other person (here, Caesar Canning, which no longer exists)

  - shows there is no need for a contractual link between plaintiff & defendant
  - despite lack of privity, duty of keeping confidence may be implied
- recipe is admittedly secret

- used by defendants (FBI Foods) after notice of termination of license in a year’s time

  - geared-up for release of their own ‘clone’ product after license officially terminated

  - confidentiality clause only applied to tomato & clam juice, so technically they avoided liability there

  - however, they still used the confidential information to help make their own product

- found liable for breach of confidence
Nature of the Action
- sui generis
  - not a tort
  - not a property right
  - based on conscience/morality


- arises out of courts of equity which were offended by breach of confidence

- not based on any old cause of action
- as it is sui generis, there are no real limits as to available remedies
  - very flexible

  - can impose all sorts of equitable remedies
- may look like a proprietary remedy, but it’s not!

- distinguish breach of confidence from fiduciary relationships

  - fiduciary relationship not required for breach of confidence
Patents vs. Breach of Confidence

- p.118:  analogy to patent law
  - plaintiff said:  we don’t have a patent, but why not treat it that way?

- seeking a propriety remedy
  - problem:  breach of confidence extends to protect non-patentable subject matter

- see para 46 (p.119):  this analogy ignores the patent bargain…patentee must disclose!


  - 180º different from breach of confidence

- however, Americans treat trade secrets as property
  - this notion has been resisted by all other common-law jurisdictions


- don’t want people to be able to monopolise information/ideas

  - to compensate, Americans do not treat as wide a range of information as confidential

Lord Cairns’ Act
- allowed equitable courts to give damages in lieu of an injunction
- people wondered whether, in situations where an injunction is not proper, could court still give damages?

  - are the two remedies now inherently linked?

NO!

- if court wants to give damages, whether or not it could order an injunction, it can do so

Back to Cadbury Schweppes
Next Issue:  for what detriment do we compensate these plaintiffs?
  - here, their loss was characterised as a lost opportunity

- that is, freedom from competition for a year

  - working backwards, juice expert could have independently created the defendant’s new recipe in a about a year

- problem:  how do you value such a lost opportunity?
  - encompasses the ‘springboard’ or ‘headstart’ doctrine (see p.123, para 67)


- punish people who jump the gun


ex. Time-limited injunctions (brings you back on a level playing field with other competitors who played fair)

- no permanent injunction awarded here (too broad)

- instead, Court suggested 12 months of compensation based on plaintiff’s loss of market share

  - had to go back to trial judge for reference

- damages were sufficient here

- NOT based on market-value of the information, as Denning suggested

  - based on his analogy to conversion/forced sale in Seager v. Copydex
  - too proprietary; too artificial

  - not in the business of selling information; instead, their business is keeping it a secret


- too harsh on plaintiff


- basically, carte blanche for defendants

  - too narrow

- information here ‘nothing very special’, but still Court provided greater compensation than cost of hiring a competent consultant
Information with Time-Limited Value

- one further problem:  where information only has ‘one-time only’ value
- once information gets out, value is spent

- problem:  what has plaintiff lost?
  - here, we may look to consulting fees & value of the information itself
- Pharand:  court guessed $1 million

- court is sensitive to both sides, balancing their interests, and remain flexible when it comes to providing a remedy

  - able to do this because the action is sui generis
Patenting vs. Breach of Confidence
	PATENT
	BREACH OF CONFIDENCE

	- subject matter:  must be patentable
	- much broader subject matter

	- requires disclosure
	- based on secrecy

	- monopolistic
	- looks more to public interest

	  - intention irrelevant to defences, for example
	  - further problem of indirect disclosees/innocent purchasers

    (equity could not act here)

	- slightly less risky
	- riskier

	- your monopoly is clearly defined
	- not as clear

	- remedies are more certain
	- remedies more flexible

	- greater/easier policing
	- policing much harder

	- protection lasts 20 years from date of filing
	- protection may last for much longer

	- onus on defendant (given presumption of validity)
	- onus on plaintiff

	- expensive (high transactional costs)
	- cheap

	- highly formalistic
	- not formal




Trademarks
- our law of trademarks is multifaceted
1.  Unregistered Trademarks

  A.  Common Law


- tort of passing-off

  B.  Statutory


- Trademarks Act, ss. 7(b) & (c)
2.  Registered Trademarks

  - bulk of the Trademarks Act

- federal statute

  - federal government has express jurisdiction over patents & copyright


  - trademarks likely fall under general power of trade & commerce

- constitutional issues more prickly when it comes to unregistered trademarks (especially s. 7(b) & (c), TMA)


  - constitutionality of these sections is questionable

Common Law of Trademarks

- it’s the late bloomer in intellectual property

  - copyright’s been around for 500 years

  - patents have been around since 1624

- why does trademarks seem so new?

  - because it’s incredibly old…parallels development of competitive trade

  - it’s a necessary corollary to the market economy
- in middle ages, when guilds were still in place, trademark issues were dealt with administratively

- with the fall of guilds in the industrial revolution, these notions were imported into the law

- trademarks are a good thing for competition & consumers

  NOTE:  passing-off belongs to rival traders, not consumers.  Protects traders from losing sales.

- despite these ancient roots, passing-off is still an evolving tort

Identification as a Separate Tort

Perry v. Truefit (1842)

- case dealt with Mexican Medicated Balm hair treatment
- though this individual plaintiff failed, the tort of passing-off was recognised as separate & distinct
Two Types of Passing-off

1.  Substitution/Palming-off
  - consumer asks for something, but given something else without being told
2.  Creating Confusion
  - defendant makes it look like consumer is getting Trader A’s stuff but in reality they’re getting Trader B’s stuff
More About Second Type of Passing-off

- this is a form of deception, but intention is irrelevant
  - totally result-based
Qu:  Would a reasonable consumer be confused?
- covers both goods & services

- covers sale, renting, manufacturing, wholesaling or retailing

- plaintiff must be a source of goods or services being harmed by defendant passing himself off as the source.

- confusion, for our purposes, results from using the plaintiff’s trademark(s)

- plaintiff must first prove their trademark
  - trademarks can really be anything at common law


e.g. names, logos, numbers, visual depictions, smells, sounds


- in theory, subject matter is open-ended at common law

- it’s unfair for another to jump on the bandwagon & benefit from your hard work & efforts

  - law wants to protect plaintiff from unfair competition
  - passing-off is like reaping what you have not sown
Passing-off vs. Unfair Competition

- we have no overarching law against unfair competition
- passing-off is just one way our law seeks to achieve this result/protect against it

- passing-off is simply one aspect of unfair competition
- remember:  passing-off protects rival traders, NOT consumers!

  - suffers an indirect economic harm

Case Law Recognition of Second Type of Passing-off
- specifically recognised in the seminal House of Lords case in 1915 of Spalding v. Gamage
- why are rival traders given standing to sue in passing-off?

  - this is a property right (unlike breach of confidence)
  - property in what?  The trademark, or the goodwill it embodies?
- House of Lords said it is property in the goodwill of the business that the trademark represents
Interests Protected/Harm Protected Against
- passing-off is about misrepresentation, not misappropriation
- the harm is not to the trademark, but to the goodwill of the business that owns it
- focused on what the defendant isn’t supposed to be doing

- interest we’re protecting:  goodwill
  - this is a property interest
- trademarks are merely indicators/badges of goodwill
- it is thus unfair for the defendant to misrepresent the source of the goods by using the plaintiff’s trademark(s)
- not about misappropriation, but misrepresentation

  - focused on conduct that creates consumer confusion

- they think it’s X, but really it the defendant’s product, instead

  - cannot “filch away” the plaintiff’s business

- these things are all confirmed in Spalding
  - misrepresentation & effect on consumers are questions of fact

Three Things Plaintiff Must Prove to Succeed
1.  Reputation – does TM represent anything?

2.  Misrepresentation – did defendant create confusion?

3.  Damage – not actionable per se
- generally, if #1 & 2 are proven, courts will presume damage

NOTE:  Misrepresentation need not be intentional
  - defendant’s motives are irrelevant
  - simply look at effect:  did it cause confusion?


- calculated to deceive = likely on the balance of probabilities to confuse
- need not prove actual confusion, just show that confusion would be a likely result

Paris Union
- also affects trademarks

- required us, in Article 10bis, to have these statutory provisions

- 1932:  Canadian government enacted Unfair Competition Act which encompassed old Trademarks Act
  - included list from Paris Union
- 1952-53:  new Trademarks Act, but kept list from Paris Union as s. 7
  - s. 7(b) & (c) repeats our common law notion of passing-off


- creates statutory torts

  - s. 7(a) = injurious falsehood

  - s. 7(b) = passing-off

  - s. 7(c) = palming-off

  - s. 7(d) = false/misleading advertising
Questions of Constitutionality

MacDonald v. Vapor Canada
- decided under s. 7(e) of TMA (a catch-all)
- really a case of breach of confidence

- court found this section was ultra vires
  - federal government had no jurisdiction to regulate trading practices

- people then became concerned that ss. 7(b) & (c) were also ultra vires
  - however, court said so long as patents, copyrights & trademarks are involved, these sections could be saved, as these are valid areas of federal competency/jurisdiction
- this dictum was adopted in Asbjorn Horgard (FCA)

  - therefore, registered or unregistered trademarks may be protected by these sections
Dumont Vins
- argued that wine bottle was a trademark

- court disagreed

- so plaintiff tried to argue it under s. 7
- court held it was res judicata.  Could only address matters involving patents, copyright & trademarks.

Why People Sue Under s. 7
- generally, s. 7 is only used by people with unregistered trademarks, unless they prefer to sue at common law

- suing under s. 7 will give you a Canada-wide remedy (as you go to Fed. Ct.)

- also, federal court judges have greater expertise in the area of intellectual property

- there is also a feeling that cases move faster in that court

Statute & Requirement of Damage

- the third element (damage) is questionable under the TMA…very controversial

- not an element in actions involving registered trademarks
  - does this apply to s. 7?


- if s. 7 truly is a restatement of the common law, then damage will be required
Time for Challenging Validity of Registered Trademarks
- have 5 years after trademark is registered to challenge it

- after 5 years, onus is on infringer to prove registered owner knew or ought to have known of existence of prior unregistered trademark
  ex. Brick’s Fine Furniture v. Brick Warehouse
First Element:  Reputation
Classic Passing-Off
- mid-19th century

- Perry v. Truefit
  - not allowed to pass off your goods or services as someone else’s
  - cannot create that illusion (that your stuff is the plaintiff’s stuff)

  - action between rival traders

Modern Passing-Off
- Spalding v. Gamage
  - Spalding makes 2 grades/lines of soccer balls

  - decided to eliminate lower grade from their business

  - defendant got a hold of some of these discontinued products & started selling them as the top of the line Spalding balls, but for a slightly cheaper/lower price

- didn’t fit into classic passing-off mould

  - still claimed they were Spalding soccer balls

- court held that passing-off could either be a source or of the quality of the product
  - end result = consumers still confused!

- court wanted to protect against consumer confusion
- defendant here trading on plaintiff’s goodwill/reputation
Extended Form of Passing-Off
1.  May Reputation Be Shared?
  Erven Warnink
  - passing off as to type or quality

  - misrepresenting the very nature of the product itself
  - defendants sold their ‘eggflip’ as an ‘advocaat’


- used eggs & fortified wine instead of eggs & spirits


- in this way, they avoided paying higher duties/import taxes

  - defendants not pretending to be the plaintiffs or to use their name


- not classic passing-off

  - instead, they have misrepresented the product

- cannot say that you & the plaintiff are selling the same thing when indeed you are not

  - built on Spalding v. Gamage & lower court cases involving other types of booze (ex. Champagne; Scotch Whiskey; Sherry)

  - first, court must decide what the real thing is; then, must decide if defendant is passing-off

- trademark here is the product itself
  - want to provide a remedy for unfair trading practices
  - in UK, false advertising could only be punished criminally…no corresponding civil liability


- needed to provide a civil remedy

- court held that passing-off is the most ‘protean’ tort in this area (able to ‘shape-shift’)

  - in Canada, we have a different view of these things


- we have a civil action to remedy such a wrong codified in statute


- s. 7(d) of TMA would appear to have covered this type of behaviour

- still, we have adopted the English law in this area
  NOTE:  Most of the English cases involved products made in a particular geographic area

- still, in the Warnink case, the court would not restrict this notion in this way

  - so long as you could identify the ‘real thing’, a passing-off remedy can be awarded

  - even protects shared reputation
  I.N.A.O.
  - plaintiffs = French champagne producers

  - defendants = Canadian champagne producers

  - Champagne = a district in France that produces sparkling wine

  - argument:  cannot make ‘champagne’ anywhere else

  - problem:  weren’t passing themselves off as French champagne houses; just selling what they called ‘champagne’
  - Ont. C.A. adopted Warnink, imported its extended definition of passing-off
  - appeal to SCC dismissed

  - so what is the damage here?

- to reputation?  I.N.A.O., Spalding (damage reputation of quality products)


- to market share?  Warnink (i.e. loss of sales)

  Remember:  this would cover services as well, so long as they can be defined/identified

Ex. Offering Pilates courses when not certified by the Pilates Association


Ex. Transcendental meditation:  has been considered by the courts & held to be a possible trademark

  Can reputation be shared?  YES.

2.  What About Foreign Reputation?
  i.e. What if plaintiff is not carrying-on business in that jurisdiction but still have business goodwill?
  See Orkin.  Yes, foreign reputation will be protected.
  - big American exterminating company, but no business in Canada

  - complained that Pestco was passing-off

  - same business:  pest control

  - problem:  if damage is required, how is plaintiff damaged?

- no loss of market share or even damage to reputation
  - issue:  did plaintiff have goodwill in Ontario?


- court referred to BC cases which paid no heed to the jurisdictional issue


- looked to English cases: take a hard-line…no jurisdictional presence = no goodwill = no recovery under passing-off


  - England is so isolated…hard to gain goodwill as outsiders


- American law:  broader


- Canadian law:  we are influenced by American advertising and their companies


  - hard for us to avoid


  - look instead to whether there are people here who know of the company & its reputation; not focused on jurisdiction of the company, but of its customers
  - defendant took this name deliberately


- why would Pestco take up Orkin’s name if no reputation existed?


- fraud like this is not a factor the courts will ignore

  - might even call evidence about ACTUAL consumer confusion to help support this position
  - p.144:  damage = loss of control over tradename & reputation in this jurisdiction
  - Orkin intended to come to Canada, but these activities would stifle that possibility


- a useful fact, but probably not absolutely necessary in later cases

  - Interests Protected:

- competition

- reputational interests of the plaintiff

- public interest – lack of confusion in the marketplace
  - Not so hard on defendants, either.  Not that restrictive.


- must balance monopolistic tendencies of trademarks vs. fair trading practices

  - fraud here tips the scale in favour of rights of extra-jurisdictional trader

  Can avoid these reputation problems by registering your trademark!

- established reputation prima facie
  - passing-off meant to prevent other traders from benefiting from the work of others
  Walt Disney v. Triple 5
  - Triple 5 = owned Fantasyland in West Edmonton Mall

  - Disney didn’t operate in Canada
  - however, court held that Disney had a reputation in Canada


- not allowed to call theme park ‘Fantasyland’

- though they were allowed to call their hotel ‘Fantasyland’


  - Disney had no reputation in hotel business

  - can have two identical trademarks, but so long as they do not cause confusion, there is no issue of passing-off
  Given extra-jurisdictional protection, it appears that reputation is going to be construed broadly.
  - same principles re: foreign traders apply to statutory provisions

See Enterprise Rent-a-Car

- gives national coverage (because it is heard by Fed. Ct.)


- found Enterprise (US) had a minimal reputation in Canada…but that was enough


- again, there was evidence (as in Orkin) of fraud on part of defendant & intention of plaintiff to enter the market
3.  What About Not-for-Profit Endeavours?
  Paul Seneli case

  - trial:  passing-off & politics don’t mix


- looked to UK cases involving politicians


- not proper subject matter…didn’t involve commercial world or property

  - CA:  didn’t find confusion here

- however, they hinted that this was appropriate subject matter
  Passing-off has been rejected in purely personal matters

See DuBoulay v. DuBoulay (1869)


- owned slaves

- slavery abolished


- one slave took up their family name


- held not to constitute passing-off

See also Day v. Browning

- neighbours wanted to call their houses the same thing


- court held passing-off did not apply
  However, not necessarily based on profits

- charities & professional organisations & private clubs have successfully sued before


- sometimes court looks to donation levels, membership dues, but obviously reputation is a prime concern.
Use

- much of trademark law is based on USE
  - at common law, to get a trademark you need to use it
  - trademarks are co-extensive & co-terminus with use at common law
- use must have achieved/led to DISTINCTIVENESS
- distinctiveness = source indicator
- traditional purpose of trademarks = identify source
  - this is the ‘source theory’ of trademark law

Oxford Pendaflex
- involved ‘get up’
  i.e. the wares themselves constitute the trademark
  NOTE:  ‘get up’ basically refers to anything that is not words or numbers

Ex. The goods themselves; the packages; whole ‘look’ of your business/commercial premises; size, shape & colour of prescription drugs

- the goods were a plastic stackable office tray
- defendant not misrepresenting themselves as the plaintiff, simply selling a tray confusingly similar to that made by the plaintiff
- plaintiff failed
  - won on one issue but lost on the major one
- this case discusses distinctiveness

Issues:  the relevant public (i.e. people who want to buy office trays), when they see the goods, do they recognise it as a trademark?  Also, must they know it is the plaintiff’s trademark?
  - public need only recognise it as coming from A source; not necessary know that the plaintiff is THE source

- has achieved uniqueness at this stage; otherwise, it is too heavy a burden for the plaintiff to prove


- this is well-developed in UK law

- Problem in this case:  lack of distinctiveness
  - had not achieved distinctiveness…wares not a trademark
  - these trays had been made by a number of manufacturers at the same time


- must only come from one source…requires singularity of source

- “Secondary Meaning”:  something plaintiff must prove when trademark is not inherently distinctive
  - distinctiveness is acquired by use
- here, primary meaning = office tray

  - secondary meaning = became a trademark?

- here, however, secondary meaning could not be proved
Ray Plastics

- factors to be considered by court in deciding whether something is a trademark:
1. Sales

2. ‘Fraud’ (i.e. deliberate taking)

3. Consumers

4. Tradespeople

5. Surveys

6. Marketing Experts

7. Advertising of the Product

8. Length of Time Product Has Been on the Market


NOTE:  no set or definitive time period

- longer = more likely it is a trademark

ex. Mr. Chippy:  mobile fish & chips van achieved trademark status in 3 weeks

9. Localisation


- might be a very localised trademark, depending on the sweep of the advertising

10. Consistency of Use


- most consistent = more likely it is a trademark

11. Inherent Distinctiveness


Ex. Colour; descriptions


Ex. Old Dutch case:  couldn’t establish trademark status because they kept changing their packaging (inconsistent)

Qu:  can trademarks be consumer-made?
  i.e. Does plaintiff have to intend to make the thing a trademark?


- Canadian law appears to say, ‘Yes’, you must have intention.  Cannot take advantage of spontaneous reputation.

- English cases are more flexible…don’t appear to require intention.

  Ex. Canadian Tire vs. CrappyTire.ca


- Canadian Tire never called themselves ‘Crappy Tire’, but some consumers call it that


- trying to take advantage of spontaneous goodwill

Descriptive Words Being Claimed as Trademarks
Reddaway v. Banham (p.161)
- industrial “camel hair belting”

- not a consumer good; sold to sophisticated traders

- former employee set up a rival business; also selling camel hair belting

- argued this was merely the truth about the product…it was made of camel hair; simply descriptive

- court didn’t buy it…“camel hair belting” was a trademark
  - people didn’t realise it was really made of camel hair


- thought this was a coined or fanciful word


- not merely a description

- primary meaning = made out of camel hair

- secondary meaning = trademark on goods emanating from a single source
- this was passing-off
See also Glenfield Starch (cited at bottom of p.165)

- descriptive in a geographical sense, but still held to be a trademark

- once again, fraud weighed heavily on the court’s mind

- “the same again” test…consumers attracted to what they thought they bought last time
Personal names may also be trademarks, so long as you are not misleading the public.
In Reddaway, defendants were not driven out of the marketplace
- simply forced to distinguish themselves from the plaintiff

- NOTE:  court will not tell you HOW to do this
  - might look at advertising; marketing; disclaimers

Strength of Personal or Descriptive Trademarks

NOTE:  Descriptive or personal trademarks are weak
- may be easily avoided by defendants
ex. KopyKwik:  copying business had achieved trademark status in their name

  - defendants, KwikKopy, were held not to be infringers


- distinctive enough

- must balance their interests…don’t want to give too great a monopoly; don’t want to take too many words out of the public realm
ex. Office Cleaning Association v. Office Cleaning Services
  - no infringement

- clearly, these trademarks don’t mean much
  - therefore, do something more extravagant/distinctive to protect your trademark

- this is also true of geographical descriptors
  ex. Jerusalem Restaurant (in Toronto) vs. Jerusalem Deli

- was a trademark, but this was no infringement (unless they went into the restaurant business)

Poco Vacuum
- “Poco” = Port Coquitlam, B.C.

- totally descriptive…had not achieved secondary meaning
Other Types of Descriptive Trademarks
- may be descriptive of the type or quality of the goods, or the people providing the goods
- sometimes things that are in fact descriptive are not recognised as descriptive

  ex. La Brasserie (French for restaurant/bistro)


- said it was simply descriptive


- however, court held that this was seen as a coined word (totally made-up) in BC


  - this can arise when using descriptive words from another language

- would have trouble registering this trademark, as our federal system is bilingual

- registered trademark system will not allow registration of merely descriptive marks
What if Trademark is Misdescriptive?
Ex. Gold Medal Flour
- never won a gold medal

- court didn’t seem to care that this was a lie

ex. Fawcett Publications’ “True Confessions”
- weren’t true confessions; written by a journalist

- didn’t matter…no secondary meaning here

Statutory Treatment of Descriptive Marks
- Under the Act, cannot register either descriptive or misdescriptive marks
Genericness
Grand Hotel
- real issue:  genericness
  - even worse that descriptiveness
- common law is much more forgiving of genericness than the Act
- product at issue:  bottled spring water from Caledonia
- labels didn’t look the same; defendants took a tradename
  - tried to distinguish themselves
- further issue:  this water is indigenous/natural product of the locality

  - see p.172
- genericness = the only name by which a product is known
  - if not allowed to use it, a trader couldn’t describe what their product is
- can’t stop someone from using a generic mark
  - however, defendant must continue to distinguish itself from plaintiff

Compare with Glenfield Starch
- product could have been manufactured anywhere

- geographical descriptor not generic
- not a natural product from the region
Strength of Generic Marks & Their Statutory Treatment

- generic marks are harder to get & even weaker than descriptive marks
- cannot be registered under the Act

A Hint for Avoiding Genericness
- when you are the first company in a particular trade, don’t just take a generic name!
  - that’s what happened in Grand Hotel
ex. Lineoleum manufacturers

  - had a patent on lineoleum

  - patent expired
  - then tried passing-off

  - didn’t win
  - this was generic – this was what the product was

ex. Shredded wheat
  - also found to be generic
Other Problems with Genericness
- giving trademarks over such things tips the balance too far in favour of monopoly
- also, the other extreme also happens:  your trademark might become the generic name

ex. Escalator; cellophane; Styrofoam

Close calls:  Xerox; Kleenex; aspirin; yo-yo

Functionality

- if the primary value of the appearance is function, then you will not get a trademark
  - takes away too much from your competitors

Kirkbi v. Ritvik
- not a trademark…primarily functional!

- involved Lego
- defendant made toys that looked just like Lego

  - fit together with Lego; same colours; etc.

- this was another ‘get up’ case
  - claiming under Lego indicia trademark

- not about a registered trademark, but still being brought under the Act:  s. 7(b)
  - “distinguishing guise”
- dealt with constitutional question again

- this was not a trademark because all these elements were functional (not capricious)

- NOTE:  Lego was once patented
  - now trying to prolong their patent
- cannot take function away from your competitors
  - cannot prohibit them from making these types of blocks

Interaction Between Patents & Trademarks

- if something is dictated by function, it is highly unlikely to be a trademark

  - not able to string-out a patent in this way
  - courts do not like to find that you’ve built up a reputation while you enjoyed a government-granted (de jure) monopoly
- US law is on the same track…see Traffix
Earlier Canadian case:  Thomas & Betts v. Panduit
- trial J said that, as a matter of law, if there has been a patent on this get up, the trader could never prove trademark
  - was a choice between one or the other

- CA said that this was an overstatement:  it is a matter of fact

  - hard to prove, but possible
William Edge
- object was regarded as a trademark
  - no label, no capricious additions

  - all functional, but still a trademark
  - there was a patent, but it was declared invalid
- this is a rare case

Genericness vs. Functionality
- Problem:  genericness of wordmarks used to refer to patented products
  Ex. Shredded wheat; lineoleum

- The flip-side of the genericness coin:  functionality of ‘get up’
  - if the ‘get up’ is PRIMARILY functional, cannot be a trademark

- so some level of functionality is okay, but cannot be the primary purpose of the get up

  - function is governed by patent legislation
- Also, things that are primarily ornamental may not be a trademark
  - simply meant to make it more attractive, not to signify its source

  - covered instead by industrial design legislation
Serial/Double Coverage Issue
- given the breadth of trademark law, it leads to a great deal of overlap with other areas of intellectual property

  - patents, copyright, industrial design

- trademarks are not excluded by these other types of intellectual property
NOTE:  these all have time limits
  - patents = 20 years

  - industrial designs = 10 years

  - copyright = life + 50 years

- trademarks go on forever
Loss of Trademarkhood
- when bringing a passing-off action, not good enough to show that your mark was once a trademark

  - must be a trademark at time of trial
- keep trademark alive by using it!
Three Ways to Lose a Trademark:

1.  Abandonment

2.  Genericide

3.  Trafficking in Trademarks
1.  Abandonment
- perhaps owner has abandoned trademark

  - however, must have intention to do so

- such intention MAY be inferred from lack of use
Ad-Lib Club
- 5 years of non-use of trademark (name of nightclub)

Issue:  was the trademark abandoned, or is it still a trademark?

  - does this name have ‘residual renown’, despite non-use among the relevant public (here, club-goers)?

How to Find Abandonment

- this is a question of fact.  Will depend on:

1. Length of time of non-use


- see Norman Kark:  7 year non-use; word “Today” = weak


  - also goes to initial strength of the mark
2. Initial strength of the mark


- more descriptive, more commonplace = weaker
3. Fraud


- if you’ve done this, there must be some value to it


- see p. 201; also, think back to Orkin

- direct consumer or tradespeople’s evidence as well as survey evidence could be brought in support

4. Reasons for non-use


Ex. 1930s:  Budweiser case


  - hadn’t used the tradename Budweiser for 10 years in Canada


  - coincided with Prohibition in the US


Ex. Butterworths “Access to Canadian Income Tax”

  - informed subscribers that they were going to change the name of the publication


  - a month later, a competitor picked up the tradename


  - court held that this was OK



- trademark was abandoned in a month


- this shows timeline is not decisive
How Non-Use Affects Damage

- non-use will also affect damage…if you weren’t using the trademark, how will its use affect you?
1.  Affects your ability to bring it back to life/go back into that business

2.  May affect the price for which you could sell your business
  - similar to issue in Orkin:  didn’t yet have any goodwill in Ontario

3.  Loss of control/dilution
  - very controversial

2.  Genericide
- mark becomes generic term for the product
- see p.203:  argued by Canadians in I.N.A.O. (Champagne) case

  - just described a colour, sparkling wines generally, or maybe any sort of high quality stuff

  - court disagreed:  it still meant sparkling wine from France


- looked to dictionary meaning; plaintiff’s use of the term (acquiescence); popular literature; expert literature & testimony; situation in the US; clientele’s knowledge/level of sophistication; survey evidence; how product is retailed


- concluded that champagne has become only ‘semi-generic’

  - appears to employ a very harsh test


  - courts will hesitate to find genericide; will think long & hard about making such a ruling

  - must be solely or completely generic

- very high threshold
Why Such a High Standard?
- these are rights that developed over time; nurtured by plaintiffs

  - like an expropriation, in a way

- courts are cautious in making such a ruling

Examples of Genericide

- cellophane; escalator; nylon; ‘gripe water’

- generic name for yo-yo:  bandalore top

3.  Trafficking in Trademarks
- assignment or transfer of trademark(s) apart from goodwill
  e.g. licensing others to use it

- at common law, results in automatic loss of trademarkhood
  - no longer a trademark…doesn’t identify a source…what goodwill does it represent?
  - would result in confusion…trademark can’t function anymore
- dealt with legislatively in ss. 48 & 50 of the TMA
  - s. 48:  can transfer trademarks without goodwill (or with partial goodwill)

  - s. 50:  limitations…these transfers are very exceptional given the rationale behind trademark law

Possible Subject Matter for Trademarks
1. Words

2. Numbers

3. Titles

4. Pictures

5. Logos

6. Colour Combinations

  Query:  single colours

7. Fictional Characters

  Query:  non-static things (way of doing things, i.e. art, sports); smells

Second Element:  Misrepresentation
- once plaintiff has proven its trademark, must show misrepresentation
  - misappropriation is not enough
- misrepresentation must have the effect of confusing consumers as to the source of the goods
- need not show actual confusion, just a likelihood of confusion on the balance of probabilities
- looking for effect

  - intention of the defendant is irrelevant
  - only focused on result

- if you have actual confusion & intention to confuse, that’s great (but not necessary)

I.N.A.O.
- French plaintiffs couldn’t prove confusion in the relevant market

  - unfair competition is not enough…must show likelihood of confusion

Recognised Types of Confusion
1.  Classic:  Trader A makes customers think they are getting Trader B’s stuff

2.  Extended:  Confusion about stuff/quality of stuff, not its source

- I.N.A.O. was concerned with this extended form of passing-off, if any

Confusion & Misrepresentation
- our system has started looking for confusion & then inferring misrepresentation
- confusion/misrepresentation reasons in Kirkbi are plain wrong

  - cannot excuse confusion by looking at defendant’s motives
- all you need is confusion
  - to find confusion is to find misrepresentation

- they are not two separate things

Tips for Finding Confusion

- See I.N.A.O.
  - Over the 80 year period of competition, no evidence of actual confusion.


- hints that confusion is not likely

  - also looked at labelling:  very clear; not confusing

  - asked, ‘Who is the relevant universe/public?’


- in this case, consumers are sophisticated/educated/sensible


  - not likely to be confused


- even though a handful of people might be confused, it was okay (like a de minimis test)
  - no actual confusion in that case

  - no likelihood of confusion found by the courts

- the weaker the mark, the fewer distinguishing features required to avoid passing-off

- also look at channels of trade…are the goods sold in the same markets?

- may also look at the type of product
  - is it a one-time purchase or a repeat purchase?

- consumers are likely to be more careful in one-time purchases, and also in repeat purchases that involve lots of money

- look at the range of the trademark (i.e. geographical range)

  - if defendant’s activity is outside your range, not passing-off
  ex. La Brasserie
Date Confusion Measured
- when defendant begins to do whatever you are complaining about
What Degree of Confusion is Required?

- not much…perhaps just above a de minimis level
  - not a high threshold
ex. Disney case:  4.8% of people surveyed were confused about the name of the theme park

  - court characterised this as “ample evidence” of confusion

  - however, in the companion claim involving the hotel (which was found NOT to be a trademark), only 3% said they were confused


- court said this was de minimis
- so somewhere between 3-4.8%?!
Who Must Be Confused?
Ciba-Geigy
- Why do we have trademark law?

  - protects both traders & consumers
- ‘relevant public’ will always include the product’s ultimate consumer
- test explained at the bottom of p. 221 – top of p. 222
  - ordinary people using ordinary care
  - vary with type of product, price, type of purchase, limited to this market
- standard:  a person who has a vague recollection or understanding of the trademark
  - not talking about expert consumers here!

- specific problem in the Ciba-Geigy case:  who are the appropriate test subjects for pharmaceutical products?

  - just healthcare professionals, or ultimate consumers?


- healthcare professionals will not be confused by drug’s shape & size

- SCC overrules Ayerst
  - says you take into account the patients/ultimate consumers
NOTE:  there has been some case law on children as clientele…more likely to be confused than adults
Sykes (1820s)

- test group is consumers, not retailers

A Note about Trademarks in the Pharmaceutical Industry

- Ciba-Geigy indicates that there is nothing exceptional about the drug industry
- however, Eli Lilly case about Prozac failed

  - couldn’t prove trademark (didn’t even get to the confusion issue)

- seems to be a reluctance to allow trademarks in size & shape of pills
  - pharmaceutical corporations trying to ‘evergreen’ their patents

Dilution

- not the same as ‘source’ theory
- dilution doesn’t fit, even in the extended form of the tort of passing-off

  - it’s all about confusion

- dilution ≠ confusion
  - confusion = don’t use my mark to confuse people
  - dilution = don’t use my mark at all
- dilution is most useful where parties are not competitors
  ex. Orkin
  ex. Ad-Lib
- the troubling case:  McCulloch v. May
  - no passing-off…no confusion where no common field of activity
qu:  is ‘common field of activity’ a factor or a hard-and-fast rule?
- picked up in Canada by Krause v. Chrysler Canada
  - said this was a rule…have to be in the same business

  - instead, found remedy for plaintiff in new tort of misappropriation of personality

Affiliation Concerns

- consumers might think the parties are affiliated
  - plaintiff is supporting the defendant’s business

  - could we see this as an extended form of confusion?


- perhaps the next step in the evolution of this tort
  - conservative courts will not look at affiliation concerns unless businesses are similar

Three Different Arguments/Effects
1.  Confusion
  - don’t look at affiliation

  - must be in same field

2.  Affiliation

  - where businesses are similar

  - results in loss of reputation/respect

3.  Dilution
  - not allowed to use plaintiff’s mark for anything

  qu:  what is the damage?

- loss of uniqueness of the trademark


  - becomes diluted


- theory:  trademarks have a psychological value, over & above their trade value


  ex. Rolls Royce; Rolex…lifestyle value

Case Law Treatment of the Dilution Theory
UK Response:  Harrods
- majority not willing to go the ‘dilution’ route
- dissent thinks dilution ought to be compensated
  - trademark becomes blurred/watered-down/eroded

  - may also be ‘tainted’ by character of defendant’s business (but this could likely compensated right now by the tort)

- so far, UK has been unwilling to accept dilution
American Response:

- welcomed with open arms

  - developed there

- 1996:  passed the federal Anti-Dilution Act
  - limited to ‘famous’ trademarks
  - if mark is famous, cannot be used at all by others


- notwithstanding lack of confusion


- applies to registered & unregistered trademarks

Canadian Position:

- Canada will likely follow the US position
  - see Orkin
  - see s. 22(1) of TMA:  seems to address dilution, although it only applies to registered marks

The Problem with Dilution
- changes the law from misrepresentation to misappropriation
  - gives trademarks a property right flavour


- treats them like property

- traditional view:  property is in goodwill…if no confusion, then there is no action in passing-off
  - affecting reputation without affecting goodwill doesn’t give rise to a cause of action


- where is the damage?

Other Important Points Made in Kirkbi
1.  Laches
  - be vigilant in protecting your trademarks

2.  Limitations
  - depends on provincial rules, unless action brought under s. 7(b) of the Act, in federal court


- then you get a longer period (6 years)



Registered Trademarks
- have had an Act since 1867

- current Act passed in 1953 (obviously, with some amendments since then)

- always thought a national registry was a good idea

  - gives you national protection
  - saves you from proving establishment/reputation
  - provides public warning
- doesn’t replace common law
- probably a good idea to register trademarks…money well spent

  - registering does not overwrite or derogate from common law rights
- sometimes registrations are found to be invalid…so you can fall back on common law
Statutory Definition of Trademark
- must be distinctive/used to distinguish your product from the products of others
  - based on source theory
- expressly includes certification marks, distinguishing guises & proposed marks
- probably only includes visual stuff
  - thus, common law likely covers a broader range of subject matter


- however, there are not many cases on this point

Certification Mark
- goes to the quality of the goods

- kind of like shared goodwill at common law

Distinguishing Guises
- the wares or their packaging
- 3-dimensional

- doesn’t apply to services
Proposed Marks
- doesn’t include certification marks or distinguishing guises
- can register a mark you haven’t used yet…however, before you get your certificate, you must prove use
- gives you a bit of a head start
  ex. going into a new line of business

- totally foreign concept at common law
  - there you must show use before mark will be protected

- protection can be backtracked to time of application
  - prevents use by rivals

Trafficking in Trademarks
- Act also provides for trafficking in/licensing of trademarks
  - both of which are fatal to trademarkhood at common law
- still some limitations, but more expansive than common law
Registration Process
- defined in s. 30

  - must declare wares or services trademark will apply to
- application then looked at by Registrar’s Office

- s. 37(1) gives grounds for Registrar to refuse registration:

1. Didn’t follow s. 30
2. Not registrable

3. Co-pending applications (not person entitled to register)


- will depend on first use or, in the case of proposed marks, on first application

  - remember, ‘use’ is defined in the Act


- different for wares than for services



  - narrower for wares than for services
- Opposition ~ s. 38(1)
  - Registrar must advertise proposed marks in Trademarks Journal (like the Gazette)

  - have two months to object after it is published


- anyone can file an opposition

  - opposition procedure:  mini-trial by affidavit

  Possible Grounds for Opposition:
1. Non-conformity with s. 30
2. Not registrable

3. Not the person entitled to register (here, not limited to co-pending applications)

4. Not ‘used’ in accordance with Act’s definition

- at either of these stages (review by Registrar or Opposition), may appeal to Fed. Ct.
- if you survive Registrar’s scrutiny & opposition, move into certification phase
  - for proposed mark, applicant has 3 years to prove use

- otherwise, the mark is treated as abandoned

Distinguishing Guises
- cannot be proposed marks
- must have evidence of prior use
- look to same factors as used at common law
- if use is proven, registration only applies to geographical reach of such use

  - you only get what you can prove (s. 32(2))

- much more restricted than other registered trademarks

Grounds for Invalidity ~ s. 18
1.  Not registrable

2.  Lost distinctiveness since registration
Registrability ~ s. 12

First barrier:  s. 12(1)(a):  “primarily merely” a name or surname
- doesn’t apply to first names or nicknames, just your full name or surname
- also, must be “primarily merely” a name

- See Standard Oil
  - involved a proposed use
  - proposed trademark:  “FIOR” (Fluid Iron Ore Reduction)

  - Registrar turfed it out, because it was a surname

  - court said it was a surname, but it was not primarily merely a surname

- look at registries/directories around the world to determine whether a word is a name

  - “primarily merely” test person = ordinary Canadian who speaks English or French


- does it mean anything more than just a name?

  - need not be in a dictionary…may be a coined word


- if it does have more than one meaning, which one is primary?


  - use the same test person


  - if not primarily a name, then it’s okay
NOTE:  this prohibition doesn’t extend to fictitious or historic names (i.e. someone who died more than 30 years ago)

- Other case law examples:

  - Gerhard Horn (1983):  registrar must find a person with the name before this argument can be raised

  - Cole’s:  held to be primarily merely a name, even though it has a dictionary meaning (cabbage…as in ‘coleslaw’)

  - Elder’s:  not primarily merely a name

- may be saved by s. 12(2)
  - may prove acquired distinctiveness & get registration even where it is primarily merely a name

Second Barrier:  s. 12(1)(b):  descriptiveness
- descriptive or deceptively misdescriptive of character/quality of goods/services; of people involved in producing it; geographical descriptors
- See Drackett
  (also an example of opposition)

  - always look at trademark in the context of the wares it’s going to apply to
  - ‘once-a-week’ in relation to floor cleaner was held to be descriptive of character/quality

- if not a direct reference (just suggestive), may be saved

  ex. “Halo”:  trademark for shampoo; held to be registrable

- “Golden” not allowed for beer:  descriptive

- “Kold”, however, was allowed…not all beer is cold

- Home Juice
  - elliptical references may still run afoul of this rule (i.e. leaving words out)

  - includes slang/corruptions of words
- may disclaim certain obviously descriptive portions of mark to salvage it
- may be able to show trademark has acquired distinctiveness (‘secondary meaning’)
  - only used s. 18(2) in Home Juice because this was a challenge to a registered trademark.

  - had it occurred at time of registration, would have used s. 12(2)
  - must confine to the area where distinctiveness proven

- in Home Juice, the province of Québec


- similar to distinguishing guise requirement
Examples of Descriptive/Misdescriptive Marks
- Drackett:  ‘once-a-week’ may have been either descriptive or deceptively misdescriptive

  - if consumer wouldn’t be fooled by the misdescription, it is not deceptive & therefore okay
ex. North Pole Bananas

ex. window-cleaner “SHAMMI” not allowed…had nothing to do with Chamois

ex. ‘Kilncraft’ not allowed for dinnerware:  descriptive of process

ex. ‘Milan’ shower gel…descriptive of place of origin

Remember:  may still be saved by s. 12(2)
Third Barrier:  s. 12(c):  genericness
- no ability to prove acquired distinctiveness here
- may be generic in either English or French
- just needs to be proven in fact…no test person

Fourth Barrier:  s. 12(d):  confusing with another registered trademark
- onus is on newcomer to prove the negative – not likely to be confusing

  - registered mark is favoured
- confusion governed by s. 6
  - must consider list of factors in s. 6(5) + all the surrounding circumstances
  - confusion also important as a ground of infringement

  - process for proving confusion laid out in Pink Panther
Famous Marks
- another interesting aspect of the Pink Panther case

  - majority held that famous marks are not entitled to any greater protection than other trademarks
  - these two products were too different

- could not be overcome by famousness of the trademark
  - however, not all factors need to be weighed equally, in the confusion analysis

- Pink Panther applied in Lexus by Linden again

  - appeal to SCC denied

  - doesn’t look like famous marks are going to get any special treatment, even though Act says they need not be in the same field

- dissenter in Pink Panther latched-on to fraud argument
  - why did they pick this name?


- kind of like the dilution argument.  Not bought by majority in this case.

SOFIA’S NOTES…
Pink Panther:

  - s. 12(1)(a):  name

  - s. 12(1)(b):  descriptive

  - s. 12(1)(c):  generic

  - s. 12(1)(d):  confusing

  - s. 6(5):  list of factors that must be considered for confusion

- Act says you don’t have to have a common field of activity

  - so the argument is, if you have a famous mark, should the other factors be given as much weight?


- factors don’t have to be weighed equally

- this court says the famousness of the mark does not win-out

  - the court held that major factors were:  trademark was slightly different & the businesses were completely different
  - so, in Canada, famousness doesn’t help much

- s. 6 (list of 5 things):  Act says that you must take into account all the surrounding circumstances (e.g. presence/absence of actual confusion)

  - court can say anything is a factor

- dissenter here argues fraud as a major factor, because the defendant chose ‘Pink Panther’ because they knew it would help them.

State of Register Evidence
- comes up in cases where someone wants to be on register and told they can’t be registered, as it would be confusing

- defendant then says why pick on me when there are lots of other confusing people on the registry
e.g. ‘Nutrifibre’, ‘Nutrimax’ allowed

  - 65 other registrations started with ‘Nutri’, so why not another?


- the defendant won on this argument

  - so ‘nutri’ is a weak mark

Other Issues Surrounding Confusion
- s. 6(5)(e):  says ‘ideas’ can be confusing
  e.g. ‘smoothies’ and ‘Smarties’ are similar, even though slang


- Smarties won

- saving provisions:

  - s. 12(2) & s. 18(2)
- s. 14:  says if registered in another Paris Union country, then it can be registered in Canada as well (for International issues)

  - so foreign marks can come on to our register without having to prove ‘distinctiveness’
- s. 15:  deals with families of marks; ‘associated’ marks
  - if owned by one person, then okay

  - so this section allows registration of marks that would otherwise be confusing, but they must be registered as a group

e.g. McDonald’s, McChicken, McFish, McNuggets, etc.


e.g. the pharmaceutical ‘sporins’


- these are allowed

Disclaimers
- if doing this, something must be left of mark (can’t leave behind nothing)
  ex. might disclaim a colour in a name, yet the remaining name is okay

- see Canadian Jewish Review
  - it was supposed to be in script font

  - but it was descriptive, so the applicants disclaimed “Canadian”, “Jewish” & “Review”

  - this left nothing behind…so not allowed


- there was nothing to register!

  - then they tried to claim the script font, but the court said they couldn’t take away those letters from someone else


- lost on this point, too

- in the context of deceptively misdescriptive marks, the applicant cannot disclaim a word to help their claim
  - the mark is deceptive…the customer still hears the same thing
  - disclaimer not allowed in such situations

Distinguishing Guise ~ s. 13
- it’s a ‘shaping of wares or containers’
- or a mode of wrapping/packaging the wares, the appearance of which is used to distinguish
- you cannot propose a distinguishing guise
  - must have already used it
- must prove it is distinctive
- other requirement is that its registration won’t likely limit the development of the art
  - this is getting at function

- if you want to protect this, go get a patent!

  Ex. head of a key not allowed as a trademark


- not different enough


- if it were registered, it would limit the ability to do key-making


  - customers couldn’t get exact replicas

Certification Marks

- quality marks, not source marks
  - not used to distinguish source, but to distinguish quality
- when you apply for one, you must say how you applied for the standard
  i.e. you must define it
- can be the class of persons that make the product

  e.g. Italian tailor

- or, it can be a geographic indicator of what the product is

  e.g. Persian rug

- s. 23:  can only be applied for by someone not involved in the development of the wares

  - say it is the license to make something of ‘that quality’; you must get license before can use the mark

- you don’t make it, but the quality meets that standard


e.g. wool (pure wool) – not a trademark

- involves the same notion of quality not source, like in the Warnink case

  - gives the public some notion of quality

- s. 25:  says geographic descriptors may be used in certification marks

  e.g. Swiss or Belgian chocolate

- certification marks cannot be distinguishing guises; can’t be 3-D

- you may have a proposed certification mark, as you can say that by certification date it was distinctive

Entitlement to Register
Citrus Growers case

- an action under s. 57 of the Act
- s. 57 is the expungement section
  - used post-registration (unlike opposition)
- the Federal Court has exclusive jurisdiction when it comes to expungement

- defendant was distributor for Citrus Growers Association

- Branson registers mark, but Citrus Growers said, ‘No, get off the register’.

  - they said he didn’t have the right to register their mark


- see s. 16 on pp.266-267, which discusses the bases of entitlement to register
1.  You were the first person to use the trademark;

2.  You were the first person to make it known in this area;

3.  Registration in Paris Union country; or 

4.  Proposed mark.
- Act says you must prove that you were entitled if challenged

  - Branson said he was the first to use the mark in Canada (as he imported it)

  - Court says use by him was on behalf of the Citrus Growers Association, as he was only their agent.


- he was not a separate entity


- it was for the benefit of the Citrus Growers Association

- Citrus Growers Association won on s. 16 & s. 57 arguments

- court would not expunge mark from Branson & give it to the Citrus Growers Association
  - they don’t have the power to do that
  - court says the mark may be too descriptive or generic

- Citrus Growers have to register for mark all by themselves all over again, if they can get it

Use in a Foreign Country
- s. 5:  based on use in a foreign country
  - doesn’t have to be registered, just used in a place

  e.g. if you brought it here, you can win entitlement to register by:

a) printed publication in ordinary course of trade

b) a radio broadcast (including television) (NOTE:  does not include the Internet)
- the mark must be well-known in Canada though, at least in a province

  - this is a high standard of proof
  - if you filed for same mark in another Paris Union country, then you get the priority date (see s. 16)

Other Important Sections on Entitlement to Register

- s. 17(1):  says only person who can attack you on entitlement is the person who is entitled, not a third party

- s. 17(2):  says after a 5 year period of registration, mark is incontestable on this basis, unless the person registered their mark with knowledge of the competitor
  - essentially, after 5 years you must prove fraud
  e.g. the Brick case:  couldn’t prove fraud, so the ‘big’ Brick won (thus, entitlement to register was incontestable)

- s. 21:  extremely narrow section

  - s. 21(1):  someone must have sued


- then, Federal Court can make an order on terms/conditions


e.g. ‘little’ Brick can still co-exist & operate and must advertise differently

Duration of Registered Trademarks

- s. 46:  duration of the trademark = 15 years, but no limit on the number of times you can renew (just need to pay the fee)

- s. 45:  it’s the ‘deadwood’ section in the Act
  - it’s a summary process done on affidavits


- says you can do this at any time


- if a rival makes a complaint, then 3 years before they can use it


  - will send a letter to the user and now old owner must prove trademark is still in use during the 3 year period in the ordinary course of trade (e.g. advertising)


  - s. 4 analysis of use:  if in use, then will be revived
  - it will be expunged if registrant can’t show use

- this clears deadwood from the register


- you can use register as a warehouse

  - onus on non-user to come up with an excuse

- s. 45 is argued a lot, with a 40% success rate


  - court is very protective of a registered trademark



- bona fide use will do
…END OF NOTES FROM SOFIA.
Promafil

- involved a design mark (the penguin)

- possibility of abandonment by use of a mark other than the one registered
  - no longer just a variant, but a whole new mark

  - thus, first falls into disuse
- test of recognisability laid out on p.282:

  - look at differences & similarities

  - would our usual test person (the unwary purchaser) think the two marks represent the same source?  Would they be confused by the marks?

- must maintain dominant features of the registered mark, but the law does tolerate at least some variation (may even have more than one variant)
  - expressed by the Americans as the ‘same continuing commercial impression’

- our system doesn’t allow for amendment…must start from scratch (re-register)

  - thus, some variation is allowed

- however, courts always warn that registered owner is playing with fire

  - nevertheless, courts usually tolerate a great deal of variation

- Honeywell is a case where mark was held abandoned due to too great a ‘variation’

NOTE:  must keep the mark the same, and must use it for the registered purposes

  - some variation will be tolerated, but too great a variation will lead to a finding of abandonment
Other Ways to Show Abandonment
- poor policing by the registered user of use of the registered mark

- obviously, failure to re-register will constitute abandonment, too

- abandonment may also arise under s. 16:   if another says the mark is not new…must show he abandoned it
Another Post-Registration Line of Attack ~ s. 57
- much broader

- basically saying register does not properly reflect rights
- s. 57 leads to expungement…which must be asked for from the Federal Court

  - they have exclusive jurisdiction over expungement

- Remington Rand is an example

  - both design mark & distinguishing guise are found invalid & struck off the Register

  - went back to s. 2:  failed on the functionality point

- remember:  functionality is not a bar due to statute, but imposed by case law

- physical function ≠ trademark (go to patent law instead)


- ornamentation ≠ trademark (go to industrial design law instead)

  - cites Imperial Tobacco

- that case involved a trademark for red tear strip on cellophane cigarette packaging


- on application, rejected


  - used to be patented…would be a ‘back door’ monopoly

  - primarily functional


- not proper subject matter for a trademark

  - what degree of functionality will destroy a trademark?

- Imperial = “primarily functional”


- Parke, Davis = “a” function


  - less tolerant of functionality

  - ornamental cases:  cut crystal cornflower design; Adidas stripes

  - Remington adopted the “primarily functional”/“primarily ornamental” test

- cannot even argue acquired distinctiveness
  - but see s. 13:  distinguishing guises


- could include wares, packaging, method of packaging


  - that’s why we require proof of acquired distinctiveness before these marks are even registered
  - don’t want people to trademark expired patents
  - s. 13(3):  expungement of distinguishing guise where primarily functional (and thus inhibiting development of the art/industry)

- remember, expungement may only be ordered by the Fed. Ct.

- s. 57 is very broad; may raise all kinds of issues:
  - registrability
  - loss of distinctiveness
  - you were first user
  - misled at time of application
  - definitional problems
- essentially saying shouldn’t have been registered in the first place
  - same applies when arguing functionality
Infringement
- action may be brought in provincial Queen’s Bench or Fed. Ct.

  - unless you want expungement – then must go to Fed. Ct.

- limitations period likely governed by provincial statute

- s. 53.2:  wide range of remedies
  - damages or accounting (not both)
  - injunction
  - delivery-up
  - halting importation
- Criminal Code also addresses misuse of trademarks

- Three Bases for Infringement:
  1.  s. 19.8:  Canada-wide rights to use trademark exclusively

- used where defendant is using same mark to market same goods

  2.  s. 20:  deemed infringement where a ‘confusing’ trademark is used by the defendant
  3.  s. 22(1):  appears to suggest that trademark itself has goodwill
Distinctions Between Infringement of Registered & Unregistered Trademarks

- statute makes no mention of ‘causing damage’
  - irrelevant

  - not a part of infringement action

  - this is different from the common law, which DOES require proof of damage
- look at Mr. Submarine case

  - go back to test for confusion under s. 6

- need not be in direct competition


- totally hypothetical:  would the unwary consumer likely be confused?
  - were in business in same area for 10 years


- no actual confusion brought into evidence

- however, infringement still found


  - shows how generous statutory protection can be

- another major distinction:  under common law, you got what you proved
  - in re: geographical scope & extent of use
  - registered trademarks give you Canada-wide protection for all registered uses

- under statute, if defendant’s actions are within the scope of what plaintiff COULD do (according to its registration), will be liable for infringement

  - much broader protection of the mark

Infringement of ‘Famous’ Trademarks
- don’t afford too great protection to ‘famous’ marks

  - see Pink Panther (even though it was at the application stage)

Section 22(1)
- “depreciation” = dilution?
- look at Clairol case

  - not talking about confusion…just depreciation of goodwill of the mark

- added to Act in 1953

  - very unusual…no international precedent
- leading case:  Clairol
  - first time this provision went to trial

  - two advertisements:  Revlon package & brochure
  - comparison between Clairol & Revlon products done on a truthful basis


- comparison advertising

  A Comparison of the Infringement Sections
1. s. 19’s Requirements:

  A.  Use (as defined in s. 4)


- for wares:  mark must be on the wares



- for services:  may be advertised



- brochures not a service (same with packaging)



  - thus, advertising not a ‘use’


- this comparative advertising would not constitute infringement under s. 19

  B.  Assuming it was a use, must be used as a trademark


- criticizing or comparing not a ‘use’ of mark as a trademark


  - s. 19 totally fails here

2. s. 20’s Requirements:


  A.  Use (as defined in s. 4)


  B.  Use as a trademark (i.e. to distinguish the source)


  C.  Confusing as to source
3. s. 22(1)’s Requirements:


  A.  Use (as defined in s. 4)


- thus, brochures not an infringement under any of the sections


  B.  Depreciation
  - here, held that use on package did depreciate goodwill

- based more on ‘unfair competition’ principles


- others’ trademarks shouldn’t be used to lure-in their customers

  - but isn’t this was marketplace competition is all about?


  - so long as customers are not misled, isn’t this valuable information?  What is the problem with it?

  - result is pretty senseless…can advertise all you want, just don’t put trademark on the package
- Problem:  person offering services

  - suddenly, advertising becomes a ‘use’
  - very artificial distinction here…

  ex. Eye Masters v. Shoppers Optical

- Shoppers Optical posted comparative price chart


- this was invalid under s. 22(1), as it was a service

- Vincent thinks s. 22(1) stumbled out of the starting blocks

  - Thurlow in Clairol was too technical
- cousin at common law:  injurious falsehood

Possibility of Protection of Famous Trademarks under Section 22
- obiter in Clairol addresses protection of ‘famous’ trademarks in non-competitive fields
  - could this have helped Harrods, had their mark been registered in Canada?

  - protect against genericide?


- no question of confusion

- ascribes property rights to trademarks themselves
English Position on Dilution
- UK passed new Act in 1998

  - includes a section similar to s. 22
  - now covers misappropriation, instead of simple misrepresentation

More Commentary on Section 22
- one limitation/qualification:  must be a COMMERCIAL use
  - preserves freedom of expression

- used between commercial actors
  - consumers are irrelevant in dilution argument
- such protection from dilution/depreciation would likely only extend to famous marks
- Vincent thinks Clairol misinterpreted s. 22(1)
American Position on Dilution
- US Supreme Court about to hear first case on their Anti-Dilution Act
  - action brought by Victoria’s Secret against mom & pop store in Kentucky


- both happen to involve lingerie


  - but this is not a necessary requirement under the Act
Conclusions on Dilution
- tide appears to be turning

- dilution is the wave of the future
- likely will be accepted in Canadian law

Defences
- s. 13(2):  functionality may be used (for distinguishing guises)

- s. 20(1)(a):  bona fide use of a personal name as a trade name

  - a hold-over from common law

- s. 20(1)(b):  bona fide use of geographical location or accurate description of wares

- see Meubles Domani’s:  tried to use statutory defence & failed

- best defence:  good offence
  - attack validity (registrability, distinctiveness, abandonment)

Parodies

- one other possible defence:  parodying (just making a joke)

- parodying is not usually acceptable where defendant is a commercial actor/competitor

Roots v. Schwartz
- U of T law student made t-shirts called ‘Rots’
  - logo = skeletal beaver in a tree

- found to be an infringer

Perrier
- infringement also found here

- target of the parody is not the plaintiff, but Pierre Trudeau

  - plaintiff says:  why can’t you use some other means to make your political statement?

- also raised the Charter argument of freedom of expression

  - didn’t fly

  - Charter doesn’t extend this far
Current Developments
Harvard Mouse (SCC)

- 5:4 decision

- higher life forms cannot be patented

- did not rule out patents for all life forms, just not for ‘higher’ life forms

  - not exactly sure what that includes

* Not responsible for Harvard Mouse on the exam *

Qu:  how will this impact plant patents?

  - are plants higher life forms?

Official Marks
- s. 12(1)(e):  cannot register anything prohibited by ss. 9 or 10
- s. 10:  prohibits registration of generics/industry standards
  - should be free to be used by the industry

  - industry standards:  should be able to be used IN THIS CLASS

ex. ‘Habana’ for cigars

- s. 9:  first showed up in Unfair Competition Act in the 1930s

  - giant list of prohibited marks

- s. 9(1)(a) – (o)

  - don’t need to know them all

  - does not involve a ‘confusion’ analysis

- strictly compare the marks themselves
- s. 9(1)(a):  Royal arms crest or standard

- s. 9(1)(b):  arms or crest of the Royal Family

- governor-general

- government authorisation

- flags/coats of arms

- red cross/crescent/lion

- international civil defence symbol

- international flags or crests

- s. 9(1)(j):  scandalous, obscene or immoral words or devices
  - not lots of jurisprudence in this area


  - American example:  Washington Redskins (registration has been repealed)

- s. 9(1)(k):  false connection with a living individual
  - statutory codification of misappropriation of personality

- s. 9(1)(l):  dead people’s portraits/signatures if they died within the last 30 years

- s. 9(1)(o):  RCMP

- all prohibited, unless you have consent
- the major generator of litigation:  s. 9(1)(n)
  - the ‘official marks’ section


- includes badges, crests or other marks of:

1. The Armed Forces

2. Universities

3. Public Authorities

  - only prohibited where Registrar of Trademarks has given notice of public authority’s use of the mark

- notice that public authority has decided to use the mark

  - public authority’s marks not registered…just listed

    - thus, they are not subject to any of the demands of registrability:


  - no examination procedure


  - no opposition procedure


  - unrestricted as to licensing


  - perpetual


  - no licensing/registration fees


  - arguable that they don’t even need continuous use

  - anyone who has developed rights pre-notice is not affected (registered or unregistered)


- but their use is frozen as of date of notice

  - completely bars post-notice registration
  - main user:  Canadian Olympic Association
  - lately, there has been a backlash against these extremely strong marks

How to Attack Official Marks

Piscitelli
- way to get at these marks:  judicial review of Registrar’s decision
- Registrar’s decision may be questioned when based on bad information
  - must be sure it is a public authority

- government regulated

- serve the public good

- non-profit
  - must be an official mark

- not really any issue here

  - must be adopted & used

- obviously can’t have a proposed official mark

- onus is on public authority to prove, but not a heavy burden

  - however, attacker may be able to bring evidence to the contrary


- ‘use’ defined in s. 4

- ‘adoption’ defined in s. 3
- in this case, mark hadn’t been adopted & used before notice issued

  - thus, notification was erroneous

- notification of ‘millennium’ deemed ineffective

Illustration of Successful Use of an Official Mark
Société des Loteries du Québec
- re: official mark – Lotto 649
- no suggestion that this was a fraudulent business

  - also, need to use Lotto 649 to effectively operate their business

- this mark had been adopted & used
  - doesn’t even need to be used as a trademark (though cannot bar non-commercial uses)

- injunction granted
  - business destroyed

- shows how strong these official marks are

NOTE:  No damage required.  Simply a question of consent.


Character Merchandising

Three Types of Characters in the Law
1.  Real humans
2.  Fictional humans (ex. Sherlock Holmes)

3.  Fictional non-humans (ex. Mickey Mouse)

Qu:  what about real non-humans? (ex. Lassie; Flipper)

- real human beings are protected by misappropriation of personality
- fictional characters are protected by trademark & copyright
Howley
- character in issue:  fictional human (i.e. Crocodile Dundee)

- can be passing-off; may even qualify as a registered trademark
  ex. Pink Panther; slim/corpulent penguin

  - celebrities may now be more inclined to register their names


ex. Billy Joel

- problem:  where are you protecting the actor & when are you protecting the role he plays?
  Ex. Norm & Cliff on “Cheers”

  Ex. WWF wrestlers

- court found this was passing-off
  - however, court feels you must be in the same field (as with misappropriation of personality)


- court here found that both moviemakers & t-shirt vendors were in the business of licensing
- remember:  must ask whether people would be confused
  - see p.337:  confusion would come in re: being part of Paramount Pictures’ licensing scheme
- court found passing-off

  - quite a stretch…this is affiliation (not source) confusion

- getting closer to dilution
- court tries to hold onto misrepresentation; this is not misappropriation, they say

Character Merchandising vs. Misappropriation of Personality
- at its edges, character merchandising is very close to misappropriation of personality
  - Australians added-in a notion of misappropriation of reputation in the 2nd Hogan case


- cited on p.337

- didn’t need to make a new tort of ‘misappropriation of personality’

  - just part of passing-off

  - this is also the route being taken by the United Kingdom


- just this year, they found passing-off in a case we would call misappropriation of personality


  - involved use of race car driver’s picture by a radio station in its advertising

- passing-off has been expanded in UK & Australia
  - still require reputation, misrepresentation & confusion of source


Domain Names
- domain name = address for a website
- initial problem:  cybersquatting
  - people would register domain names with ICANN


- then contact the interest people & ask for payment

  - basically, registering domain names you know people would want

  - International Responses:

1. Uniform Dispute Resolution Policy

  - run by the World Intellectual Property Organisation


  - these panels may transfer ownership of domain names



- captures business names & personal names & close counterparts/typos


  ex. www.madonna.com

2. Anti-Cybersquatting Consumer Protection Act, US 1999

  - made a civil action possible


  - cannot order transfer but may order damages & injunctions

  - Canada has not yet passed similar legislation

- instead, like the UK, we use our traditional principles of passing-off


- problem:  cybersquatters not ‘using’ the domain names

  - there are no legitimate uses for them


- the law has been proactive; don’t want to leave instruments of fraud in cybersquatters’ hands
- other problems:  including trademarks in META tags
  - in US, have held this creates ‘initial interest confusion’


- creates false results via search engines


- lures-in others’ customers


  - taking away business from others

- if domain names are confusingly similar, you have a usual passing-off action

  - exception:  cybergripers

- e.g. www.BallySucks.com


- they’re complaining, NOT confusing!
BCAA case

- court held that it was not passing-off
  - changes had been sufficient

  - not a source-confuser
- says there is no special test person for Internet-related actions
- also discuss s. 22(1) – dilution

  - no dilution here
- however, the defendant’s first website was confusing

  - intentional element was much stronger

  - court looked at ‘get-up’…look of the website

- nominal damages awarded:  $2500

- first website also infringed copyright
  - damages award was for both

Current State of the Law Regarding Domain Names
- nowadays, cybersquatting is abating

- now regular trademark law comes into play

ex. PGA (Pro Golf Association) vs. PGA (Potato Growers of Alberta)

Pro-C
- Ontario CA recently chastised trial judge

  - no use by the defendant of the mark in Canada


- no action can be sustained under the TMA, let alone a million dollar damage award!



Misappropriation of Personality
Krause
- not passing-off, given lack of common field of activity
  - no longer required/not conclusive (except maybe in Ontario)

- suggested a new tort be developed for misappropriation of personality (though it didn’t succeed here)

  - requirement:  commercial exploitation of a real human’s image

- recognises an interest in protecting the use of one’s own image without consent, at least for commercial purposes

  - consent is crucial
  - based on misappropriation (mere taking), NOT misrepresentation (confusion)
  - likely also requires identification of the individual

  - also, likely need some level of intention
- the danger:  trampling on freedom of expression/public interest

  - need to balance the rights of individuals over their image against the public interest in fair comment/freedom of expression
What Do We Mean by ‘Image’?

Qu:  how far does one’s image extend?
  - when is it you & when is it your character?


- when do you have a right over it, and when is it owned by the movie company?

- borrowed from American law of ‘right of publicity’

  - outlaws look-alikes & sound-alikes

  - basically protects all recognisable characteristics of a person

- the sky’s the limit!


- definitely protects visual images, likenesses, voices


- might even protect movements, catch-phrases, ways of doing things…

Just Celebrities?

Qu:  does the protection afforded by this tort extend beyond celebrities?

  - it should…all we’re protecting you from is lost opportunities & tainting of reputation

- if someone wants to use your image, they should pay you for it!

Public Interest Defence

Gould Estate
- public interest defence raised successfully
  - people must be able to write biographies, make documentaries, mimic, parody, criticize, entertain

- don’t want to take misappropriation of personality too far

- this was not use of Glenn Gould’s image in a peripheral and totally commercial way

  - simply wrote a book about him

- court also noticed rights over personality survive the person’s death
  - they are devisable and descendible
- it is a PROPERTY right
Qu:  how long do they last?
  - well, at least 14 years (the time period at issue in this case)

  - if you look to trademark, as long as there is value in the image, should be able to protect it


- perpetual
Other Discussions of Post-Mortem Rights

See Tim Horton & Bob Marley cases

- definitely protected

Statutory Protections
- in Manitoba & several other provinces, we protect these rights statutorily (Privacy Act)

  - protects name, voice, likeness
- celebrity not required by common law or the Privacy Act
  - Manitoba Privacy Act doesn’t restrict post-mortem rights (unlike NF, SK & AB)

Joseph Daniels
- didn’t win under statute

  - not identifiable
- however, did win on the contract point

TMA Protection
- s. 9(1)(k) & (l) may address misappropriation of personality, too

  - jurisprudence suggests you must be a celebrity who is recognisable across the country in order to benefit from the protection of these sections
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