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Comparison

Intellectual property consists of creations or works of the mind that while comprising incorporeal rights, are treated as choses in action.  The rights are territorially-based and are founded primarily in statutes that protect intellectual property work product.

	
	Patents
	Trade secrets
	Copyright
	Trademarks

	Subject matter
	Industrial property

New, non-obvious and useful 

Art, process, machine, manufacture or composition of matter, or improvements s. 2
	Industrial property
	Intellectual property

Original artistic, dramatic, literary works
	Commercial property

Original use of brandmarks of commerce

	Rights granted by 
	Patent Act protects inventor’s rights
	Common law protects inventor’s rights
	Copyright Act protect author etc. rights
	Trademarks Act 

	Legislative rights acquired by
	Inventing and filing
	Inventing and keeping
	Authoring/performing
	Use and filing

	Law grants
	Monopoly use for term
	
	Right to authorize use for term
	Monopoly rights for term

	Priority goes to
	1st to file
	1st to have
	1st to file
	1st to use

	Regulatory involvement
	Patent Office examiners assess entitlement
	None
	Copyright Board assesses tariff
	

	Term
	After 1 Oct/1989, 20 years
	Potentially indefinite
	50 years after death of author
	No expiration; must be renewed every 15 years and ensure that it continues to be used

	Geographic scope
	National (limited to each country granting a patent)
	Against world
	International, insofar as nationals of Berne Union states receive automatic protection from other Berne Union states
	National (limited to each country granting a trade-mark)

	Enforceable against other independent creation
	Yes
	No
	No
	No

	Disclosure/ reverse engineering


	No risk
	Yes
	For computer programs, substantially similar reverse-engineered program = copying

Clean room process limits this 
	Risk 

	Protection of methods and processes
	Yes
	Yes
	No
	

	Cost
	High to obtain patent (international, translation, legal costs) ~$10-20K
	Not expensive
	Inexpensive/ arises upon creation
	Requires filing, monitoring and renewals

	Damages from infringement
	
	
	
	s. 7


Part 1:  Copyright

Copyright analysis 

1
Are there any rights

s.5(1) … copyright subsists 

in every original literary, dramatic, musical and artistic work, published or unpublished, if

· author, at date of making the work, was citizen, subject or ordinarily resident in a treaty country

· cinematographic maker, at date of making the work, had headquarters in or was citizen, subject or ordinarily resident in a treaty country

or, for published work

· first publication in a treaty country satisfied reasonable demands of public, having regard to nature of work

3 sets of rights:  copyright, moral rights, neighbouring rights s. 3

4 tests:  subject matter, fixation, authorship/publication, originality s. 5

Subject matter:  s. 2, s. literary, dramatic, musical, artistic and compilations (artistic merit is not a consideration UPL Press )

Fixation:  must be expressed in some material form, capable of identification, having more or less permanent endurance Canadian Admiral v. Rediffusion 1954

Authorship/publication:  author was at time of creation citizen/subject/resident in treaty country; or work first published in treaty country  (s. 5; s. 2.2)
Originality:  work must be original (s. 5(1)) but need not have artistic merit Walter v. Lane but only originate from author UPL Press through skill, judgment and labour Tele-Direct Publications 

2
Who owns/holds the rights

· Copyright is distinct from the proprietary right in the tangible medium Dickens v. Hawksley 1935 (if a will, consider separate treatment)

· Handing over private papers should not be taken to mean assignment of all rights in their connection Dickens v. Hawksley
· Author’s incorporeal copyright in an unpublished work remains with the author and does not necessarily pass with the corporeal paper

· Copyright is a chose in action, claimable or enforceable by legal action Planet Earth Reproducitons 1990

· Copyright does not require registration (unlike patents, trademarks), although it is still a protectable asset

· Requires confirmation of origin, chain of ownership

· Where did the copyright vest?

· Employment

3
Are the rights still in force?  

Have they expired in any other jurisdiction?

4
Have the rights been infringed?

Once ownership has been shown, must demonstrate that alleged infringers violate at least one exclusive right granted by Copyright Act 

Reproduction – act of producing additional or new copies of a work in any material form Massie & Renwick Ltd. v. Underwriters’ Survey Bureau Ltd 1940 SCC 

Copyright Act does not distinguish between production and reproduction Théberge v. Galerie d’Art
Physically transferring a work to another medium does not constitute copying because after the transfer, no other copy of the work exists Fetherling v. Boughner 1978 

Reproduction as a legal concept has broadened to recognize metaphorical copying (transformation into another medium, i.e., books to films); transformation from an artistic work from 2 dimensions to 3 dimensions will infringe copyright even though physical reproduction of original expression of the work has not been mechanically copied Théberge v. Galerie d’Art
Fixation alone does not infringe original work; it requires reproduction (more than one copy) Théberge v. Galerie d’Art
5
Is there a licence?


a)  Was a licence issued


b)  Do the terms allow the use?

Théberge v. Galerie d’Art
6
If no licence, any defences or exceptions?


a)  If licence not issued, what defences exist?  


b)  Are there any exceptions?

“The person who makes the notes or a report of a speech is the author of the report and obtains copyright in the report” (exception:  for the mere scribe who simply writes from dictation, where the resulting work does not have the required originality) Gould Estate v. Stoddart Publishing Co.
Fair dealing for research or private study does not infringe copyright s. 29.1

· Includes fair dealing for criticism or review if the following are mentioned:  source, author’s name, performer’s name, maker’s name, broadcaster’s name

Fair dealing to report news does not infringe copyright 29.2

if the following are mentioned:  source, work’s author, performance’s performer, sound recording’s maker, communication signal’s broadcaster 

Summary

Copyright Act, R.S.C. 1985, c. C-42

	Definitions (s. 2)

	
	Collective society:  society, association or corporation that collectively 

· administers copyright or remuneration right granted by ss. 19, 81

· collects and distributes royalties or levies payable under the Act 

· operates licensing for repertoire of works, performers’ performances, sound recordings, communication signals

· using classes of uses that it agrees to authorize under the Copyright Act 

	
	Communication signal:  radio waves transmitted through space without any artificial guide for reception by the pubic

Internet transmissions remain communications within the meaning of the Act Re SOCAN Tariff 22 Internet

	
	Copyright means rights described in 

s. 3 – artistic work

s. 15, 26 – performer’s performance 

s. 18 – sound recording

s. 21 – communication signal

Title:  a copyright work includes its title, if it is original and distinctive

	
	Original literary, dramatic, music or artistic work

· original production in literary, scientific or artistic domain in any mode or expression, such as

· compilations

· books

· pamphlets or other writings

· lectures

· dramatic or dramatico-musical works

· musical works

· translations

· illustrations

· sketches and plastic works re geography, topography, architecture or science



	
	Literary work:   includes tables, computer programs and compilations of literary works

	
	Dramatic work includes

(a)  any piece for recitation, choreographic work/mime, scenic arrangement or acting, the form of which is fixed in writing or otherwise

(b) any cinematographic work

(c) any compilation of dramatic works

	
	Musical work:   means any work of music or musical composition, with or without words and includes any compilation thereof 



	
	Artistic work:  includes 

· paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, and

· compilations of artistic works

	
	Performer’s performance:   if done by a performer, means

(a)   performance of an artistic, dramatic or musical work, whether work was previously fixed in any material form EVEN IF term of copyright protection has expired

(b)
recitation or reading of a literary work EVEN IF term of copyright protection has expired

(c)
improvisation of a dramatic, musical or  artistic work, EVEN IF improvisation is based on pre-existing work

Sound recording:  means recording fixed in any material form, consisting of sounds, EVEN IF not a performance of work, but excludes any soundtrack of a cinematographic work where that accompanies the cinematographic work



	
	Compilation: work resulting from

· selection or arrangement of literary, dramatic, musical or artistic works or parts thereof, or

· selection or arrangement of data

Compilation comprising 2 or more categories of literary, dramatic, musical or artistic works is deemed to be compilation of the category making up the most substantial part of the compilation (s. 2.1(1))

Including a work in a compilation does not change the Act’s protection of the copyright or moral rights in the work (s. 2.2(2))

	
	Infringing means

(a)  any copy including any colourable imitation, of any work to which copyright subsists

(b)  any fixation or copy of a fixation in relation to a performer’s performance in which copyright subsists

(c)  any copy made of sound recording which copyright subsists

(d)  any fixation or copy of a fixation of a communication signal in which copyright subsists

Excludes copies made with consent of the owner of the copyright in the country where the copy was made

	
	Publication (s. 2.2(1)))

(a)  in relation to work, means

(i)  
making copies of a work available to the public (except that issuing photographs, engravings of sculptures and architectural work is deemed not to be publication of these works – s. 2.2(2))

(ii)  
construction of an architectural work

(iii) 
incorporating an artistic work into an architectural work

(b) in relation to sound recordings,  making copies of the recording available to the public, but excluding

(c) the performance in public or communication to the public by telecommunciaiton, of a literary, dramatic, musical or artistic work or sound recording or

(d) the exhibition in public of an artistic work

	
	Exclusive licence:  authorization to do any act that is subject to copyright to the exclusion of all others including the copyright owner, EVEN IF the authorization is granted by the owner or an exclusive licensee claiming to be the owner. (s. 2.7)


	Definition
	Copyright is an incorporeal statutory right that comes into existence the moment a work is created

	Works qualifying for copyright 
	s. 5:  … copyright shall subsist in Canada, 

· in every original literary, dramatic, musical and artistic work 

· if any one of the following conditions is met:

1. for any published or unpublished work, including cinematographic works, author was, at citizen/subject/ordinarily resident in treaty country when work made 

2. for published or unpublished cinematographic works, maker when work made had corporate headquarters in or was citizen/subject/ordinarily resident in treaty country  

3. first publication (incl. cin. work) & copies occurred in a treaty country or

4. first publication (architectural work) occurred in treaty country

	Extent 
	Rights limited by s. 89, Copyright Act:  “No person is entitled to copyright otherwise than under and in accordance with this Act or any other Act of  Parliament….”

	Term
	Varies by jurisdiction

In Canada:  life of author + remainder of the year of author’s death, + 50 years

Statute of Anne 1709:  21 years; for unpublished works, 14 years after publication

Copyright Act 1842:  author’s natural life + 7 years (not less than 42 years)

Copyright Act 1911:  author’s life + 50 years

No copyright protection in Canada for works whose term of copyright protection expired in a country before that country became Berne convention or WTO member 

Posthumous rights:  if work not published copyright subsists until publication, then for remainder of year of publication + 50 years

	3 sets of rights
	Making (reproduction)

· Canada not yet a signatory to WIPO Performance and Phonographs Treaty 2002; it would protect ‘right of making available to public’ performances that are fixed and is targeted at Internet) 

· About granting permission to make music recordings available online

Publishing (making public)

Selling (

	Copyright in a work (s. 3)
	Subject to exceptions, author has sole right with respect to every original literary, dramatic, musical or artistic work (s. 5) to 

· produce/reproduce work – or any substantial part of the work – in public

· or if unpublished, to publish the work – or any substantial part of the work, and

(a)
to produce, reproduce, perform or publish any translation of the work

(b)
for dramatic works, to convert into novels or other non-dramatic works

(c)
for novels or non-dramatic works, to convert into dramatic work by public performance or otherwise

(d)
for literary, dramatic or musical work, to make any sound recording, cinematographic film or other mechanical reproduction or  performance

(e)
for literary, dramatic, musical or artistic works, to reproduce, adapt and publicly present work as cinematographic work

(f)
for literary, dramatic, musical or artistic work, to communicate to the public by telecommunication

Internet transmissions are communications by telecommunication Re SOCAN Tariff 22 Internet
“communication to the public occurs when any member of the public uses a browser to access a work from a source computer” Re SOCAN Tariff 22 Internet 
A work is communicated to the public, even if transmitted only once, when it is made available to the public on a site accessible to a segment of the public Re SOCAN Tariff 22 Internet
(g)
to present at public exhibition an artistic work created after 7 June 1988 other than map/chart/plan, for reason other than sale or h ire

(h)
for computer programs reproducible in the ordinary course of use, other than by reproduction during execution in conjunction with machine/device/computer, to rent out the program

(i)
for musical works, to rent out sound recordings in which the work is embodied

and to authorize any such acts

	Protects
	Rights subsisting in performers, sound recordings, performances, broadcast signals

	Ownership
	Author of a work is the first  owner of the work’s copyright 13(1)

	Economic rights
	Rights that can be transferred, sold, purchased or licensed

Authors of literary and artistic works protected by the Berne Convention have exclusive rights to authorize reproduction of their works in any manner or form (Art. 9)

Canadian copyright legislation met Berne Convention standards in 1921

	Moral rights

1st:  right of association

2nd: right to preserve work’s integrity
	Berne Convention for the Protection of Literary and Artistic Works, Art. 6 bis:

· “Independently of the author’s economic rights, 
· and even after the transfer of the said rights, 
· the author shall have the right to claim authorship of the work 
· and to object to any distortion, mutilation or other modification of, or other derogatory action in relation to, the said work, 
· which would be prejudicial to his honor or reputation.”
Held by the author

Enables right to direct what is ultimately done with the work (droit de destination – not protected by Copyright Act)

Distinct from economic rights (Théberge)

	
	Consist of right 

· to integrity of work s. 14.1(1)
· where reasonable under circumstances, to be associated with the work as its author by name/under pseudonym, or to remain anonymous 14.1(1)

	
	Right to the integrity of the work, must not to the prejudice of the honour or reputation of the author

· Distorted, mutilated or otherwise modified

· Used in association with product, service, case or institution 



	
	No assignment:  but may be waived in whole or in part 14.1(2)

	
	Assigning copyright does not constitute waiver of any moral rights 14.1(3)

	
	Waiver:  of moral rights may be invoked by any person authorized by owner or licensee to use work, unless contrarily indicted in the waiver 14.1(4)

	
	Term:  equal to term of copyright in the work 14.2(1)

	Neighbouring rights
	Labelled copyright under the Copyright Act, but subject matter is not a work

Based in 1961 Rome Convention

Since 1994 Canadian Copyright Act includes rights held by

· performing artists (actors, musicians) in their performances;

· producers of sound recordings (cassette recordings, CDs) in their recordings

· broadcasting organizations in their radio and television programs

May differ in other jurisdictions

	Copyright in other subject matter 

(Part II)
	Performer’s performance (s. 15)  Performer has sole right, 

(a)
if not fixed, 

· to communicate it to the public by telecommunication 

· to perform it in public, where communicated to public by telecommunication other than communication signal, and

· to fix it in any material form

(b)
if fixed

· to reproduce any fixation made without performer’s authorization

· with performer’s authorization, to reproduce any reproduction of that fixation, if reproduction made for purpose other than that for which performer’s authorization granted

· to rent out a sound recording of it

and to authorize such acts



	
	Sound recordings (s. 18)  Maker of sound recordings has sole right in relation to sound recording or any substantial part thereof
(a)
to publish for 1st time

(b)
to reproduce in any material form, and

(c)
to rent it out

and to authorize such acts



	
	Communications signals (s. 21)  Broadcaster has sole right in relation to communication signal or any substantial part thereof
(a)
to fix it

(b)
to reproduce any fixation made without broadcaster’s consent

(c) 
to authorize another broadcaster to retransmit it simultaneously with its broadcast

(d)
to perform television communication signals in places open to public on payment of entrance fee

and to authorize such a, b and d. Not simulcasting


	Right to publish
	Owner has exclusive right to publish work where it is unpublished

Work or other subject-matter is deemed NOT to be published, performed in public or communicated to public by telecommunication if done without the copyright owner’s consent

	Right to perform in public 
	Re Socan Statement of Royalties (Tariff 22)
· lnternet Transmissions are communications by telecommunication 

· A communication intended to be received by members of the public in individual private settings is a communication to the public

· Communication intended for a segment of the public is “to the public” as long as the transmission occurs outside a purely domestic setting

· To communicate is to convey information whether or not it is done in a simultaneous manner – technology neutral approach

· Musical work is communicated when it is accessed (downloaded), not when it is made available (uploaded)

· The communication of the work to the public occurs each time that any member of the public uses a browser to access the work from the source computer

· A work is communicated to the public even if it is transferred only once, as long as it is made available on a site that is accessible to a segment of the public

· The person who posts the work does so for the sole purpose that it be accessed by others, any communication occurs because a person has taken all the required steps to make it available for communication  (ie, the content provider)


	Right to produce and reproduce 
	Image was not reproduced, but transferred

No multiplication of image took place

Transferring ink from paper poster to canvas does not create a new copy Théberge

	Right to authorize
	Re Socan Statement of Royalties (Tariff 22):  means + content

· Authorization is a separately protected use

· To authorize is to “sanction, approve and countenance”

· The content provider controls the choice of music, including whether that includes protected music or not

· They know and expect that the materials they post will serve to effect a use which is protected

· Content providers either control or purport to control the right to communicate and

· The content provider who posts music is authorizing its communication



	
	Jukebox case

Muzak case

Thevagne


	
	Copyright
	Neighbouring rights

	
	Author (s. 5) of every original 

literary, dramatic, musical or artistic work 

has sole right to
	Performer has sole right re his/her performance recitation, readings, improvisations  (s. 15) to
	Maker of sound recordings 

has sole right re sound recording not film soundtrack or any substantial part thereof (s. 18) to
	Broadcaster has sole right re communications signals 

or any substantial part thereof (s. 21)  

	Fix it
	
	Yes, in any material form
	
	Yes

	Publish
	Yes
	
	for 1st time
	

	Production/

reproduction
	Yes
	if fixed, to reproduce fixations made with or without performer’s authorization


	to reproduce in any material form,
	To reproduce fixed recordings made without authorization; to authorize simulcasts

	Obtain translation
	Yes
	
	
	

	Perform
	Yes (original + translation)
	Yes, if not fixed
	
	Yes



	Convert 
	Into novels, non-dramatic works, dramatic works
	
	
	

	Record
	Any sound, film or other mechanical reproduction 
	
	
	

	Film
	to reproduce, adapt and publicly present work as cinematographic work
	
	
	

	Communicate
	Yes


	Yes


	
	Authorizes simulcasts



	Publicly exhibit
	 as cinematographic work

public exhibitions 
	Yes, perform in public


	
	Yes



	Rent out
	Computer programs, musical sound recordings
	Rent out fixed sound recordings
	to rent it out


	

	
	and to authorize any such acts
	and to authorize any such acts
	and to authorize such acts
	and to authorize a, b or d. 


	
	Copyright
	Neighbouring rights

	
	Author (s. 5) of every original 

literary, dramatic, musical or artistic work 

has sole right to
	Performer has sole right re his/her performance recitation, readings, improvisations  (s. 15) to
	Maker of sound recordings 

has sole right re sound recording not film soundtrack or any substantial part thereof (s. 18) to
	Broadcaster has sole right re communications signals 

or any substantial part thereof (s. 21)  

	Fix it
	
	(a)
if not fixed … (iii) to fix it in any material form
	
	(a)
to fix it

	Publish
	(1) 
if unpublished, to publish work/substantial part 

(a)
to … publish any translation of the work
	
	(a)
to publish for 1st time
	

	Production/

reproduction
	(1) produce/reproduce work/substantial part in any material form whatever
	(b)
if fixed

(i) 
to reproduce any fixation made without performer’s authorization

(ii)
with performer’s authorization, to reproduce any reproduction of that fixation, if reproduction made for purpose other than that for which performer’s authorization granted


	b)
to reproduce in any material form,
	(b)
to reproduce any fixation made without broadcaster’s consent

(c) 
to authorize another broadcaster to retransmit it simultaneously with its broadcast



	Obtain translation
	(a)
to produce, reproduce, perform or publish any translation of the work
	
	
	

	Perform
	(1)
to perform work/substantial part in public

(a)
to … perform any translation of the work
	(a)
if not fixed, … to perform it in public, where communicated to public by tele’n other than communication signal
	
	(d)
to perform television communication signals in places open to public on payment of entrance fee



	Convert 
	(b)
for dramatic works, to convert into novels or other non-dramatic works

(c)
for novels or non-dramatic works, to convert into dramatic work by public performance or otherwise
	
	
	

	Record
	(d)
for literary, dramatic or musical work, to make any sound recording, cinematographic film or other mechanical reproduction pix, plates, tapes, recordings
	
	
	

	Film
	(e)
for literary, dramatic, musical or artistic works, to reproduce, adapt and publicly present work as cinematographic work
	
	
	

	Communicate
	(f)
for literary, dramatic, musical or artistic work, to communicate to the public by telecommunication

(including posting on publicly-accessible Internet site Re SOCAN Tariff 22 Internet)


	(a)
if not fixed, 

· to communicate it to the public by tele’n 


	
	(c) 
to authorize another broadcaster to retransmit it simultaneously with its broadcast



	Publicly exhibit
	(e)
for literary, dramatic, musical or artistic works … publicly present work as cinematographic work

(g)
to present at public exhibition an artistic work created after 7 June 1988 other than map/chart/plan, for reason other than sale or hire
	(a)
if not fixed, to perform it in public, where comm’d to public by tele’n other than communication signal, 


	
	(d)
to perform television communication signals in places open to public on payment of entrance fee



	Rent out
	(h)
for computer programs reproducible in ordinary course of use, other than by reproduction during execution in conjunction with machine/device/ computer, to rent out the program

(i)
for musical works, to rent out sound recordings in which the work is embodied
	(b)
if fixed, … to rent out a sound recording of it
	c)
to rent it out


	

	
	and to authorize any such acts
	and to authorize any such acts
	and to authorize such acts
	and to authorize a, b or d. 
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Stephane Caron 786-0177 (Gowlings) stephane.caron@gowlings.com 

Monique Couture 786-0183 (Gowlings) monique.couture@gowlings.com
· formerly head of Russia office

Christopher Van Barr 786-8676 (Gowlings) christopher.vanbarr@gowlings.com 

· patent, copyright litigation

Course objectives:  conveying basis knowledge of what intellectual property is about

Introduction to the course 

· difficult to define intellectual property tightly

· lay definition:  refers to creations of the mind, not necessarily tangible but the work product of intellectual effort

· legal perspective:  range of rights that protects intellectual work product

· legal rights have different shapes and cover different subject matters

· formerly distinction between intellectual and industrial property

· industrial property – patents, trademarks, industrial designs

· intellectual property – copyright right, performance rights

· distinction disappearing – eg, software (industrial asset) now protected by copyright

· Common forms of intellectual property

· patents, trademarks (trade secrets), copyright (moral rights)

A
3 sections

3 parts, each dealing with different sets of rights

A
Copyright (Caron)

B
Patents (Van Barr)

C
Trademarks (Couture)

3 casebooks

policy angles, concepts, implementation (through statutory tools)

founded primarily in statute, not common law 

B
Introductory remarks about intellectual property 

Intellectual property applies to products/work of the mind

Examples include inventions, literary creation

May be banal (geographic maps, plans) or works of art

Includes ‘know-how’ – anything generated by a company in the course of its business, even if not confidential or trade secret

eg, biotech company specializing in genomics –

 not all aspects of its work may be protectable, but are still part of the company’s creative work – 

eg, ceo assisted by lab assistants who have developed know-how in the field, their know-how becomes company assets; licensing strategy and business plans for commercialization – are also assets

possible commercial exploitation – practical means by which it intends to develop its assets – can be protectable as well, as trade secret, to the extent that it remains confidential (but if made public, is no longer protectable)

Trademarks are also included as design of the mind (and also acquire goodwill) – signs, logos, other distinguishing elements

Statutes dealing with intellectual property define the exclusive rights that can be exercised by the intellectual property owner

Separate statutes may deal with new technology, eg. circuit board layout/topography

· Federal Trademarks Act 

· Patent Act defines rights of inventor 

Statutes are directed specifically to subject matter of the right

eg, for patent, a functional invention (process, machine, manufacture, composition of matter, business methods

But inventions must be new/non-obvious and useful to be covered by the statutes; must be distinctive

patent rights are acquired not only by inventing, but also by filing an application

· rights crystallize only once the patent has issued

· patents describe and delineate nature of the invention

· protection afforded = 20 years (varies by older patents) from date of filing

examples:  printing press, CD, pharmaceuticals

Common law sources:

· competition law etc.

· requires more extended period of use to identify the trademark sign, logo, shape etc. as indicating source

Intellectual property rights are incorporeal rights, defined by common law jurisdictions as choses in action

As choses in action, intellectual property rights can be seized – i.e., seizing a manuscript alone is of less value than seizing copyright in that manuscript

Quebec civil law sees it as incorporeal movable property

International recognition of certain principles

· intellectual property rights are territorial; governments cannot grant copyright in any other jurisdiction

· purpose of recognizing property rights in intellectual work is to give incentive to develop new things

Policy issues

intellectual property protection necessary in economic development

particularly for service-intensive and idea-intensive environments

US Constitution:  to promote research, innovation and dissemination of knowledge

· creates incentive to share with society in form of patent, to benefit the public

· in exchange for creating and making public the information – gain a term of protection

· for twenty years to derive economic benefits from it (trademark)

I
Copyright  

A
Nature of Copyright

Application:  to every original musical, artistic, dramatic or literary work

May apply to everyday things (legal briefs, case reports), software (some protectable by patent if in context of patentable invention, but otherwise not patentable)

1
General definition of copyright

· incorporeal statutory right (right is limited by the act – no Common Law copyright)
· that gives the author of an artistic work (artistic is read broadly and has statutory meaning)
· for a limited period (not perpetual)
· the exclusive privilege of making, publishing and selling copies of the work

(International Law Dictionary and Directory)

3 broad types of rights:

· Making:  reproduction rights

· Publishing:  making public

· Selling or renting

3 broad categories of rights

· economic

· moral

· neighbouring

Protection extends to performers, sound recordings, performances, broadcast signals

Rights comes into existence moment that work is created 

Each set of rights grants exclusivity to the author

Term:  varies by jurisdiction

· in Canada – life of the author, the remainder of that year + 50 years

· sometimes 50 years from publication (posthumous works)

Copyright in Canada – these rules apply here

· rules differ for each other jurisdiction, although a high degree of standardization exists

International protection of intellectual property rights

· Paris Convention on Industrial Property 1883

· Berne Convention on Intellectual Property, 1886

International conventions minimized need to seek international filings

Key elements:

National treatment -- standards of protection apply equally to nationals of other states

WIPO is responsible for administering rights internationally (www.WIPO.org)

After GATT Uruguay round, intellectual property rights became integral part of TRIPS (Trade-Related Aspects of Intellectual property Rights; from WTO)

· requires protection AND standardized enforcement of the rights, to be able to access the WTO 

· policy issue that arises is cost of defending rights

2
Economic rights

Copyright is based need to provide authors with incentive to create; evolved from British copyright 

Rights that can be transferred, sold, purchased and licensed

· authors of literary and artistic works protected by the Berne Convention have the exclusive right to authorize reproduction of these works in any manner or form (Art. 9)

Goals is to create a market for works; work producer is given opportunity to recoup costs

Challenge is the intangible nature of intellectual property rights

· can be distributed without diminishing their availability or value (recorded music)

· reproduction has lower entry barrier than actual creation (new drugs)

a
Origins of right to copy

1709 Statute of Anne 
Petition to Parliament => effort to protect book sellers’ rights to prevent unauthorized copying

· statute recognized that author had exclusive right not only to publish, but also to reproduce

· for books already in print, author or bookseller received the sole right to print them for 21 years after 1710

· if not yet printed, author had sole right to print or dispose of copies for 14 years

· after 14 years, sole right returned to author, if still living, for another 14 years

b
Canadian copyright law

Current legislation enacted in 1921 to meet Berne Convention standards

1988 amendments:  to update it

1989 FTA amendments 

1993 NAFTA amendments

1994 trips amendments

3
Moral rights

Not very developed in Canada, although we have provisions under Berne convention to deal with them

Berne Convention for the Protection of Literary and Artistic Works
based on European civil law, principally French and German

Art. 6 bis:

“Independently of the author’s economic rights, 
and even after the transfer of the said rights, 
the author shall have the right to claim authorship of the work 
and to object to any distortion, mutilation or other modification of, or other derogatory action in relation to, the said work, 
which would be prejudicial to his honor or reputation.”
Differs substantially from right under British Common Law 

Principal right:  to be associated with the work by name

Secondary right:  to preserve work’s integrity (again linked to author and impact that changes have on his/her reputation)

French law:  allows author to retain droit destination:  beyond right to reproduce, to direct what is done with the work ultimate

Rights are meant to be absolute, unchallengable by economic principles

4
Neighbouring rights

Newer to Canadian law (1994)

Based on 1961 Rome Convention

Rights that have evolved around copyrighted works, specific to recording industry

Defined by statute

Neighbouring rights may be different in other jurisdictions

Includes rights held by

· performing artists (actors, musicians) in their performances;

· producers of sound recordings (cassette recordings, CDs) in their recordings

· broadcasting organizations in their radio and television programs

5
Copyright as a property right

Copyright is distinct from the proprietary right in the tangible medium Dickens v. Hawksley, [1935], 1 C.H. 167 (Chancery Div.)

Ownership of author’s manuscript after death, with  nothing more, shall be prima facie  proof of copyright being with the manuscript owner Dickens v. Hawksley
Equity required division of purchase price proceeds from selling manuscript between manuscript and copyright holders Dickens v. Hawksley
Copyright as a chose in action Planet Earth Reproductions v. Rowlands (1990), 30 C.P.R. (3d) 129 (Ont.s.C.):  personal right of property claimable or enforceable by legal action

WIPO Performance and Phonographs Treaty 2002; Canada not yet a signatory

To protect ‘right of making available to public’ performances that are fixed

=>  targeted at Internet 

About granting permission to make music recordings available online

B
Purpose of Copyright

1
Justification for copyright protection

Rights of the author v. right to enjoy and share

Balancing of competing interests on natural rights level

Universal Declaration of Human Rights, Art. 27

Access:  (1) Everyone has the right freely to participate in the cultural life of the community, to enjoy the arts and to share in scientific advancement and its benefits.

Protection:  (2) Everyone has the right to the protection of the moral and material interests resulting from the scientific, literary 
Balancing of competing interests in economic perspective

To create marketplace where author can recoup investment

· The goal of policy makers is to construct a system which enables the goods to be traded successfully in the market place

· In the optimal market, trading allows producers to recoup investment

· Intangible nature of IP rights  means distribution and consumption does not diminish availability, no scarcity

· Fixed costs of independent creation tend to be high, but cost of reproduction and distribution tend to be very low

· Producer is not able to recoup investment in an unregulated market 

US perspective:

“The Congress shall have power … To promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries; “ Article 1, Section 8, U.S. Constitution
Reward/Incentive v. Restriction on Access

Copyright & Technology

“Intellectual property law cannot be patched, retrofitted, or expanded to contain digitized expression any more than real estate law might be revised to cover the allocation of  broadcasting spectrum” John Perry Barlow, The Economy of Ideas; –http://www.wired.com/wired/archive/2.03/economy.ideas_pr.html

“Cyberspace has the potential to be the most fully, and extensively, regulated space that we have ever known – anywhere, at any time in our history” Lawrence Lessig, The Law of Cyberspace –http://www.lessig.org/content/articles/

If you can regulate architecture of Internet, you can regulate it

2
Rights Conferred in Canada

See summary chart

3 types of rights:  (traditional) copyright in a work, moral rights, copyright in other subject-matter (neighbouring rights)

Legal authorities

Canadian legislation and regulations:  

No person is entitled to copyright otherwise than under and in accordance with this Act or any other Act of  Parliament

International treaties

· Berne Convnetion 1886

· Rome Convention 1961

· WIPO Copyright treaty 1996 (not enacted in Canada)

· Wipo Performances and Phonograms Treaty 1996 (not enacted in Canada)

· DMCA has strict rules about circumvention technology that ducks rights

Foreign jurisprudence

While US has much caselaw, consider other jurisdictions and bear in mind that different statutes are being used

a
Copyright in a work:

s. 5:  “every original literary, dramatic, musical and artistic work” if

(a)

i
Right to reproduce

s. 3:  the sole right in relation to a work

–to produce or reproduce the work or any substantial part thereof in any material form whatever, 

–to perform the work or any substantial part thereof in public

–to publish the work or any substantial part thereof if the work is unpublished

–to authorise the above acts.

s. 3  Right to produce and to reproduce

· reproductions = translation (constitutes a copy)

· in any material form whatever

· a substantial part of the work

But does not grant moral right of control over subsequent uses of authorized copies of work by other purchasers Théberge v. Galerie d’Art

Théberge v. Galerie d’Art du Champlain Inc. (2002 SCC 34)

Plaintiff Théberge was well-known painter from whom defendant gallery purchased posters and transferred them to canvas 

· Assignment of right to publish reproductions, cards and other stationary on posters

· Process involved lifts ink from paper poster transferring it to canvas, leaving the poster blank

· Théberge seeks writ and seizes the canvas, Gallery moves to quash

Held:  for gallery (4 in favour, 3 dissenting)

Majority:  no new copy was created

· Distinction between moral and economic rights

· Prejudice to author was not at stake

· Economic rights are based on a conception of works as articles of commerce

· Economic rights should not be read so broadly as to cover the same ground as moral rights

· Image was not reproduced, it was transferred 

· No multiplication took place

· Théberge had no authority to seize the canvases

ii
Right to Perform in Public

· Performance

· In public

· Communication by telecommunication

Rediffusion – rights to broadcast of football game; if to a segment of the public, counts as public

Copyright board responsible for setting rates for public performances of music

Now also responsible for Internet?

SOCAN – responsible for administering performing rights and performances by telecommunication

Re Socan Statement of Royalties (Tariff 22) – Copyright Board  (at 85, 103)

· lnternet Transmissions are communications by telecommunication 

· A communication intended to be received by members of the public in individual private settings is a communication to the public

· Communication intended for a segment of the public is “to the public” as long as the transmission occurs outside a purely domestic setting

· To communicate is to convey information whether or not it is done in a simultaneous manner – technology neutral approach

· Musical work is communicated when it is accessed (downloaded), not when it is made available (uploaded)

· The communication of the work to the public occurs each time that any member of the public uses a browser to access the work from the source computer

· A work is communicated to the public even if it is transferred only once, as long as it is made available on a site that is accessible to a segment of the public

· The person who posts the work does so for the sole purpose that it be accessed by others, any communication occurs because a person has taken all the required steps to make it available for communication  (ie, the content provider)
“purely domestic setting” is not a defined term, but derives from Common Law use

iii
Right to Publish

The right available to the author under Common Law, and has carried over into legislation

Exercising this right is conditional upon the work’s being unpublished

Owner has exclusive right to publish work where it is unpublished

A work or other subject-matter is not deemed to be published or performed in public or communicated to the public by telecommunication if that act is done without the copyright owner’s consent 

iv
Right to Authorize

Person who rents out record-playing machine is not liable for authorizing musical performancesin restaurant, because it had not control over the use Vigneux at 98

Muzak company authorized use of recordings in performances, but the performances themselves Muzak

Person who leases theatres in which infringing performance took place did not authorize the infringing performance because s/he did not exercise control over the theatre’s use de Tervagne 

These cases distinguished from Internet case, which deals with means as well as content (97 in casebook)

When does act of authorizing publication on Internet occur?  SOCAN re Tariff 22 Internet 

· Authorization is a separately protected use

· To authorize is to “sanction, approve and countenance”

· The content provider controls the choice of music, including whether that includes protected music or not

· They know and expect that the materials they post will serve to effect a use which is protected

· Content providers either control or purport to control the right to communicate and

· The content provider who posts music is authorizing its communication
b
Copyright in other subject matter

Neighbouring rights:

Labelled ‘copyright’ in the Copyright Act  

Subject-matter is not a “work”

Different right holders

Different rights:  sections 15, 18 & 21

s. 15:  performer’s performances

s. 18:  sound recordings

s. 21:  communication signals

Layering of rights:  composer => performer (does not have right to fix the work) => maker of sound recording 

	Act 
	Subject matter
	Rights held in
	Bundles of rights

	15
	Performer
	Performance of a work whether the work is fixed or its copyright has expired
	Performer’s performance
	to communicate it to the public or fix it in any material form

	18
	Sound recording
	Recording fixed in any form (not part of cinematographic work)
	Sound recording
	to publish the recording, to reproduce it, to rent I tout

	21
	Communication signal
	Radio waves transmitted through space without any artificial guide, for reception by the public (not directed signals – transmissions through space without artificial guide)
	Communication signal
	to fix the signal, to reproduce the fixation, to retransmit

	3, 5
	Work
	Author
	
	


Moral rights in Canada:  14.1, 14.2, 28.1, 28.2

· Held by author, not copyright owner

· Cannot be assigned, only waived

· Assignment of copyright does not constitute a waiver

Statutory definition:

Moral rights are held by the author:

· Right, where reasonable in the circumstances, to be associated with the work as its author

· Right to the integrity of the work, must not to the prejudice of the honour or reputation of the author

· Distorted, mutilated or otherwise modified

· Used in association with product, service, case or institution 

Next class – Netscape etc.
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Authorization

· Exists to enable author to authorize others to use his/her work

· Enables their experience to be used

Authorization does not stand on its own but relates to all rights

· Production, reproduction

· Performance in public

· publication

II
Napster & music sharing on the Internet 

A&M Records Inc. v. Napster Inc., (US Crt. Of Appeals, 9th Circ., 2001)

Relevant since

· addresses rights covered by copyright, and the practical aspect of applying these principles to concrete problem

· 1st question:  in this ‘black box’, has duplication occurred and if so, who has undertaken it

· 2nd question:  policy issues

Background to Napster

· 1995 – MPEG-1 layer 3 (MP3) is patented

· 1999 – Shawn Fanning develops Napster to help his friends find music online

· 2001 – California Court orders Napster to remove all copyright protected materials from its system – Napster has 60 million users at the time

· 2002 – Napster files for bankrupcy

· 2003 – Test Launch of Napster 2.0, property purchased by Roxio, paying site

· Napster offered peer to peer approach; activity took place between subject

· Napster did not store any files on its own server

· It provided a search mechanism

· User downloads music from other users’ computer drives

· KaZaA – software is distributed on the Internet and users download this; there is no central server

· No central hub that can be sued

· Cases are ongoing

Observations

· Technical factual aspects inherent to copyright law – Who was copying?

· Policy considerations 

· Fair Use analysis

· Natural Rights Perspective

· Economic Perspective

· Social/Cultural Perspective 

Rights conferred in Canada

· Copyright in a work

· Moral rights

· Copyright in other subject-matter (neighbouring rights)

Fair use issue

· Whether transformative use occurred

· If so, the product does not truly compete with the original

· Transferring from drive to CD is not transformative, so there was competition with the copyright owner

· Whether market affected/harm occurred

· Sales might decrease; free distribution raised the entry barrier for fee-based services

· In Canada, no production, reproduction, public performance, publication by Napster

· We do not have vicarious and contributory infringement

“Contributory liability requires that the secondary infringer ‘know or have reason to know’ of direct infringement” 

· Could argue for joint infringement

· Joint tortfeasor approach – both parties jointly involved in the activity and together would be contributing to the elements necessary to conduct the infringement – the defendants were acting in concert

· Or could argue through right of authorization:  Napster ‘sanctioned’ the activity 

· But considering jukebox/theatre cases, Napster could have argued that it only provided the conduit – was it different from google?

· Result of napster in Canada is that such services have to be aware of potential foreign impact, since will be subject to foreign law as well

· In US, have vicarious and contributory infringement

· Contributory liability -- a

· Vicarious liability – draws on vicarious responsibility; Napster had the means to control this activity but chose not to do so

III
Works qualifying for copyright

s. 5:
… copyright shall subsist in Canada, for the term hereinafter mentioned, 

in every original literary, dramatic, musical and artistic work if any one of the following conditions is met …

… in the case of any work, whether published or unpublished, including a cinematographic work, 

the author was, at the date of the making of the work,

a citizen or subject of, or a person ordinarily resident in, a treaty country; 

or … the first publication … occurred in a treaty country
4 tests

1
subject matter:  is the work literary, dramatic, musical or artistic?

2
fixation:  

3
authorship & publication:  how work was created/published (as Paris, Berne Conventions provide for national treatment)

4
originality:  work must be original within meaning of Copyright Act 

A
Subject matter

There is no copyright in ideas, only in their expression

Works must be literary, dramatic, musical or artistic, or compilations of such work

s. 2 of the Copyright Act 

· every original literary, dramatic, musical and artistic work” includes 

· every original production in the literary, scientific or artistic domain, 

· whatever may be the mode or form of its expression, such as 

· compilations, 

· books, pamphlets and other writings, 

· lectures, 

· dramatic or dramatico-musical works, 

· musical works, 

· translations, translators create a 2nd work ,and can own C.R. in that translation; their rights are not independent of the original author
· illustrations, 

· sketches and plastic works relative to geography, topography, architecture or science – 

· also tables, software programming (more difficult to obtain patents on algorithms) – based on view that it is a language, a series of instructions; then source code can be easily compared to any other written expression Copyright Act amended – before then Apple Computer Inc., (1987) 18 C.P.R. (3d) 129

· A work includes its title when such title is “original and distinctive”

1
four categories of works

Literary, dramatic, musical, artistic, and compilations of these works

Artistic merit of the work is not a consideration (University of London Press v. University Tutorial Press, Limited,  [1916] 2 C.H. 613 (Chancery Division)
 (131)

a
Literary

A literary work covers work expressed in print or writing, irrespective of its quality, style or ‘literary finish’

This conclusion can be extended to all four categories of work:  artistic merit is not a consideration.

University of London Press v. University Tutorial Press, Limited,  [1916] 2 C.H. 613 (Chancery Division)
 (131)

Interviews are not literary works:  “A person’s oral statements in a speech, interview, or conversations are not recognized in that form as literary creations and do not attract copyright protection”  Gould Estate v. Stoddart Publishing Co. (1996), 74 C.P.R. 206 (Ont. Gen. Div.)

“The person who makes the notes or a report of a speech is the author of the report and obtains copyright in the report” (exception:  for the mere scribe who simply writes from dictation, where the resulting work does not have the required originality) Gould Estate v. Stoddart Publishing Co.
b
Dramatic works

Defined by s. 2 of  Copyright Act to include 

a) 
any piece of recitation, choreographic work or mime, 


the scenic arrangement or acting form of which is fixed in writing or otherwise

b)
 any cinematographic works

c)
any compilation of dramatic works

Can be both verbal and non-verbal and can include choreography 
Different from performers’ performance – that covers an event that takes place; the dramatic work itself is a choreography, combination of steps, fixed in some form, that can be performed at any number of times

Cinematographic works :  could be viewed as dramatic work or sequence of frames (~ to artistic work)
· Any work expressed by any process analogous to cinematography, whether or not there is a soundtrack

· Film can also be viewed as a compilation of frames, each an artistic work

c
Artistic works

Covers two and three dimensional works:

· Illustrations, sketches and plastic works relative to geography, topography, architecture or science; maps, charts, plans 

· Paintings, drawings, engravings, 

· Photographs, 

· Sculptures, works of artistic craftsmanship, architectural works
d
Musical works

· Any work of music or musical composition with or without words

· Exists independently from the form in which it is fixed  need not be written down
· can be recorded in a number of ways

· sheet music

· perforated rolls

· audio tapes 

· CD disk

· computer files (“.mp3”)

e
Compilation

(a)
a work resulting from the selection or arrangement of literary, dramatic, musical or artistic works or of parts thereof, or

(b)
a work resulting from the selection or arrangement of data – s. 2

The  mere fact that a work is included in a compilation does not effect the copyright in the work or any moral rights – s. 2.1(2

Basis for protecting databases Feist
· merely adding to data collections does not diminish original copyright in the work

B
Fixation

Part of test to determine whether a work exists

“ for copyright to subsist in a work it must be expressed  to some extent at least in some material form, capable of identification and having more or less permanent endurance”  Canadian Admiral Corporation, Ltd. V. Rediffusion, Inc. (1954), 20 C.P.R. 75 (Exch. Ct.)

Fixation distinguishes works capable of being copyrighted from general ideas that are everyone’s common intellectual property Théberge v. Galerie d’Art.

Fixation alone does not infringe an original work; there must also be reproduction Théberge v. Galerie d’Art
Cutting pictures from books, pasting them on cards and reselling them is not infringement Frost and Reed v. Olive Series Publishing Co (1908):  recirculating objects already in existence is not reproduction in material form 

Using an image from greeting cards and transferring them to ceramic plaques is not reproduction or duplication CM Paula Co. v. Logan (ND Texas 1973)

Transferring ink from one support to another does not amount to reproduction, but then applying oil paint to match the colour or style of the original painting does amount to unauthorized reproduction Peker v. M asters Collection (NY 2000)

Change in the physical structure containing a work does not constitute distortion, mutilation or other modificationof the work 28.2(3); Théberge v. Galerie d’Art
Gould Estate v. Stoddart Publishing Co. (1996), 74 C.P.R. 206 (Ont. Gen. Div.)

See 129 of casebook

· interviews are not literary works:  “A person’s oral statements in a speech, interview, or conversations are not recognized in that form as literary creations and do not attract copyright protection”

· “The person who makes the notes or a report of a speech is the author of the report and obtains copyright in the report”

· There is an exception for the mere scribe who simply writes from dictation, where the resulting work does not have the required originality

· The book was not a transcript – a literal translation of the dialogue between the interviewer and interviewee

· Instead, author organized the material that was communicated from the interviewee 

· If a transcription, then would be a literary work whose author would be the person doing the dictating

· Reverend Falwell and Penthouse magazine – words uttered in conversation are not proper subject matter for copyright protection; evidentiary issue also underlines this

· Issue is fixation, not spontaneity, so pre-written questions and answers only copyrighted 

C
Authorship & publication

Copyright Subsists in the Expression of the Idea

· Two requirements linked to Berne Convention => national treatment, reciprocity (to gain equal protection when travelling to other countries); either

· Author at time of creation was citizen/subject/resident in treaty country  (s. 5.1(a)) OR

· Work first published in treaty country

Must know by whom or where the work was first published

Translated version counts as first publication

A communication to the public occurs when any member of the public uses a browser to access a work from a source computer Re SOCAN Tariff 22 Internet

A communication of a work occurs at the time of the work’s transmission, EVEN IF not played or viewed upon receipt Re SOCAN Tariff 22 Internet

Communication occurs where the transmission originates – to occur in Canada, transmission must originate from a server or mirror server located in Canada Re SOCAN Tariff 22 Internet

Person who takes the steps required to make the work available for communication over the Internet is the content provider Re SOCAN Tariff 22 Internet

An ISP acting as an intermediary – neither communicating or authorizing a communication – may rely on the common carrier exception Re SOCAN Tariff 22 Internet
1
Residency criterion

· In the case of any work, 

· whether published or unpublished, 

· including the cinematographic work, and
· the author was 

· at the date of the making of the work, 

· a citizen or subject of, or person ordinarily resident in, 

· a treaty country. (Sec. 5.1(a)).

2
First publication criterion

· In the case of a published work, 

· including a cinematographic work,

· the first publication occurred in a Treaty Country (Sec. 5.1(c)).

C
Definition of treaty country 

means a “Berne Convention Country, Universal Copyright Convention Country (more palatable to us, which did not join Berne until 1ate 1980s) or World Trade Organization Member” (Sec. 2 - Definition)

3
Definition of Publication:

s. 2.2 (p. 3 of casebook)

· making copies of a work available to the public (key)
· constructing an architectural work (this constitutes publication)
· incorporating an artistic work into an architectural work

· making copies of a sound recording available to the public

· BUT does not include:  mere performance of a play does not publish it 
· the performance in public or communication by telecommunication of a work

· exhibiting in public an artistic work

· Publication must be with the consent of the owner

s. 5.1(c) (p. 5) – first publication must satisfy reasonable demands of public 

Atelier Tango 1987 3d 56

C
Originality

1
The work as “original expression of thought”

· It is the expression that is protected not the facts or the ideas

· The threshold is low

· Merit doesn’t matter:  the work need not have aesthetic quality or virtue – copyright subsists regardless of whether the work be “wise or foolish, accurate or inaccurate, of literary merit or of no merit whatsoever” Walter v. Lane (US Supreme Court)

University of London Press Limited v. University Tutorial Press, Limited [1916] 2 C.H. 613 (Chancery Division)

Defendants claimed the exams were not original (see 138 of casebook)

· The word original does not mean that the work must be the expression of original or inventive thought. 

· Copyright is concerned with expression of thought

· The originality required relates to the expression of the thought; this case stands for the rule that 

“… the Act does not require that the expression must be in an original or novel form, but that the work must not be copied from another work; that it should originate from the author” at p. 608-9

· The author is allowed to draw on the common stock of knowledge (see at p. 609-10); then, at what point does the work cross boundary of original vs copy?; SCC will address later this year
· What makes a work original?:  skill, judgment, labour

· although they drew from knowledge common to others in same area, the exam writers made notes, prepared papers, originated the questions themselves;

· time to create is not the test (Lord Byron example)

· *** selection, judgment and experience *** are key

Canadian Admiral v. Rediffusion 1954 20 C.P.R. 75 (Exch. Ct.) – camera angle switching do not constitute labour skill and judgment (but this would not be correct law today)

“For a work to be “original” it must originate from the author; it must be a product of its labour and skill and it must be the expression of his thoughts. Thus, if an artist were to sketch a particular view, a painting is the result of his labour and skill and it is an expression of his thoughts. On the other hand, a mere amanuensis who does not more than take what is dictated to him does not exercise labour or skill of the required character - there is no expression of his thought therein and he is not entitled to copyright …

2
The test for Originality in Canadian Law

· The work must originate from the author, not be copied

· Disjunctive view of originality:  the work must be the product of the authors’ skill, judgment or labour (disjunctive)

In Canada, held that the work must be the product of the authors’ skill, judgment and labour (conjunctive) Tele-Direct (Publications) Inc. v. American Business Information, Inc. (1997), 76 C.P.R. (3d) 296 (F.C.A.)

But the work need not display a creative spark:  CCH Canadian Ltd. v. Law Society of Upper Canada (1999), 2 C.P.R. (4th) 129 (F.C.T.D.), app’d; however, this case is now under appeal to SCC

CCH claimed copyright in headnotes, catchphrases, footnotes, commentary, not in the reasons for judgment themselves

At trial, court held there was insufficient creativity, since facts alone were being conveyed

This was overturned on appeal

Originality discussed beginning at 147

· the word "original" has been described with a host of words and phrases, including various combinations of the terms "labour", "judgment", "skill", "work", "industry", "effort", "taste" or "discretion“

· “it is a mistake to treat any of these words as if they were statutory requirements … to determine whether or not the materials in issue are "original" works, a principled and reasoned approach based upon evidence is required, not reliance on a particular word or phrase that merely seeks to explain the concept of originality.”

· “… the crucial requirement for a finding of originality is that the work be more than a mere copy.”

· there is no requirement that the work display “creativity”

Application to the reported judicial decisions:

· The Publishers have compiled literary works or parts thereof, data about those works and their own independently created features;

· One cannot isolate each element of the compilation and assess whether each fragment is original, but must look at the work in its entirety 

· the Publishers' selection of the elements of each reported judicial decision. The Publishers might have chosen to include any of a variety of different categories of data regarding a particular set of reasons.

· Publisher has incorporated independently composed features, such as the summary of the facts, reasons and conclusions and the catchlines. 

· the summaries of the facts, reasons and conclusions could have been long or short, technical or simple, dull or dramatic, well-written or confusing; the organization and presentation might have varied greatly.

s. 152 of casebook, re analysis of work component; resembles London Press decision

Monographs are protected by copyright

3
Originality and the Scope of Protection

The idea vs expression dichotomy

Whatever there is that is original in the work, is what is being protected

The original character of the work determines scope of protection; that will help to determine whether what has been taken from the original work, constitutes violation of copyright

In a compilation consisting of elements in public domain, you are protecting the elements that are NOT in the public domain – that part that is subject to your skill, judgment & labour

· “No author may copyright facts or ideas. The copyright is limited to those aspects of the work – termed expression – that display the stamp of the author’s originality” Harper & Row (US Supreme Court)

· The original character of the work as expression will determine the scope of the protection provided by copyright

EXAMPLE:  works qualifying for copyright protection

To qualify for copyright under s. 5, work must be 

· Original literary, dramatic, musical or artistic work

· Whether published or unpublished

· If author was citizen/subject/resident of treaty country OR first publication occurred in treaty country

Types of works

1.
Oops manuscript

· Need not be published to qualify for copyright

· Was Mysterious One citizen/subject/resident of Canada?

· Given that publication occurred  in Canada, qualifies for copyright 

· Question is who owns copyright in the manuscript?  Mysterious One’s heirs or Westmount mansion

2
Oops translation

3
Collin’s play

4
Collin’s performance

5
Hilary’s footage

6
Hilary’s film/documentary

7
PC’s music

Class discussion

There are different types of works

There may be many layers of interdependent works

Copyright material must 

1.  be subject to copyright protection

2.  be fixed

3.  have author and have been published

4.  be original or inventive in the sense of selection, judgment and experience

1
literary work of manuscript

manuscript is tangible support for the play

issue is whether publication has occurred

publication is not finding it

symbol of name = artistic work?  Since not written, would not be written work

2
first translation into English = literary work

publication occurs with publication of first English translation in July 1945

assume is original, although facts do not indicate

Play can be both dramatic work and literary work

If stage directions, locations, actor directions, brings within definition of dramatic work

3
second translation into English

new version of the play

4
performance into English is dramatic work

Actor Collin’s performance is not dramatic work

Would be performance, subject to neighbouring rights

5
video camera = dramatic work

cinematographic work

neighbouring rights in the sound recording

6
songs = musical works
7
title = literary work
8
film = cinematographic work (can include soundtrack)

but can also = compilation
4
Compilations and Collections of Data:

a
In Canada 

Creativity not necessary to obtain copyright

Definition (s. 2):  A compilation is a work resulting from the selection or arrangement of

· literary, dramatic, musical or artistic works or of parts thereof, or 

· data 

Rights over elements:  the mere fact that a work is included in a compilation does not affect the copyright in the work or any moral rights;  the compiler acquires no rights over the elements of the compilation – s. 2.1(2)

The original elements in the compilation are not protected – it is the selection and arrangement of the elements which constitute the protected part

The selection and arrangement must also meet the test of skill, labour and judgment to become  a new and original work under the Act 

In CCH publishers had rights to the headnotes, organization, but not the judgments themselves

· “Because the selection and arrangement of the underlying elements, not the elements themselves, must be original, a compiler must demonstrate something more than merely copying those elements into a new work before the Act will award copyright protection.” CCH Canadian Ltd. V. L.S.U.C. (F.C.A.)

b
In US (Feist)

Minimum level of creativity is required (therefore higher threshold in the US than in Canada)

171-174 – tension exists that between information and expression – copyright protection requires expression, not information alone

no copyright exists in facts

whether a compilation satisfies the test for originality is a question of fact

c
In Europe (sui generis  rights)

Directive requires that each member implement system to protect databases independent of originality criterion

So if protected copyright okay

But if not protected by copyright, still subject to protection as long as owner maintains and protects the data

Fixed, renewable period of protection provided company maintains the database

IV
Term of Protection

Limited term of protection

A
General Rule – s.6

Expires 50 years after year of death of author

This balances interests of author to be rewarded and interest in having information being freely available without any constraints at some point
B
Specific Cases

1
Works from Unknown Authors – s. 6.1

Anonymous works (s. 6.1):  50 years from date of publication or 75 years from date of creation, whichever comes first; but if author becomes known, then 50 years after death
Anonymous works of joint authorship (s. 6.2):  if authors becomes known, life of last author to die last will govern the rule

2
Posthumous Works – s. 7

Literary, dramatic or musical works where author has died but works not published

Protection begins at date of publication to the end of that year, then for 50 more years

Only applies for works that are published before 31 December 1978

For all other works, for the life of the author plus 50 more years

3
Works from Joint Authors – s. 9

Copyright subsists during life of author who dies last, for remainder of that year + 50 years

4
Works subject to Crown Copyright – s. 12

50 years after publication (end of the calendar year in which publication occurs)

5
Photographs – s. 10(2)

Author is the corporation that owns the negatives – 50 years from publication

6
Reversionary rights – s. 14

After death of author, rights will revert after 25 years to the estate of the author, even if assigned to someone else

No way to avoid this

C
Indefinite term issue

1
Eldred case 

http://eldred.cc
Eldred made available online works for which copyright had expired

2
Sonny Bono Copyright Term Extension Act

Meanwhile, Bono named to Congress and introduced legislation to extend by 20 years the protection afforded by copyright in the US – protection now afforded for 95 years

Extension was said to be needed because of European protection terms (council direction 93/98/eec/ of 29October 1993) – Europeans said Berne Convention only set 50 year limit that could be extended; Germany was already granting longer extensions of time, to afford protection for author and next two generations (to counterbalance time wasted during the war when authors could not profitably exploit their works)

Mickey Mouse can now be protected for another 25 years

3
Eldred v. Ashcroft 

http://www.supremecourtus.gov/opinions/o2pdf/01-618 

Result of the legislation was retroactive protection for materials for which copyright had expired

Eldred challenged the constitutionality of the act, as unfair exercise of Congressional power

Also challenged as unfair restraint of freedom of speech

Eldred lost

Canada has not yet decided whether to extend its copyright protection terms

V
Ownership, Assignments and Licences

Focus on economic rights in work (moral rights can only be waived; not intended to be traded)

A
Authors:  basic rules of ownership

s. 13(1):  author(s) = first owner(s) of copyright (consistent with Statute of Anne)

Exceptions provided for in Copyright Act
· works created by an employee  s. 13(3) 
· commissioned works  s. 13(2)
· works prepared for Her Majesty  s. 12
Limitations

· exceptions assumes no agreement to the contrary

Authorship requires originality and  expression Neudorf

Author not defined in the act but is related to the notion of the person actually writing, drawing or composing the work, without being a mere scribe, but who expresses the ideas in a original or novel form UPL Press, cited in Neudorf

B
Joint Works and Collective Works:  s. 9

Dealt with under s.2 of the Act:  

Joint authorship means work produced by collaboration of two or more author in which contribution of one author is not distinct from contribution of other author

Insufficient to be merely involved in transcription 

Joint author must contribute original expression (187)

Joint authorship need not be equal (191)

Mere contribution of idea is insufficient for joint authorship Neudorf v. Nettwork

Also requires mutual intent of authors to have joint authorship; otherwise research assistants might be able to claim co-authorship (196)

Joint authors of a copyright-protected work must be in agreement for production, publication, reproduction or performance of work to take place 

Neudorf v. Nettwerk Productions Ltd.
· mere contribution of an idea is insufficient for joint authorship

· joint authorship defined under the Act (see 185)

· mere transcription ≠ authorship (see 187)

· must be original contribution (see 190)

· analysis conducted song by song

· plaintiff had proven that he made a contribution of original expression to the verse vocal melody in the song "Steaming“

· plaintiff failed to satisfy the test for joint ownership because he did not prove a mutual intent to co-author this song

· Neudorf failed to prove that he had contributed original expression to the other three songs

· See 196 re mutual intent

C
Exception to first owner rule:  

1
Employees and Contractors:  s. 13(3)
Applies to works made in the course of employment

· S. 13(3) of Copyright Act
· Requires contract for service and contract of service

· Contract for service – contractor/ee relationship (lump-sum payment; little supervision)

· Contract of service – master/servant relationship has various criteria (level of control; salary; benefits; freedom)

· London University Press at 140-141
· Since not a master/servant relationship, author is first owner rule then applied and the exam-writers held the copyright
· Other examples – marketing companies – clients realize they did obtain copyright ownership in materials created for them by the companies, only authorized use
2
Contributions to newspapers, magazine:  s. 13(3)
Deemed first authorship under s. 13(3)

Although newspaper employees don’t own the right, they may object to use of their work 

3
Engraving, photograph or portrait: s. 13(2)
s. 13(2):  “Commissioned works” section

· If engraving, photograph or portrait ordered by another person (i.e., person who commissioned work)

· for valuable consideration

· and consideration was paid

· for that order

· in absence of agreement to contrary

· person who commissioned the work holds the copyright 

Authorship doesn’t change, just ownership of copyright (same issue as in UPL)

Canadian version differs from that of the US, which deals with the concept of “work for hire”:

(1) a work prepared by an employee within the scope of his or her employment; or 

(2) a work specially ordered or commissioned for use as a contribution to a collective work, as a part of a motion picture or other audiovisual work, as a sound recording, as a translation, as a supplementary work, as a compilation, as an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree in a written instrument signed by them that the work shall be considered a work made for hire

American list of types of product longer than in Canada 

Means that the owners are also deemed to be the authors

This raises problem of deciding who/what owns moral rights; explains US resistance to entering Berne Convention until 1988

4
Crown copyright:  s. 12
Under s. 12 of Copyright Act 

· Any work prepared or published under the direction or control of Her Majesty or any government department

· Subject to any agreement with the author

· Copyright belongs to Her Majesty

Also covers Crown corporations

5
Works of unknown authors

Applies to authors 

· who cannot be located (even if known)

· whose identity is unknown

s. 77 of Copyright Act (at 19)

(1) 
On application by a person who wishes to obtain a licence to use a published work, where the Copyright Board is satisfied that the applicant has made reasonable efforts to locate the owner of the copyright and that the owner cannot be located, the Board may issue to the applicant a licence to do an act mentioned in section 3 

(2) 
The licence is non-exclusive and is subject to such terms and conditions as the Board may establish.

(3)
The owner of a copyright may, not later than five years after the expiration of a licence, collect the royalties fixed in the licence or, in default of their payment, commence an action to recover them in a court of competent jurisdiction.

6
Other rules

Applying to photographs (if own plates/negatives at time pictures are taken, owner deemed to be the author)

s. 10 (p. 8) => i.e., if company owns material support of the photos (negatives), the company deemed to be the author

D
Assignments and Licences

1
Copyright as a bundle of rights

Copyright comprises right to produce and reproduce, perform in public, publish, authorize

Copyright may be assigned or licensed either wholly or partially

Copyright can travel as one bundle, but the bundle may be divided in a variety of ways; author can give rights to 

· produce and reproduce

· publish

· perform

to different entities

2
Assignments and licences defined

Assignments:  the transfer of the rights

Akin to a sale

Once assigned, the assignee is the rightful owner

Licences authorize licensee to exercise one or more of the rights

Proprietary licences

= grant of interest by licence (under Copyright Act)

Exclusive licences (s. 13(7)) allow licensee to exercise that right to the absence of all others

· publishers who invest in printing and publishing an author’s novel, will be looking for exclusive licence or authorship

· neither the author nor any others can then exercise those rights

To have valid assignment of proprietary licence, assignment must be

· In writing and

· Signed by copyright owner

Non-proprietary licences

= authorization under Copyright Act 

· “sole” licence

· A authorizes B to publish the book, although A is still authorized to publish (but not to assign to anyone else)

Non-proprietary licences need not be in writing and signed by copyright owner

3
Formal requirements (written & signed):  s. 13(4)

No assignment or grant is valid unless …

To have valid assignment of copyright, assignment must be

· In writing and

· Signed by copyright owner

see 13(4) at 10

Copyright may be (s. 13(4)
· assigned or licensed

· Either wholly or partially

Subject to limitations relating to s. 13(4)

· Territory

· Medium

· Sector of market

· Other limitations relating to the scope of the rights

· For the whole term of the copyright or for any part thereof (rights will revert as specified by contract)

Different from sale of property context, since property may be assigned for a specific duration (this is assignment) after which rights will revert back to the author

See examples of licences 

a
Canadian Requirements :

assignment and grants of interest by licence must be in writing and signed by the owner of the copyright, s.13(4)

Unless registered, assignments and grants of interest are void as against any subsequent assignee or licensee for valuable consideration without actual notice, s. 57

b
Layers of rights

Derivative works:  drawn from US law – any work that is based on previous works

· translations

Compilations of works

c
Copyright and neighbouring rights

Performances

Sound Recordings

Communication Signals

d
Clearing rights

Clear the title back to the author

Make sure language of assignment or licence is sufficiently broad to cover all required uses of the work

Grant of rights must cover relevant territory

· this is the challenge of online

As well as all future media

E
Administration of rights
(See Bishop v Stevens)

Licensing that takes place through copyright collectives

Particularly important for music business

Collective administration of copyright = one-stop shopping

· From perspective of copyright owners

· From that of copyright users

Jim Balance – one of Canada’s most successful song writers, wrote or co-wrote most of Bryan Adams’ early songs

Root of the music business:  musical work as defined in the Copyright Act
Writers/creators of the works are often not as well known as the performers

Copyright applies to work creation 

As writer, would be first owner of copyright 

What are the practical implications of infringement?

Assume Jim B has had some of his songs recorded and are being played by Canadian radio stations

Jim B could assign two components of his work to SOCAN

· Right to perform Jim’s works in public (concerts, bars, street corners)

· S. 3(1)(f) to communicate to work by telecommunication (broadcasting, Internet)

(but not production rights)

cable operators are responsible under Copyright Act 

1
Administrative licensing agency

SOCAN receives similar assignments from other copyright owners in Canada, who become members of SOCAN by virtue of that assignment

Responsibility to police, monitor use of works, falls into SOCAN’s lap

SOCAN acquires performing and communication rights for Canada and for sister societies in other countries

Reciprocal international agreements create worldwide network of agreements

SOCAN therefore has right to world repertoire of music

Radio stations’ obligations to clear all rights 

Without SOCAN permission under s. 3(1)(f) to broadcast the songs, each station would have clear rights to every song, an impossible task

SOCAN allows almost one-stop shopping

If songwriter assigns rights to SOCAN, and then performs in public, usually concert producer would pay the performance fee; SOCAN usually seeks licence from venues, not performers

2
Blanket licences

SOCAN grants a blanket licence to radio stations, for a specified fee

Allows any SOCAN repertoire music to be used any number of times during the licence term

· Has 24 different tariffs for public performance of music

· Even buskers’ festivals (typically from city, not busker)

· Background music services

Grey areas

· Folk music – not mainstream pop that is known to fall into SOCAN’s repertoire

· SOCAN grants blanket licence

3
Domestic vs public performance

· Exemption under Copyright Act for religious/educational purposes

· SOCAN stays away from wedding ceremonies

· Wedding receptions are different because it becomes an entertainment event

· SOCAN is still licensing wedding receptions

· Courts apply criteria to determine whether receptions take place in public or in private

· Any economic activity? (hall rental)

· How many people? (small numbers may be private event)

4
Enforcement

· SOCAN has a secret number of enforcement officers

· To find out if Joe’s corner bar is playing music

· Buying the CD and performing it in public are different things

5
Rates 

· SOCAN is only performing rights society in Canada

· As a monopoly, is regulated

· SOCAN per se is not regulated (not for profit corporation)

· Receives roughly $150 million annually

· Fees that it charges are regulated

· Files proposed statements of royalties (tariffs)

· SOCAN now receiving 3.2% of radio advertising revenues; now seeking 5% (56% increase)

6
Decisions

· Copyright Board has broad discretion

· Decisions are not precedential

· Subject to judicial review

· Important decisions re quantum often subject to review by federal court

· After review, if appeal filed, then tariff decision issued

7
Distribution of royalties

· SOCAN has internal rules set by tariff distribution committee

· Depends on usage information (surveys)

8
Infringement

· Irrespective of any other remedy, Copyright Act specifies SOCAN entitled to remedies as provided for under Act 

· Remedies

· If no licence in place, sued for infringement

· If licence in place but fees not paid, then fee recovery suit

Innocent infringement protects you from damages until you become aware that you require a licence

Court has discretion to determine damages

9
Other areas covered by copyright board

Access Copyright (formerly CanCopy) – literary use

CMRRA – reproduction rights

· Require licence to get a recording song

· Not compulsory to file tariffs

Scenario for clearing rights

A create musical works

Therefore A = first owner of copyright

Record on cassette but no one is interested

Obtain a music publisher and enter into publishing agreement in which I assign all copyright to publisher, splitting income 50-50

But right to public performance already assigned to SOCAN

Publisher will arrange for me to become member of SOCAN

Publisher then gets record company to make record

Record company makes sound recording, a separate copyright

Record company owns the copyright in those master tapes

Record company needs mechanical rights licence from publisher

If radio station plays, has licence to play musical works

NRCC – neighbouring rights collective – would collect fees for broadcast of recordings used by radio

TV station wants to use it for new theme of program – producer will need permission of publisher (rep’g author) and record company (to use master tape)

Once show is aired, television station will have to pay SOCAN royalties for use of music

If becomes movie, theatre owners will have to pay SOCAN, and if use master tapes, to NRCC as well

14 transactions involving licence agreement or contractual relationship

practitioner’s problem

VI
Copyright Notices

A
Basic notice

If no copyright notice, is a work protected?:  YES

Signals that work is owned by copyright

Tells public what it is entitled to do with it; precludes them from asserting implied permission

B
Benefits of giving notice

Copyright in a work cannot then be denied

Knowledge means

1  if chooses to infringe – knowing infringement and liability may depend on knowledge

2  if no knowledge – not liable for infringement damages (only injunction re use) until became aware

notice is particularly helpful in the case of generic designs that may otherwise be susceptible to copying

C
Implied licences and other considerations

If work is made available, can one argue that use of the work is authorized?

By putting up notice, signal that copyright subsists in it

“all rights reserved” emphasizes that anyone seeking to reproduce, must obtain your permission

VII
Copyright Registration

Is evidence of ownership and subsistence of copyright in the work

Means one does not have to prove chain of ownership, that is challengeable

Certificate of registration is evidence and onus will be on other side to prove it does not exist

Register is evidence of the particulars entered in it

Certificate of Registration is evidence of ownership and that copyright subsists 

Constructive public notice & remedies:  Registration constitutes public notice when it comes to the availability of remedies

Required client to obtain relevant information regarding creation of the work

VIII
Copyright Infringement

Two forms of infringement:  direct and indirect

A
Direct Infringement (Primary infringement):  s. 27.(1)
s. 2 defines infringing:  “any colourable imitation”

s. 27.1:  copyright infringement exists if any person other than the author does anything that to which author has sole right

s. 3:  author has sole right   (see also s. 15:  performer’s rights ; s. 18:  sound recordings; s. 21:  broadcasters)

· To produce/reproduce work or any substantial part in any material form whatever

· To publish the work or any substantial part if the work is unpublished

Does not require knowledge

Defences

· Consent of the owner – then no longer infringement

· NOTE that knowledge is not an element of direct infringement, although the timing/location issue is

Test for substantial part of work (based on ordinary, reasonably experienced listener) and deals with conscious copying (as irrelevant)  Day & Hunter v. Bron [1963] 2 All. E.R. 16 (C.A.)

1.  substantial objective similarity between the work or a substantial part of the work

· Depends on the type of work involved

· Usually requires expert witnesses to speak to the work and its similarities

· for music – commonality in structure, theme, notes, harmonic structure, time/rhythm

2.  copyright work must be the source from which the infringing work derives

· Did defendant have access? (question of fact)  Was there any prior exposure?

· Simultaneity or separation by time/space means there cannot be infringement, since there would be no prior exposure (even if substantial elements in common)

3.  intention or knowledge are not elements (as mens rea)),

Test for assessing substantial similarity  Preston v. 20th Century Fox Canada Limited, (1990 F.C.T.D.)
1.  Factors include:  plot, themes, dialogue, mood, setting, scenes, pace, sequence, characters etc.

2.  Whether average lay observer, at least one for whom the work is intended, would recognize the alleged copy as having been appropriated from the copyrighted work

Focus was on the EWOK character, rather than dialogue or plot; court recognized similarities between the two, but that what was taken did not constitute substantial similarity

One can claim protection in a particular character, but only if it is sufficiently defined that their taking would constitute a substantial taking from a copyrighted work

Test for assessing taking of substantive traits  Michelin v. C.A.W. Canada (1996 F.C.T.D.)
Reproduction of a substantial part is a question of impression that minor differences in the infringing work do not negate

Union argued there was substantial effort to create its image – work was added to the Bibendum character, not merely copied, but “true test for infringement is whether the act complained of is only an act that the copyright owner could do” under the Copyright Act:  to escape the charge of infringement, the defendants work “must be an entirely new work”, an “original work”

B
Indirect Infringement (secondary rights):  s. 27(2)

Permits owner to go after the person who is actually selling infringing products => since knowledge is necessary, helpful to have the copyright notice beforehand

Knowingly (s. 27(2))

· To sell or rent out or to distribute 

· to such extent as to affect prejudicially the owner,

· By way of trade, to distribute, expose, or offer for sale or rental, or exhibit in public

· Importing or possessing for purpose of doing any of the above

· Infringing copies of a work, performance etc.

Therefore, to demonstrate indirect infringement, must show

1.  copyrighted work exists

2.  copyright is being infringed through sale, rent, exposure

3.  that person actually or should have known (based on circumstances) s/he is infringing

Example of indirect infringement – Fly By Night Music Co. Ltd. v. Record Wherehouse Ltd. (1975), 20 C.P.R. (2d) 263 (F.C.T.D.)

2 separate record manufacturers in different countries were assigned rights to reproduce; US firm sold its excess inventory to an exporter who shipped product to Canada; result was that recording copies from US became available in Canada, but since the US company did not have rights in Canada to reproduce, under 27(2) it had infringed the Canadian company’s rights 

court looked at the issue of knowledge required for 27(2) – it should have known

good case on splitting up of rights

Moral rights infringement 

s. 28.1 acts/omissions that are contrary to author’s moral rights in a work are, absent the author’s consent, infringements of the moral rights

s. 28.2 author’s right to integrity of work infringed only if work is

(a) distorted, mutilated or otherwise modified or

(b) used in association with product, service, cause or institution

to prejudice of author’s honour or reputation

s. 28.2(2) deems prejudice to exist for paintings, sculptures or engravings if these works are distorted, mutilated or otherwise modified

s. 28.2(3) deems the following NOT to be distortions, mutilations or other modifications

(a) change in work’s location, physical means by which exposed or its physical container

(b) steps taken in good faith to restore or preserve the work 

IX
Defences to Copyright Infringement

A
Fair Dealing

Three categories

Fair dealing exceptions need not be narrowly construed – since this is new, under CCH – old cases will say it must be narrowly construed

CCH:  mandate of copyright law is to harmonize owner’s rights with legitimate public interests, therefore fair dealing should not be narrowly construed

1
s. 29:  Research or private study

Research need not be private

Study must be private

· If doing own private studies as student would be private study

CCH Canadian (2002), 18 C.P.R. (4th) 161 (FCA)

2
s. 29.1:  Criticism or review (source & author)

Requires source & author if portion of work is reproduced 

Cie Generale des Establissements Micheline v. CAW (1996), 71 C.P.R. (3d) 348 (FCTD)

· Union argued its depiction of Michelin’s Bibendum was critical use

· Court held that (260) criticism requires analysis and judgment of a work that sheds light on the original, and does not include parody

· Pre-dates CCH – a very narrow view of criticism

CCH: concluded library photocopying of published court reports does not constitute fair dealing (Copyright Act amended afterwards)

Two requirements

1.  
The purpose of the dealing must be one of three allowable purposes identified in the Act:  research and private study, criticism and review, news reporting (what mattered was not the purpose of the LSUC library, but that of its members) =>  if an allowable purpose, 2nd element comes into play

2.  
The dealing must be fair, having regard to the 

· purpose of the dealing (commercial purpose may be a factor)

· character of the dealing  (if promotional, mass copying)

· amount of the dealing (qualitative and quantitative dimensions; Denning – how much/what is being taken)

· alternatives to the dealing (must be reasonable)

· nature of the copyrighted work (not all works are entitled to protection to the same degree – compilations vs artistic works, for instance)

· effect of the dealing on the work (same or different marketplace?)

Quebec case opened door to parody as form of criticism

3
s. 29.2:  News reporting (source & author)

Requires source & author if portion of work is reproduced

Allan v. Toronto Star Newspapers Ltd., (1997), 78 C.P.R. (3d) 115 (Ont. Ct. Gen. Div.)

· Allan had rights to photo that Toronto Star published without his authorization

· Allan lost:  use of photo was fair dealing, even if entire photo used (consideration, but not determinative factor)

· Relied on British caselaw – Hubbard v. Vosper (per Denning):  

“It must be a question of degree.  

You must consider first the number and extent of the quotations and extracts.  Are they altogether too many and too long to be fair?  

Then you must consider the use made of them  If they are used as a basis for comment, criticism or review, that may be fair dealing.  If they are used to convey the same information as the author for a rival purpose, that may be unfair.  

Next you must consider the proportions.  To make long extracts and attach short comments may be unfair.  But short extracts and long comments may be fair ….”

4
Other Statutory Exceptions

a
s. 29.4:  Educational institutions

Manual reproductions on dry-erase board, flip chart, overhead projector or similar device

s. 29.4(2) – reproduction for examination also permitted

unless (s. 29.4(3)), commercially available in appropriate medium

b
Libraries, archives, museums

c
Computer programs

Person who owns a copy of a program

· Can make a single copy by converting or translating

· For the compatibility of the computer program with a particular computer

· Solely for the person’s own use

· Destroyed as soon as person stops owning the copy

· Can make a single reproduction for backup purposes

· Destroyed as soon as person stops owning the copy

Shrinkwrap licences may expand or restrict these terms

d
Common carrier exceptions

s. 2.4(1)(b):  “a person whose only act in respect of the communication of a work … t the public consists of providing the means of telecommunication necessary for another person to so communicate thw ork … does not communicate the work to the public”

SOCAN Tariff 22:  FCA confirmed that exception applies to ISPs provided there is no caching and that ISP did not otherwise authorize the activity

e
Industrial design (s. 64)

Industrial design exception under s. 64

Industrial Design legislation directed towards ornamental aspects of useful design

(since useful elements should properly be protected for 15 years by Patent Act)

· Works created after June 8 1988

· Where copyright subsists in a design applied to a useful article

· The article is reproduced in a quantity of more than 50 under the authority of the copyright owner

· Various exceptions to this exception apply, such as trademark logos, graphic or photographic representations applied to face of article, woven or knitted patterns, etc.

· Protects logos, artwork on t-shirts; carpet industry 

· Copyright cannot be enforced

· Works created before 8 June 1988

· Designs protected under the Industrial Design Act were not protected by the Copyright Act 

5
Fair Use doctrine in US

Liability exists for ISPs if they have been notified of copyright infringement

Fair use is not an infringement

Open, since no specific categories listed

Factors to be considered: (Acuff Rose)

· The purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes

· Nature of the copyright work as a whole

· Effect of the use on the potential market for or value of the copyrighted work

· Court held for Acuff Rose – the parody was okay, as it did not display the use of Orbison song

· Sensitive to allowing freedom of expression and criticism

Parody is fair use under US law

6
Copyright and Freedom of Expression

Michelin v. CAW => CCH means court may be more open to looking at defence of parody

CCH has the most comprehensive test to analyze parody; and may allow more liberal interpretation of what fits into the 3 legislative exceptions

Day case – did  not raise fair dealing exception – not a case of parody – step 1 – has there been an infringement (copying and substantial taking), this establishes infringement; step 2 – are there any defences?  (authorization; fair dealing)

Campbell v. Acuff-Rose fair use is more broadly defined

X
Enforcement Issues

A
Copyright and technology

Encryption and other technological measures are being used as another defence to protect copyrighted materials

Copyright law has been designed to balance owners’ interest vs community interest in sharing information

Availability of books/information outside normal printed media, increases community interest; technological limitations therefore limit community interest

B
WIPO copyright agreement and dmca

Many belielve Americans have gone too far with DMCA

uestion of whether Canada 

C
Moral Rights (14.1 etc.)

1
Definition of moral rights

Include: 

· Paternity rights

· Integrity rights

· Reputation of author

Moral rights are held by the author and “act as a continuing restraint on what purchasers … can do with a work once it passes from an author ….” Théberge v. Galerie d’Art du Petit Champlain Inc.
Consists of statutory right 
· Where reasonable in the circumstances, to be associated with the work as its author

· To the integrity of the work , must not prejudice the honour or reputation of the author, through

· Distortion, mutilation or other modification

· Use in association with product, service, cause or institution 

28.2(1)  Author’s right to work’s integrity infringed only if work is, to prejudice of author’s honour or reputation

(a) distorted, mutilated or otherwise modified

(b) used in association with a product, service, cause or institution 

28.2(2) For paintings, sculptures or engravings, distortion, mutilation or modification prejudice is deemed to have occurred as a result of any distortion, mutilation or other modification of the work

Test is about artist’s reputation, but to satisfy court that is not merely artistic whim, requires evidence from experts/peers to support the artist’s claim

Moral rights are not infringed 28.2(3) if

(a) work’s location, physical means of work’s exposure, or physical structure containing a work is changed, or

(b) steps are taken in good faith to restore or preserve the work

Implicit reference to derivative works in s. 3(1) (“produce/reproduce the work … in any material form whatever”) confers on artists and authors exclusive right to control preparation of derivative works such as the Bibendum figure in the Michelin case -- Théberge v. Galerie d’Art
2
Infringing moral rights

s. 28.1:  Any act or omission that is contrary to author’s moral rights is, absent the author’s consent, an infringement of the author’s moral rights

3
Remedies for infringing moral rights

Seizure of a work before trial is not available in an action alleging breach of moral rights Théberge v. Galerie d’Art du Petit Champlain Inc.

Snow v. Eaton at 116-117; this was an interlocutory injunction, and courts less willing to grant such applications, especially for intellectual property cases

Criminal provisions exist in the Copyright Act 

Used significantly to fight counterfeiting

Part 2:  Trade Secrets 

Patents are a bargain between inventor and public

Inventor discloses invention to public in patent document specification

In exchange public grants 20 year monopoly to exclude others from using it

In trade secrets – no trade-off

Exam format

-Part A - Long question on patent law

-1 ½ - 2 page fact scenario 

-analyse problem and consider infringement and validity issues to arrive at conclusions based on the facts and the law

-Part B - Short question on Trade Secrets

-Brief fact scenario and application of law to facts

-Part C – Short question on Policy or Practical Issue
I
Trade Secrets:  Introduction

A
Basic Concepts, Definitions, Examples

1
Defining trade secret

A trade secret is

· Secret identifiable information which gives an advantage over competitors who do not know or use it

· Owners have the sole right to use the secrets

· Some trade secrets may also be protected by copyright, under common law

· Term is perpetual, as long as it is kept secret

· Is the information valuable because it is secret

· Has the owner taken precautions to preserve secrecy?

· Most common example is computer source code 

· Other examples = business methods

· Protectable upon its creation

· Concurrent secrets may exist – A and B establish same process for creation, independently 

· Technology, recipes, manufacturing processes

· Something that goes to core of what manufacturing company does in its trade

Once secrecy lost; protection lost (note: information in public domain may still qualify as protectible)

But information is not generally property Phipps v. Boardman 1966 HL

Confidentiality often gives value to information, but does not confer special property interests in it on anyone:  there is no property in an idea or in knowledge Matrox Electronic Systems Ltd.

Therefore courts cannot declare persons to be ‘sole owners’ of any confidential information  Matrox Electronic Systems Ltd. 

Often what is being protected is the original process of mind:  enforced against persons who want to use the confidential information without spending the time, trouble and expense of going through an entire discovery process Matrox Electronic Systems Ltd. 

Examples

· Chemical formulae and recipes

· Manufacturing processes and techniques

· Software source code and design methodologies

· Flow charts, databases

· Customer lists

· Marketing development and research plans

· Business opportunities – LAC Minerals, where court in split decision awarded constructive trust and returned property to plaintiff 

Should take the time to determine how to preserve their trade secrets 

· Take steps to proactively maintain trade secrets

· Identify elements you believe to be trade secrets

· Communicate to people who control the elements, that these are trade secrets – add notice re confidentiality, proprietary, non-distribution, copyright => this ensures those who take, took with knowledge of confidentiality

· Restrict access to trade secrets to those who need to know (usually through policy/hiring)

· Implement internal company processes – such as shredders

· Non-disclosure agreements – may be 1 or 2 way; should be used generously even if at the time, not germane; conversation may slip into confidential discussion of trade secret-related knowledge – to disclose, should have NDA

· Area of independent development – to preserve your own ability to develop independently regardless of other party’s proprietary work – “each party is free to independently develop whatever it wants, without regard to what other party is already doing”

· Things provided under NDA – red flag because requires attention but often ignored – maintain records of NDA and information that was disclosed

· Inform employees proactively of trade secrets – their obligations relative to trade secrets

· On termination – provide employees with NDA they signed on employment, as evidence in case trade secrets infringed

· Take feasible steps to retrieve tangible items from employee

· Put new employer on notice (punitive damages evidence)

· All these elements provide evidence in court that company intended to protect specific trade secrets:  identified it, informed employees, etc. 

· Reduce risk of trade secrets’ misappropriation

· In letters offering employment, obtain acknowledgement that employee will not use confidential information from previous employment – places hiring company in position of legitimately asking employee to do job lawfully

· Treat allegations seriously

· Ensure you do not misappropriate 3rd party secrets

2
Ownership and rights

· An owner has the sole right to use the secret (since you are the only one who knows how to do so) LAC Minerals
· Trade secret protection can be enforced against third parties LAC Minerals 119

· who receive confidential information from confidee knowing it is confidential, 

· or if continue to use the information after notice 

· There is no enforcement regime

· Some trade secrets may also be protected by copyright

· Common law protection:  Need not be registered; exists of its own

· Keeping the trade secret

3
Term:  perpetual, if secret

· perpetual, subject to keeping it secret

· If disclosed, protection is lost

· However, some information in public domain may be trade secret

· Example 1– computer software program with several components, a, b, c; integration of a, b, c with d may create the trade secret

· Example 2 – can claim against a former employee who leaves to work for competitor and performs similar work; to the extent that the information taken by the employee is public, but the employee was able to synthesize it more quickly because of work experience – original process of mind may be protected, as creating the work from scratch would have taken longer 

4
What is confidential information?

A “combination of elements” may be protectable “notwithstanding that some or all of the constituent elements were themselves widely known” Cadbury
“what is really being protected…is the original process of mind”  Cadbury

“low threshold on what kinds of information are capable of constituting the subject matter of a breach of confidence” Cadbury 

May be comprised of public information, “but what makes it confidential is the fact that the maker of the document has used his brain and thus produced a result which can only be produced by somebody who goes through the same process” (LAC, p. 154)

· need not be a patentable invention:  

· nonsensical information is not a barrier to confidentiality

· goes to the issue of determining damages (less special means lower damages)

5
Remedy:  breach of confidence

Matrox Electronic Systems Ltd.:

“even when all of the information becomes public, 

if an ex-employee is able, by information provided by or developed for the previous employer, 

to gain an advantage that the ex-employee would not have had if he or she had to check only public sources, 

such ex-employee will still be liable for breach of confidence despite the public disclosure” 

An owner has the sole right to use the secret.  Trade secret protection can be enforced against third parties who receive confidential information from the confidee knowing that it is confidential, or, in some circumstances,  if they continue to use if after notice.  (LAC Minerals at 119)

The value of confidential information depends on its nature Cadbury, citing Seager v. Copydex:

	Nature of the information
	How achieved
	Value

	1.  Nothing very special
	no inventive step; could be obtained by any competent consultant


	the fee the consultant would charge for it)

	2.  Something special
	inventive step; could not be obtained by consultant


	price a willing buyer would pay for it

	3.  Very special indeed
	
	remunerated by a royalty

could give an equivalent of royalty by calculating capitalization of royalty (lump sum)


However, the act of making something secret also suggests its value

Factual determination; allows discretion to give remedy that suits the facts

Confidential information:

· broader than trade secret

· includes trade secrets, customer lists, plans, business strategies

· includes not only core business, but also operating

· loss => sue for breach of confidence

Coca-cola example:

Recipe

Process of manufacturing 

Bottle design

Label design

KFC

Copyright exception for educational purposes – showing is allowed; distributing may not be

5
Test for breach of confidence

Dealing with trade secrets inappropriately:  copyright infringement, NDA contract breach, unfair competition, cc – conspiracy 

LAC Minerals
1st
That the information conveyed was confidential 
2
That it was communicated in confidence (employees need not be expressly advised, if circumstances are such that reasonable person would realize that confidence was involved Coco v. AN Clark (Engineering))

3
That it was misused by the party to whom it was communicated

B
Juristic Foundation for Protecting Confidential Information

All trade secrets cases are factually based

Theories to support trade secrets, or protecting confidential information in some way

still not clear

4 different ways to grant relief:  whether a breach of confidence has a “contractual, tortious, proprietary or trust flavour  goes to the appropriateness of a particular equitable remedy, but does not limit the court’s jurisdiction to grant” the remedy   Cadbury at para 26.

1
Equity theory 

Analysis based on equity principles:  looks at behaviour of recipient of confidential information; pursues information into hands of third party

· assessing behaviour of parties

“Equity … directs itself to the behaviour of the person who has come into possession of information that is in fact confidential and was accepted on that bass …. Equity will pursue the information into the hands of a third party …” Cadbury at 300

…

However, in LAC Minerals La Forest J (minority) did not countenance view that proprietary remedy can be imposed whenever it seems “just” to do so, because this leaves proprietary rights to “some mix of judicial discretion … subjective views about which party ‘ought to win’ … and ‘the formless void of individual moral opinion.”

Yet equitable remedies now available in absence of fiduciary duty  Apotex 
Goal should be to match remedy to underlying policy objectives (M(K) v. M(H) 1992 S.C.R.)

2
Property theory

· In US, confidential information = property

· Not in Canada 

· Unclear whether in UK:  Re Keene 1922 – secret formula considered to be an asset that could be passed to a trustee in bankruptcy

· Can confidential information be object of theft?  R v. Stewart SCC (hotel employee list)

· S. 283 Criminal Code:  Theft is taking of “anything whether inanimate or animate” PROVIDED it deprives the victim of something

· Cadbury argued analogy between breach of confidence and protection of intellectual property =>in particular, policy objectives under patent protection apply here

· in R. v. Stewart, information is not property for purposes of theft provisions of Criminal Code, BUT did contemplate that information could be property

· Confidential information has many characteristics of other forms of property R. v. Stewart
· Can be sold, licensed, bequeathed

· Can be subject of trust

· “property” refers “to the cluster of rights assigned to the owner”, so confidential information could pass as property

3
Contract theory

· If you set up a contract identifying certain information as confidential, and it is taken, there is breach of contract

· Often in employment and joint venture agreements

· Contractually defines the confidential information and how it is to be treated

· “… the law will supplement the contractual relationship by importing a duty not to misuse confidential linformation ….” Cadbury at para 32.

· But contractual terms can also limit or negative more general duty implied by tort, or expressly/implicitly with confidentiality Cadbury at para 36.

· Failure to refer to confidentiality “cannot reasonably be read as negating the duty of confidence imposed by law” Cadbury at para 38.

4
Sui generis  theory

· Sui generis  hybrid springing from different roots in equity and common law 

· Allows courts greater flexibility to uphold confidentiality and to craft remedies for its protection
· Examples in Seager v. Copydex Ltd 1 and 2, LAC Minerals, Apotex Fermenation 
· LAC Minerals confirms courts’ jurisdiction in breach of confidence action to grant remedy dictated by facts of each case, rather than strict jurisdictional or doctrinal considerations (Cadbury at para 24)
· Sopinka J, minority in LAC Minerals:  “foundation of action for breach of confidence does not rest solely on one of the traditional jurisdictional bases for action of contract, equity or property.  The action is sui generis  relying on all three to enforce the policy of the law that confidences be respected” 
II 
Elements of Cause of Action for Breach of Confidence

If disclosure of confidential information Cadbury , at para. 32

Places confider in position of vulnerability to its misuse

And the vulnerability is exploited in a commercial context,

It can be remedied by a action for breach of confidence or breach of contractual term (express or implied Pre-Cam Exploration & Development)

3 elements must be established  LAC Minerals at 103; Matrox at 26

· Secrecy:  Information had the necessary quality of confidence (eg, employment agreements, security, operations)
· Obligations of confidence:  It must have been imparted in circumstances where obligations of confidence arise and

· Unauthorized use causing harm:  a) There must be unauthorized use of the information b) to the detriment of the communicating party

Detriment:

· required to show cause of action

· in Cadbury, SCC found plaintiff suffered no economic loss

· says loss is broad concept, citing Spycatcher :  detriment exists even if there is no positive harm, because confider’s confidence has been disclosed – a form of mental distress?
Types of information that can constitute subject matter of breach of confidence

· “some product of the human brain” applied to existing knowledge Coco v. AN Clark (Engineers)
· even nonsensical or commercially disastrous inventions Nichrotherm Electrical Co. v. Percy 
Courts emphasize that the action is related in the relationship of confidence, NOT the legal characteristics of the information confided
· Where ingredients giving rise to fiduciary duty are present (particular vulnerability exploited by exercise of discretionary power M(K) v. M(H))

· Existence of fiduciary duty will not be denied because of commercial context Hodgkinson v. Simms
Yet Lord Denning in Seager v. Copydex analogized compensation for breach of confidence to damages for conversion of property

· Court found ‘unconscious plagiarism’

· No injunction awarded

· BUT defendant ordered to pay plaintiff market value of information it had wrongfully, yet innocently, misappropriated

· If defendant is morally blameless, how can equity work to address this, since equity is based on moral wrong? => not yet resolved in Canada 

UK has rejected tort to protect breach of confidence

Cadbury considered that tort principles could affected rules governing assessment of equitable compensation

· Doctrinal differences – remoteness, intervening cause, negligence

· Says no to tort

Cadbury Schweppes Inc. v. FBI Foods Ltd et al (1998), 83 C.P.R. (3d) 289 (SCC) at 20

Issue was licensee’s development of competing secret “dry mix” recipe, as licensor provided “related information about its recipe and manufacturing procedures which the trial judge found to be confidential”

Held:  At trial:  contract was not breached, but in food industry there is well-understood obligation of confidentiality 

“without the formula and process information about Clamato, [licensee] could not have developed Caesar Cocktail personally”, but could have done so by hiring appropriate skills within 12 months at modest cost

Springboard:  artificial quick launch into market, through wrongful misuse of confidential information

Lâches?  Defence that plaintiffs took too long to file suit; because plaintiff surreptitiously sent in technical expert to discover the exact formula of defendant’s formula 

SCC:  “… respondents did not bargain for the unfair competition of having their own know-how, imparted in confidence, used against them.  The contract cannot reasonably be read as negating the duty of confidence imposed by law” [para 38]

SCC decides not to treat confidential information as property

Equity allows court options to grant appropriate remedy, based on the particular facts

Analysis based on equity principles:  looks at behaviour of recipient of confidential information; pursues information into hands of third party

Relationship between breach of confidence and fiduciary duty

Fiduciary duty:

· Will ground a remedy that is proprietary; gives access to stronger remedies

· BUT does not generally apply to business entities dealing at arm’s length; requires vulnerability

· BUT equitable remedies do not rely on presence of fiduciary relationship

Contract
· No privity between Cadbury and FBI

· Nevertheless, did the parties contract out of equity?  Contract assumed competition

· In any event, Cadbury did not bargain for unfair competition from breach of confidence

· Even if contract allows for competition later, the competition cannot be unfair

LAC Minerals Ltd. v. International Corona Resources Ltd [1989] 2 S.C.R. 574

5 of 5 said breach of confidence, only 2 of 5 said fiduciary duty, but 3 of 5 imposed constructive trust despite no fiduciary duty

Thus, “whether a breach of confidence in a particular case has a contractual, tortious, proprietary or trust flavour goes to the appropriateness of a particular equitable remedy but does not limit the court’s jurisdiction to grant it.”

Test for breach of confidence

Note:  duty of confidence can arise outside a direct relationship (where C receives information from B in breach of B’s obligation to A) but this is not a breach of fiduciary duty

· Information that is conveyed is confidential (private and not published)

· The information is communicated in confidence (mutual understanding that working in joint venture, and that valuable information conveyed to Lac in circumstances that give rise to obligation of confidence)

· The information is misused by the party to whom it was communicated (Lac used the information to buy the property without Corona’s authorization)

Remedy:  restitutionary relief (either proprietary or monetary)

Test for fiduciary obligation

· Fiduciary has scope to exercise some discretion or power

· Fiduciary can exercise that power/discretion unilaterally to affect the beneficiary’s legal/practical interests

· Beneficiary is peculiarly vulnerable to/at the mercy of the fiduciary holding the discretion or power

Remedy:  restitutionary relief (either proprietary or monetary)

Not all breaches of fiduciary responsibility give rise to constructive trust; remedies may vary (Korkontzilas et al. v. Soulos)

3 factors that supported imposition of fiduciary duty on LAC Minerals

1.  Trust and confidence

· If A imparts information to B in confidence, 

· and A and B know the information is confidential, 

· then A and B’s expectations may be affected 

· so that A reasonably anticipates that B will act or refrain from acting in a certain way (note that breach does not require harm to result)

2.  Industry practice

· here, if parties are seriously negotiating,

· the practice is not to act to the detriment of the other

3.  Vulnerability

· A is vulnerable if they are susceptible to harm or open to injury

· A is vulnerable to B if B can harm A

· B need not harm A to breach fiduciary duty 

III
Remedies

Injunctions are big stick to hold over defendants; lucky to get

Equity “cannot be blind to the nature of the opportunity lost to the respondents, or the value of their information, and will avoid unjustly enriching the confider by overcompensating for ‘not very special’ information Cadbury at para 76

Requires evidence of lost profits Cadbury
Breach of fiduciary duties brings larger damages since greater harm held

Moral indignation should not be used to inflate calculation of a compensatory award Cadbury at para 64:  

Respondents entitled to no more than restoration of the full benefit of this lost by time-limited opportunity; here

· confidential information ‘nothing very special’

· springboard doctrine (Terrapin Ltd v. Builders’ Supply Co 1967; LAC Minerals)

Objective of the remedies Cadbury
· to put the confider in as good a position as it would have been, but for the breach

· Several different ways to calculate the damages exist, depending on the circumstnaces

· Cadbury’s lost opportunity – the defendant, using the confidential production techniques, entered the market earlier than would otherwise have done

· BUT incorrect to base damages on lost profit of ASSUMED sales of good, since there was no evidence of that sales were affected by the new entrant 

· Term of loss – 12 month period that defendant would have needed to enter the market but for the breach of confidence

· Remedy in Cadbury  -- damages for 1 year 

A
Damages/accounting of profits

Amount:  damages = amount would have earned had competitors not misused the trade secrets

Factors include

· Assessing the loss attributable to the breach of confidence during the term at issue

· Term of compensable period – when unfair competition began

· Other market factors (sales/operational changes)

· Royalties otherwise payable

· Broad equitable result (exactitude neither required nor possible) Apotex
Include pre-judgment interest from dates of losses, and post-judgment interest at table rates (usually simple interest)

B
Injunction

Injunctions are equitable and discretionary

Injunctions transform private obligations into public duties Matrox

They restrain the apprehended or continued misuse or disclosure of confidential information

Equities in favour of claim for injunction should be balanced against defendants’ equities in continuing a business to whose success the confidential information has contributed minimally  Cadbury at para 86

Since equitable, delay in bringing suit reduces chance of getting injunction (lâches)

Breach of injunctive order must be susceptible of proof beyond reasonable doubt Matrox Electronic Systems Ltd. 

· If no written prohibition of competition within reasonable area for reasonable period, or no prohibition on use of confidential information for specified period (and employee has not taken hard copy of the information), injunction difficult to enforce Matrox Electronic Systems Ltd. 

· If a written agreement fixes confidence period or modifies nature of confidence, court should not grant injunction for longer period or for period inconsistent with terms of agreement

a
Permanent – requested after trial

· Affected by delay of plaintiff, quality of the confidential information and whether loss can be compensated by damages

· Consider whether injunction would exceed what is necessary to restore plaintiffs to competitive position they would have enjoyed but for the breach Cadbury at para 87

· If money can compensate adequately for the breach, then injunction should not be granted Cadbury at para 88-89

· Does failure to grant amount to compulsory licence?

b
Interlocutory – requested before trial

3 requirements

1. Triable issue:  reasonable issue for trial (low threshold)

2. Irreparable harm:  damages will not be able to compensate the harm that will occur without the injunction

3. Balance of convenience:  which party suffers more inconvenience if injunction does not take place

Hard to get in intellectual property cases, based on US law – since everything is quantifiable, damages are easy to determine

Factors to assess lead time for springboard effect:

· Amount of money or effort expended to develop the information

· Ease or difficulty with which the information could be properly acquired or independently duplicated by others

· Cadbury – not very special vs very special indeed

C
Constructive trust

Entitlement to the remedy requires Pettkus v. Becker (1980) 2 S.C.R. 834

· Unjust enrichment

· Correspondent deprivation and

· The absence of any juristic reason for that deprivation

Appropriate remedy even if no fiduciary duty found

Court then examines circumstances to determine whether constructive trust is appropriate remedy 
D
Delivery up/destruction

How do you deliver up a trade secret?  

Could give back a CD

E
Specific Employer/Employee Issues

Matrox considered rights of employer relative to employee and considered property argument:

If an employee “uses” confidential information by memorizing the information…, the employer is not deprived of the use or possession of the information.  It is only deprived of the confidentiality of the information.  Although confidentiality often gives value to information, it does not confer a special property interest in it upon anyone.  There is no property in an idea or in knowledge… Therefore, the Court cannot declare Plaintiff [employer] to be “sole owner” of any confidential information acquired by Defendants [employee] from Plaintiff.


Matrox v. Gaudreau, [1993] at para 68:

Court found no copyright protection in methodology, then considered breach of confidence

· Plaintiff argued this because expression of code was copyright, although how algoriths work together is not copyrightable

Property argument

· There is no property in an idea or in knowledge

· Employer was not ‘sole owner’ of any confidential information

· Employee’s use did not deprive employer of the use or possession of the information

Obligation of good faith and loyalty continues during employee’s spare time Hivac Ltd v. Park Royal Scientific Instruments
If employee works for 3rd parties outside regular hours, should avoid competing with the employer directly or indirectly Bank of Montreal v. Keut Leong Ng
Breach of good faith obligation can give rise to responsibility for damages caused; those who profit from breach of this obligation must disgorge the profits Bank of Montreal v. Keut Leong Ng

Breach of confidence was the real issue

Paras 48-59 at 49 of casebook

p. 22 Matrox
Springboard:  scope and duration of the obligation enforcing good faith upon an ex-employee while the rest of the world catches up

Faccenda Chicken Ltd. v. Fowler (1985), [1986] 1 All.E.R. 617 (C.A.)

… while it may be true that an employee is entitled – and is to be encouraged – to build up his own qualities of skill and experience, it is equally his duty to develop and improve his employer’s business for the benefit of its employer.  These two obligations interlock during his employment:  after its termination they diverge and mark the boundary between what the employee may take with him and what he may legitimately be asked to leave behind to his employers

How do you deal with confidential information is imparted?

And suppose the recipient adds ideas of his own and improves the initial scheme

Suppose the parties then part?

How does conscientious recipient comply with requirements of equity

Recipient must take special care to use only the material which is in the public domain

Should go to the public source and get it

OR, at any rate, not be in a better position than if he had gone to the public source

Matrox, citing Lord Denning

IV
Role of Trade Secrets

Once a trade secret is lost, it is gone; different for patents

No disclosure – not feeding advance in the art by  others

Secrecy and corporations:

· Similar to patents in that value lies in ability to exclude others from exploiting

· Useful when a patent would be problematic because of required disclosure

· Secrecy more important sometimes

· Important to employers that employees are restrained form free use of company’s secrets?

Should confidential information be considered property?  Does it matter?

Some questions

What happens if confidential is disclosed?

Is there a remedy

Does it matter if disclosure is wrongful?

What if a third party receives the information unaware that it was communicated in confidence?

What if 3rd party receives with no obligation?

Where to draw the line in an employee’s remembered confidential information?  Factual in nature

Part 3:  Patents

From the biotech patent law course (March 2005)

Types of contracts commonly associated with non-disclosure agreements

Intellectual property contracts

1. 
NDA

· Confidentiality 

· Define whether regarding discoveries, data, inventions

· When using these terms, remember that terms can be defined the way you want in a contract 

· Contracts serve 2 purposes:  what you want it to be clear on (eg, ownership), but also enough detail about the procedures that will work when you interact with the other parties to the contract 

2.
Material Transfer Agreement (give me some samples to test and evaluate)

· Can be part of something larger, such as clinical trial or licensing agreement

· Can also be part of an NDA

· Key:  confidentiality – refer back to terms of NDA if you are happy with it, or make sure that whatever terms for confidentiality mesh in an identifiable way – if not, define which contract supercedes the other

· Deal with confidential agreement again

· Deal with handling of samples

· Be more explicit about reverse-engineering, either to control or prohibit it outright

· Control how much sample you are sending over

· Control use of unused sample

· Deal with ownership of physical samples, and any intellectual property that results from the sample

· Deal with ownership of confidential/intellectual property 

· Deal with regulation of materials, especially re tissue samples etc.

· Common with smaller biotechs and bigger companies, precursor to manufacturing agreement/R&D/licensing agreements

· (indicate you are still not giving a licence; limited by timeframe and use parameters)

3.
Licence contract

· Intent is to give someone the ability to achieve distinct commercial outcome

· exclusive – without financial support no future royalty stream

· non-exclusive – based on geography (mini exclusive licences for given field or use or given territory)

· Royalty/payment structures

· Can be exclusive vs non-exclusive

· Consider territory

· Consider payments flow and term of patent claims and patent validity (if patent fails, no reason to pay money; “twenty years or for the life of the patent”, if extension is possible)

· Maybe a quid pro quo for doing research 

· Consider where rights will flow from improvements and advancements

4.
Research/Clinical trial

· NIA National Institute of Health in US

· Be aware of where ownership and access to intellectual property is strictly enforced

· Consider quid pro quo re doing research (be aware of where the ownership of the intellectual property resides)

· Be careful in particular with universities, that want a revenue stream and will try hard for it

· Consider working a deal that is reasonably favourable

· Royalty will come to play in a licence proper

5.
Assignment of rights (Trade mark, patent)

6.
Collaborative research

· Consider where rights will flow from improvements and advancements

· Definition of technology important

7.
R&D

8.
Value-added reseller

9.
Manufacture & supply (outsourcing)

· Consider where rights will flow from improvements and advancements

· May have to adapt protocols for small scale, to larger scale

· Definition of technology important

10.
Distribution (outsourcing)

11.
End User Licence Agreements (e-commerce)

12.
Shrinkwrap/webwrap agreements (e-commerce)

13.
Technology/asset purchase contracts

14.
employment/consultancy contracts

· mergers

· presumption in law that if employee bound to assign over inventions to employer but if consultancy, must be explicit that the relationship contemplated inventing, and part of consideration was to assign over inventive contributions

I
Introduction to Patents

A
Patent Act 

	Definition

	2
	Invention is any new and useful art, process, machine, manufacture or composition of matter, 

or any new and useful improvement in any art, process, machine, manufacture of composition of matter 

	42
	Patent contents:  patentee has sole right to make, use and sell the product and/or process covered by the claims of the patent

Buying something gives purchaser implied licence – but cannot reproduce it; this would constitute infringement

	27(1)
	Commissioner shall grant patent if the application is filed in Canada in accordance with Patent Act and all other requirements of Patent Act are met

	40
	Whenever Commissioner is satisfied that applicant is not by law entitled to a patent, he shall refuse the application  (by registered letter, notifying of ground/reason for refusal)

	Dates

	2
	Filing date:  means, in relation to an application for a patent in Canada, the date on which the application is filed, as determined in accordance with section 28;

	28.(1)
	is the date on which the Commissioner receives the documents, information and fees prescribed for the purposes of this section or, if they are received on different dates, the last date.

	2
	Claim date: means the date of a claim in an application for a patent in Canada, as determined in accordance with section 28.1

	28.1(1)
	Claim date in an application for a patent in Canada (the "pending application") is the filing date of the application, unless there is a previously filed application:

(a) the pending application is filed by a person who

(i)  has previously regularly filed in Canada an application for a patent disclosing the subject-matter defined by the claim, or

(ii) is entitled to protection under the terms of any treaty or convention relating to patents to which Canada is a party and who has previously filed in any other country that by treaty, convention or law affords similar protection to citizens of Canada an application for a patent disclosing the subject-matter defined by the claim;

(b) the filing date of the pending application is within twelve months after the filing date of the previously regularly filed application; and

(c) the applicant has made a request for priority on the basis of the previously regularly filed application.

(2) In the circumstances described in paragraphs (1)(a) to (c), the claim date is the filing date of the previous regularly filed application.

	
	Effective date – where a Canadian application is based on a foreign filing, the priority or filing date of the  international application

	Requirements

	27(3)
	Specification of an invention must

(a) correctly and fully describe invention and its operation/use as contemplated by inventor

(b) set out clearly various steps in a process, or method of constructing, making, compounding or using a machine, manufacture or composition of matter, 

so clearly, concisely and exactly

as to enable any person skilled in the art/science to which it pertains/is most closely connected

to make, construct, compound or use it



	27(4)
	Specification must end with claim/s 

defining distinctly and in explicit terms 

the subject-matter of the invention 

for which an exclusive privilege or property is claimed

	What may not be patented

	27(8)
	No patent to be granted “for any mere scientific principle or abstract theorem”

	28.2(1)
	Invention must be new (s. 2):  Means no previous disclosure of subject-matter

(a) anticipation:  inventor cannot disclose own invention more than a year before inventor files to public in Canada or elsewhere – this discloses the inventor him/herself; or by person who obtained knowledge directly/indirectly form applicant  

(b) prior art:  any disclosure before claim date by someone other than inventor, patent is invalid due to anticipation 

	28.3
	Invention must not be obvious

	32
	Patents may be granted on improvements

	34.1(1)
	Prior arts claims about patent applications may be filed

	43(1)
	Form/duration of patents

	43(2)
	Once issued, patents are valid in absence of evidence to the contrary  

	Patent term

	44
	Filed after 1 October 1989:  20 years

	45(1)
	Filed before 1 October 1989:  17 years

	45(2)
	If 17-year term unexpired by coming into force of Patent Act term = 17 years from when patent issued or 20 years from filing date, whichever expires last

	47(1)
	New/amended patents may be issued for patents that are defective/inoperative due to insufficient description/specification

	47(2)
	Effect of new patent

	48(1)
	Patentee may disclaim anything included in patent by mistake

	48.1(1)
	Anyone may request re-examination of patent claim by filing prior art (patents, public applications for patents, printed publications) and paying fee

	Assignments

	49(1)
	Patents may be assigned or bequeathed; absent assignment/bequest, may be granted to personal representatives of deceased inventor’s estate

	49(2)
	Assignees may object to inventor’s filing patent after assigning rights

	49(3)
	Assignments require witness affidavit or other proof

	50(1)
	Patents may be assigned in whole or in part, in writing

	50(2)
	Assignments or grants and conveyances of exclusive rights made in Canada must be registered with Patent Office

	50(3)
	Assignments, grants, conveyances require witness affidavit or proof to be registered at Patent Office 

	51
	Assignments are void unless registered before assignee registers claim

	52
	Federal Court has jurisdiction to order any entry in Patent Office relating to patent title to be varied or expunged

	Void patents

	43(1)
	Patent is void if any material allegation in the patent application is untrue, or if the specifications/drawings contain less than is necessary to obtain their purported end, and omission is wilfully misleading

	53(2)
	If 53(1) omission or addition was involuntary error, court shall decide based on facts and patent held valid

	Patent infringement 

	54(1)
	Infringing action to be brought in court of record of province 

	54(2)
	Nothing impairs jurisdiction of Federal Court under s. 20 9 of FCA 

	55(1)
	Liability for patent infringement = damages sustained by patentee after patent granted

	55(2)
	Liability for infringement before patent granted = reasonable compensation from time patent laid open for public, to time when patent is granted

	55.01
	No remedy may be awarded for infringement committed 6 years + before infringement action begins

Can still sue after this 6 year period, but only for six years’ worth of remedy

	55.1
	Burden of proof for patented process

	55.2(1)
	Not patent infringement for any person to make, construct, use, sell patented invention solely for uses reasonably related to development and submission of information required under any Canadian law

	55.2(5)
	If inconsistency between other acts/regulations, this act/regulations to prevail

	55.2(6)
	Greater certainty re 55.2(5)

	56(1)
	Patent does not affect purchaser who bought before patent issued, cannot reproduce, but can sell it

	60(1)
	On instance of the AG or any interested person, any patent or patent claim may be declared invalid or void

	60(2)
	Declaration as to no infringement

	60(3)
	Plaintiff to give security of costs

	Abuse of patent rights

	65(1)
	AG or any interested person may apply 3 years after patent granted alleging abuse of exclusive rights

	65(2)
	Exclusive rights abuse defined


B
Form of analysis

~ what relevant provisions of the Patent Act apply?

1
Construe the claim 

using purposive construction (as suggested by Catnic and Consolboard) what are the essential elements claimed by the inventor?

A
Essential element?  


Court should identify, with assistance of the skilled reader, the words/phrases in the claims that describe what the inventor considers to be the essential elements of his/her invention Whirlpool 

Rely on patentee’s language to determine essential/non-essential; does patentee’s claim language indicate that there are variants that could perform substantially the same function in substantially the same way tro achieve the substantially the same result as the means specified in the patent? Free World Trust (para 68)

Consider the author’s purpose and intent Lister v. Norton Brothers and Co 1886 UK

Do not use dictionary, but consider the specification to see the sense in which patentees have used it Western Electric v. Baldwin International Radio, cited in Whirlpool at para 52

Skilled reader brings knowledge of purpose to this exercise Burton Parsons Chemicals Inc.
Skilled addressee:  “the ordinary man who many not have the advantages that some employees of large companies may have”  Beloit Technologies  “a competent workman reading the specification” and what s/he would have understood Consolboard 
But judge is the final interpreter of claims language Mobil Oil 
When claims differ from each other in a single feature, that single feature is likely essential to the claim Whirlpool, citing Jamb Sets Ltd 
B
Determine the scope and content of the plaintiff’s invention

Do the claims relate to all aspects of the patentable subject – process and product?


Is the specification a single document?


Is the specification complete?  

Determining whether activities of party accused of infringing fall within scope of monopoly is a question of fact Western Electric 

2
Is the patent valid?

s. 45 creates presumption of validity; burden lies on the opposing party to prove on a balance of probabilities that the patent is invalid   noted in Whirlpool at para 75
A.
Is the subject matter patentable

Inventions must be patentable subject matter, falling into Patent Act categories

s. 2:  must be an art, process, machine, manufacture or composition of matter

B
Is it new, useful and not obvious?

Non-obviousness = inventive step

A patent that lacks inventiveness cannot be novel

Test:  Beloit Canada 

would a non-inventive but skilled technician, in light of the art and general common knowledge at the claim date, have come directly and without difficulty to the solution taught by the patent? (a dffficult test to satisfy)

New:  if it is  not new, then there is no advance & no patentability

Anticipation means that the intention has been disclosed to the public before patent’s application

“Your invention, while clever, was already known”

Anticipation must exist in a specific patent or  single other published document, containing so clear a direction that a skilled person reading and following it would in every case and without chance of error be led to the claimed invention Beloit Canada 
Useful:

C
Are the specifications unambiguous?

Specifications must be complete enough to allow a person skilled in the art to make successful use of the patent Consolboard 1981 SCC 

3
Is the patent void?

Patents may be void due to misrepresentation of material facts 

4
Has the patent been infringed?

A mixed question of fact and law

A
Who holds the patent?

Can it be assigned?

B
Infringement


Excluding essential element means no infringement Freeworld Trust 

Patents are only granted for their essential elements – the pith and marrow of the claim Catnic
The question is whether those skilled in the art would understand that patentee intended strict compliance with a particular word/phrase Catnic 

Including non-essential element means infringement Freeworld Trust 

II
Subject matter of patents

“simply a secret that everybody knows”

“Patent”:

· Exclusive right to make, construct or use an invention, and sell it to others to be used

· from latin patere which means “to be open….to be revealed, disclosed, clear”. 
· also used in other areas of law:  “letters patent of incorporation”; mining patent allows exclusive exploitation

· inventors are entitled to one patent for each invention with non-identical claims 

· claims define the patent monopoly

Goal of Patent Act:  to advance research and development, to encourage broader economic activity Free World Trust v. Életro Santé Inc. 2000 SCC 

Origins traced back to Statute of Monopolies of 1624 – outlawed all patents and monopoly grants from the Crown with the exception of:

“Letters patents and graunts of privilege for the terme of fourteene yeares or under, hereafter to be made of the sole working or making of any manner of new manufactures…to the true and first inventor…” 

Patent specification – basis of the “bargain” – did not appear until early 18th century.  

Claims were required as of 1883 in England

Question: did patents play any role at all during industrial revolution?

By implication – do they play a positive role now?

First Canadian Patent Act 

· Only residents could patent inventions here
· Term was 5 years, but could be renewed for 15 years (2x)

· Compulsory working of invention was required

· Government retained right to use inventions

· Canadian Patent Act evolved from patent law enacted in 1869.  Based in large part on US Patent Act of 1836.  Notable differences from UK. :  s. 2 based on US Patent Act, but US statutory law is different

· Patent Office maintains database accessible by web  browser of patents and applications

· Average delay in granting Canadian patents is 3.5 – 4 years (patents granted from date of filing)

Strongest form of IP protection in terms of remedies

· But could argue that trademarks [indefinite] and trade secrets are stronger, but awards from patent litigation exceed those from other forms of litigation:  when defendants infringe patents, plaintiffs have many remedies and can shut down defendants more easily than with other forms of property)

Territorial in nature; granted by individual countries.

· No international patent

s. 42 of Patent Act – rights, absolute nature

· Patentee has sole right to make, use and sell the product and/or process covered by the claims of the patent

· Protection is absolute; good against independent inventor:  monopoly against other inventors

· Protects against building, selling etc.

· Different from copyright and trade secrets

First to file system in Canada 

· First to file patent application wins

· A form of “insurance” for inventors

· Similar to most nations

· US and Philippines have first to invent systems

Quid pro quo / 2-way street

· •Is a bargain or contract with the public.  A “two way street”.  A “monopoly” [?] in exchange for disclosure of the invention.  As such, it advances the technology in the field

· •In Canada, a patent (letters patent of invention) is a document under seal of the Patent Office, pursuant to legislative authorization, 

US view – contrary to most people’s thinking – CvB disagrees with this too:

“A patent is not a monopoly – it is not a grant made in derogation of some common right.  The patentee takes nothing from the community – he is a great public benefactor, because he gives to the community his invention for the reward provided by the statute in the form of Letters Patent….An American patent is a written contract between an inventor and the Government…”

CvB agrees with this:

 “the exclusive right granted to an inventor by contract is not, as generally understood, the right to make, use or vend the patented invention, but, on the contrary, is the right to exclude others from making using and vending the invention of the patent.” (Mitchell at 84).
See p. 2 of casebook -- 
Patents do not give you the right to do the thing you apply for, but to prevent others from doing so

(section that prevented application for immoral/illegal things has been removed => Harvard Mouse case debate dealt with immorality of certain things)

Patent system is designed to advance research and development and to encourage broader economic activity

If patents lack precision and certainty, these goals are threatened because competitors may fear to tread in the patent’s vicinity Free World Trust
Patents of uncertain scope are a public nuisance that chill competition  Free World Trust, citing RCA Photophone Ltd 1936

2nd lecture (Tuesday 13 January 2004)

A
What is patentable

Patent Act’s central objects:  to advance research and development, and to encourage broader economic activity Freeworld Trust 

Products of human ingenuity must fall within terms of s. 2 of Patent Act to be patentable:  3+1 “pillars of patentability”

Inventions must be

1.  
New (ss. 2, 28.2)
2. 
Useful (s. 2)
3. 
Not obvious (s. 28.3)
Plus 1:  
must be patentable subject matter:  art, process, machine, manufacture or composition of matter, or any improvement thereof 

New:  

s. 2:  cannot be exposed anywhere else before filing date

s. 28.2:  Invention cannot be anticipated by prior disclosure or anything else that would deem it to lack novelty under the Patent Act 

Must fall within the one-year grace period for non-anticipatory other art

Must meet the tests of novelty

Hitherto unrecognized properties -- patents may be filed for new use for known compound Shell Oil Co. v. Commissioner of Patents 1982 SCC 

A new process is not an invention unless it is useful in some practical sense Proctor & Gamble Co 1979 FCA

Under s. 2 art includes process that Progressive Games v. Commissioner (1999 FCTD)

(a) is not a disembodied idea but has method of practical application

(b) is a new skill and innovative method of applying skill or knowledge and

(c) has a result or effect that is commercially useful

Must substantially modify the original thing or create a new thing

Useful:  

s. 2:  must work in and of itself

Must work as disclosed in the patent

A new invention is not an invention if it is not useful Procter & Gamble 1979 

Must meet the test of utility:  be operative and have some commercial value  

If it is not useful, is not an invention under meaning of Patent Act 

Where new, utility as of priority date must be either demonstrated OR based on sound prediction from information and expertise then available Apotex at para 56; unnecessary to provide theory of why patent works (Apotex at para 70)

Sound prediction has 3 components  Apotex at para 70

· Factual basis for prediction

· Articuable and sound line of reasoning to infer desired results from factual basis

· Proper disclosure 

Sound prediction based on ‘fair basis’ quid pro quo May & Baker Ltd. v. Boots Pure Drug Co 1950

Predictability will depend on the evidence Ciba-Geigy AG v. Commissioner of Patents 1982

Evidence that inventors can make a sound prediction that old compound offers unexpected utility gives their disclosure of their ‘invention’ consideration for monopoly benefits of patent protection Apotex, at para. 66

Incorrect predictions invalidate patents for want of utility Monsanto 
After-the-fact validation theory is inconsistent with Patent Act Harvard Mouse at paras  79-80

Lack of demonstrated utility does not obviate the need for sound prediction Apotex at para 58

Challenge to utility of patent will succeed if prediction at the date of application was not sound or there is evidence (irrespective of prediction soundness) of lack of utility  Monsanto Co. v. Commissioner of Patents 1979 SCC 

Non-obvious:

s. 28.3:  cannot be obvious in light of the prior art

Must be an inventive step, a question of fact and degree

Fact:  the advance in the art

Degree:  advance is neither obvious nor mere workshop improvement

invention may not have been disclosed fully/completely by prior disclosure, but some other disclosure may be so close to your invention, that someone skilled in the art could use it to figure out your invention

Patentable subject matter

Must be subject matter that patent office considers patentable:  under s. 2 of Patent Act any art, process, machine, manufacture or composition of matter (not “anything new or useful made by man” Harvard Mouse at para 158)

In Canada:  s. 2 could be interpreted that way, but Harvard Mouse  says not so broad – Parliament did not define invention as “anything new and useful made by man” – instead Parliament included certain subject matter as patentable, while excluding other subject matter – not all proposed inventions are patenable

In US, “anything under the Sun made by man”

Cell lines derived from higher life forms are patentable in Canada Re Application for Patent of Connaught Laboratories 1982

Lower life forms are patentable Re Application of Abitibi 1982:  includes micro-organisms, yeasts, moulds, fungi, bacteria, actinomycetes, unicellular algae, cell lines, viruses or protozoa – to all new life forms produced en masse as chemical compounds and possessing uniform properties and characteristics 

Genes, proteins, cells and DNA sequences are patentable Harvard Mouse 

Plant and seed are not patentable Pioneer Hi-Bred v. Canada 1987 FC; look instead to the Plant Breeders’ Rights Act

The patenting of higher life forms raises special concerns that do not arise in respect of non-living inventions, as biologically-based inventions are living and self-replicating, and are incapable of full description Pioneer Hi-Bred 1987 FC; patenting is a form of ownership of  property and ownership concepts cannot be extended to human beings (under s. 7 of the Charter) Harvard Mouse FCA

Art:  technology (prior art – some technology in the field that displaces your patent)

Criteria for art Shell Oil Company v. The Commissioner of Patents per Denault J:  includes a process that:

· is not a disembodied idea but has a method of practical application; 

· is a new and innovative method of applying skill or knowledge; and 

· has a result or effect that is commercially useful.

No test for industrial art vs. professional skill; a question of fact

Process:  any kind of method

Machine:  
Manufacture:  “something made by the hands of man” Hornblower v. Boulton (1799) UK
Composition of matter:  by reference to associated words/phrases, best read as not including conscious, sentient living creatures

Matter is corporeal substance, distinguished form immaterial/incorporeal substance (spirit, soul, mind)

does not include higher forms of life Harvard Mouse at para 161 (majority’s argument was that the inventor must combine the ingredients, while in higher life form, fertilized egg to adult mouse is complex process that does not require human intervention)

Higher life forms possess qualities and characteristics that transcend their genetic material:  a person whose genetic material is modified by radiation does not cease to be h im/herself Harvard Mouse at para 163

OR ANY IMPROVEMENT THEREOF (s. 32)

· Including new use for old compound (Shell Oil 1982; Apotex AZT case)

· Combination of known elements 

Improvements: improvement patents make up most patents

· Small incremental improvements on existing patented things

· Evergreening (Whirlpool)

· US evergreening:  extend patents through continuations

Improvement patents grant some rights, but not others:

· Does not give you right to core technology of pioneer patent

· Requires licence to build something using core technology

· Flip side is that core technology patent holder must obtain licence from you to make your improvement

B
What is not patentable

s. 27(8) Scientific principles and abstract theorems (i.e., algoriths, theory)

BUT can obtain patent on application of this theory

Professional skills are not patentable Lawson v. Commissioner of Patents
· methods of medical treatment Tennessee Eastman Co 1974 SCC 

· business methods

Composition of matter is broad

1
Method of medical treatment

Machinery is patentable, use of machinery is patentable

Drugs are patentable

Medical procedure is not patentable – i.e., surgical technique of sewing up a patient Tennessee Eastman Co. v. Commissioner of Patents 1974 SCC – because the claim was non-economic and unrelated to trade, industry or commerce, but was related to area of professional skills Shell Oil 
Apotex v. Glaxco-Wellcome

Apotex argued patent was invalid because it applied to a method of medical treatment

· Tennessee Eastment held such methods unpatentable, relating to surgical method for joining incisions by applying compounds; policy rationale was that claim was essentially non-economic and unrelated to trade, industry or commerce; it was instead related to area of professional skill

· Court held that plaintiff was not trying to claim monopoly on any kind of medical treatment related to professional skill; instead it sought monopoly on …..

2
Higher life forms

Lower life forms are patentable, as follows:  Re Abitibi 
· produced en masse 

· as chemical compounds and 

· are prepared and formed in such large numbers 

· that any measurable quantity will possess uniform properties and characteristics

· includes micro-organisms, yeasts, moulds, fungi, bacteria, actinomycetes, unicellular algae, cell lines and viruses and protozoa.

1982 Re:  Abitibi
First Canadian case to deal with patenting life forms; scientists developed yeast culture to purify sulphide waste from pulp and paper processes

Held:  patent was allowed and all indications were that higher life forms would also be allowed

“all new life forms which are produced en masse as chemical compounds and are prepared and formed in such large numbers that any measurable quantity will possess uniform properties and characteristics are patentable.  Patentable subject-matter includes micro-organisms, yeasts, moulds, fungi, bacteria, actinomycetes, unicellular algae, cell lines and viruses and protozoa.

Harvard Mouse

Technological goal was to make a mouse that is pre-disposed to developing cancer (oncomouse), through genetic engineering, with uses related to testing materials for, testing for and treating cancer

Application filed in us in 1985; in 1988 granted by USPTO, but in 1993 Canadian patent office rejected claims 1-12

· Product claims 1-12  related to non-human mammal, a founder mouse and offspring oncomouse

· Process claims allowed 

· Process claims 13-26 related to process by which the oncomouse was produced

· Product claims were disallowed

Issue:  is the disclosure in the patent application patentable subject matter, under s. 2 of the Patent Act?  Was the mouse a composition of matter?

Held:  Bastarache, L’Heureux-Dubé, Gonthier, Iacobucci, Lebel

s. 2 of Patent Act does not allow complex life forms to be patented

Higher life forms are generally regarded as possessing qualities and characteristics that transcend the particular genetic material for which they are composed …. The fact that animal life forms have numerous unique qualities that transcend the particular matter of which they are composed makes it difficult to conceptualize higher life forms as mere ‘compositions of matter

This is a question for Parliament 

· Religious objections to scientists’ playing God – majority held that higher life forms are not mere “compositions of matter”; Parliament should make this decision

· Lack of regulatory framework – regulatory inability to deal with ethical/moral issues associated with genetic engineering

· Law of nature 

· De minimus objection– is inventor entitled to make one genetic change and claim the entire mouse as an invention?

· Ordre publique – adequacy of balancing tests of Patent Act vs. specific exception of the morality exception found in the European Communities and TRIPS 

· Unjust enrichment – rewards unjust because mouse occurs in its original form in nature

· Animal rights – should humans be allowed to cause sentient beings to grow painful malignant tumours?

· Commodification of life – object to living things becoming objects to be bought and sold

· Environmental protection – concerns range from preserving the diversity of the gene pool and …

2002 – Canada only country to disallow product claims

some positive aspects of biotech

· Improving human and animal life

· Improving human and animal life

· Medical considerations 

· Technological advances

· Gaining efficient agricultural yields

· Resistant crops’

· Increased viability

Negative aspects of biotech

· Reduced biodiversity

· Eugenics

· Suffering of sentient beings in experiments

· Objectification of life

· Altering the balance

· Inappropriateness of humans playing God

Examples of patented inventions:

CIPO 2,282,334

USPTO

5,851,117 – dusting

6,368,227 B1:  swinging on a toy

read Whirlpool and Freeworld Trust
3
Some software and business methods

Online paper

a
Software:  

· A grouping of algorithms – algorithm = series of steps for solving a problem

· Software = series of steps telling hardware how to solve problem

· pure algorithm is not patentable, but software programs can be protected by patent

· key is to claim an invention that applies the algorithm in some fashion – “real world application”

· leading case is Motorola v. Commissioner of Patents 

· Commissioner of patents denied patent application as effort to patent algorithm
· Patent Appeal Board overturned, as the algorithm was applied to computer system with real-world components
· Can use the same algorithm in different, unique way
· “means for” language:  very broad language
· any way of accomplishing the thing that the invention is doing
· “means for reversing direction of rotation” = any kind of device that reverses rotation; could encompass many things
· “means for managing RAM” would be patentable
· difficulty therefore is determining scope of ephemeral software claims
· Schlumberger v. Canada 1981 – last court case re patented software

· Historical interest, as might be decided differently today

Is software patentable subject-matter?:  yes, if not trying to claim a monopoly on the underlying algorithm

b
Business methods

State Street (Fed. Cir. 1998) turning point in US – never a restriction on business methods, provided they displayed all the qualities of any patentable invention:  new, useful, not obvious + patentable subject matter

Until then, general consensus that could not get patent for method of doing business

“method for doing business” – a business scheme (eg, way of collecting funds from group of insured to invest funds and pay claims out; way of investing money to increase yield; new way of playing poker)

Migrating to Canada, but difficulty in Canada – patentable subject matter (s. 2)

Distinction between professional skill (unpatentable) and method?

Business method in US:  Amazon 1-click patent – combined both software and business method; successfully prevented Barnes & Noble from using same system in US through interlocutory injunction during Christmas season

Progressive Games v. Commissioner (1999 FCTD):  modified 5-card stud held not patentable because not an “art” under s. 2:  Art includes process that

(a) is not a disembodied idea but has method of practical application

(b) is a new skill and innovative method of applying skill or knowledge and

(c) has a result or effect that is commercially useful

Lawson:  dealt with subdivision of land – court said not patentable since only reducing professional skill of planner to a series of steps – since professional land planner would be doing this, was an effort to patent professional art, but not an “art” in the industrial sense

Progressive Games:  modified version of 5-stud poker; went to court 

· what was missing was inventiveness

· therefore, was patentable subject matter

· leaves door open for novel way of playing poker to be patented

· but Federal court of appeal said that more novel form of poker would be patentable

· CvB says door is open to business methods to be patented

No test for industrial art vs professional skill – a question of fact

3rd lecture:  Wednesday 

III
Obtaining a patent

First to file – race to swiftest

Inventions are not protected by law, unless as trade secret or copyright

Ideas must be reduced to a definite and practical shape, to be patented as an invented process Christiani v. Rice 1930 SCC 

Specification = description + claims

Description:  to enable any person reasonably skilled in the art to perform or practice the invention

Failure to provide complete description results in patent invalidity

Inclusion of useless or antagonistic substances establishes defective patent? Minerals Separation North American Corp.

Filing a seed sample does not meet disclosure requirements of s. 27(3) of Patent Act  Pioneer Hi-Bred Ltd. v. Canada 1989 SCC 

Patentee must act in uberrima fide – utmost good faith – due to social contract Minerals Separation North American Corp. v. Noranda Mines Ltd. [1950] S.C.R. 36

Patent Office does not test invention to be sure it operates as specified in the patent , but if examiner doubts invention will work, application will be rejected

Patents are only valid when so adjudicated by the courts

Description of patent office slide

· Patent examiners are specialists in various fields

1.  application must meet requirements of act and po rules

· Novelty, usefulness, non-obviousness

· As well as other requirements re paper, margins etc.

· See slide

will search prior art to determine if requirements are met

A
Patent prosecution

2.  Prosecution process:  Examiner will issue Office Action; list all objections found

patent prosecution means application, processing and issuance of patent

examiner may reject application

rejections may be appealed to court

pp. 98-99 graphic of patent prosecution process

this course less concerned with patent prosecution

B
Patent office

Inventors may file and prosecute their own applications, BUT

only registered patent agents may transact with the Patent Office

To refuse a patent, Commissioner must be satisfied that the applicant is by law not entitled to the patent,

Commissioner has no discretion independent of Patent Act to consider the public interest when granting or denying a patent Harvard Mouse at para 19, 14; 146

IV
Internationalism of Patent law

No international patent

Effect of patent is limited to country in which registered

Paris Convention of 1883:

· National treatment:  Foreign nationals of any convention country would enjoy same advantages granted to nationals of convention country

· Establishes terms for priority:  have 1 ear from date of filing to file in another paris convention country

· Canada joined in 1923 when it removed its patent forfeiture 

· Effect of patent is limited to country in which it is registered

Patent Co-operation Treaty (PCT)

· Close as now possible to international patent

· One international application is filed

· Allows international search and international examination

· Applicant may designate over 60 countries for “national entry”

· International examination doesn’t give you patent application status – you must perform ‘national entry’

· Gives you deferral

· When applicant wishes to have patent examined, it is “entered” in the various country patent offices that are selected and examined locally for patentability

· Benefit= deferral of examination and cost

· Not cheaper in long run

· See chart on p. 99

National entry is very expensive
Favours large corporation? 

Why territorial?  Control?
Each country wants control over what it considers to be patentable subject matter

Control over procedure to obtain a patent

I.e. US is only major industrial country to cling to “first to invent” principle as opposed to “first to file”

Control over application fees
V
Inventorship

Inventors are those responsible for the inventive concept that combines different elements Henry Brothers (Magherafelt) 

Inventors may use other highly-skilled people, but they will not be co-inventors unless they participated in the invention’s conception, rather than just its verification Apotex AZT

Problems re inventorship only arise if co-inventors’ omission is “wilfully made for the purpose of misleading” under s. 53(1) of the Patent Act   Apotex AZT 

Inventors may also be  Burroughs Wellcome Co v. Barr Laboratories , cited in Apotex AZT at para 26

· those who exercise considerable skill and are uniquely qualified

· those who are not “a mere pair of hands”

· those with no pprior experience in the development of the invention Apotex AZT at para 101

Testors are not inventors

Apotex Inc. v. The Wellcome Foundation Ltd. (2002), 21 C.P.R. (4th) 499 (S.C.C.) => Apotex AZT

· AZT was an early drug used to treat AIDS.  

· G/W scientists screened a variety of compounds, one of which was AZT, for effectiveness in treating AIDS.  

· AZT was a known compound, and attempts to use it to treat cancer had been abandoned after unsuccessful results.  

· G/W scientists found that AZT appeared to eliminate the retrovirus in mouse cells.  

· Apotex sought declaration of invalidity due to

· Failure to name two NIH technicians as inventors (“untrue material allegation” made wilfully for the purpose of misleading (s. 53(1))

Held:  technicians were testing; they were not responsible for ‘nub of invention’ – testing is not invention and testors are not inventors

Even if the doctors were inventors, this was not a material mistake 

Inventors must reduce ideas to definite and practical shapes Christiani v. Rice 1930

VI
Patent specification

s. 27(3)Specification = disclosure + claims

· Must disclose everything that is essential for the invention to function properly

· Two conditions

· Invention must be described => failure invalidates application for ambiguity, 

· Must define how it is produced or built => failures invalidates application for insufficiency

A
Disclosure and drawings

The description must be such as to enable a person skilled in the art or the field of the invention to produce it using only the instructions contained in the disclosure and, once the monopoly period is over, to use the invention as successfully as the inventor could at the time of his application 

B
Claims

Claims – s. 27(4) => set out limits of monopoly

Claims: written claims set out the limits of the monopoly.  You can think of the claims as a fence defining an area claimed by the patentee and excluding everyone else.  Outside the fenced part, the patentee has no rights. 


C
Ambiguity

A patent claim can be void if it is ambiguous:  if the fence can’t be defined, monopoly should not be granted 

Mobil Oil

Claims included phrase “said layer”

Experts had opposing views on meaning of this phrase 

Held: “a phrase which can be interpreted using grammatical rules and common sense, cannot be found to be ambiguous”
D
Sound prediction

Genesis in May & Baker 1950 and fully incorporated into Canadian law in Monsanto 
Are ideas patentable?  Only if they have shape and form, otherwise not

However, a prediction for an invention that has not been tested may be patentable  if it meets the following criteria for sound prediction: -- issue of fact   Apotext Inc. v. Wellcome Foundation Ltd 2002

1.
Has factual basis for the prediction (research papers + testing)

2. 
Articuable and sound/rational  line of reasons from which to infer the desired result from the factual basis, at the date of patent application, 

3.
(most importantly) Must be proper disclosure of the invention and the manner in which it works (not why it works) 

– sufficient if provides a full, clear and exact description of the nature of the invention and the manner in which it can be practised 

– requires evidence to be led about what was known or not known at the priority date

Doctrine of sound prediction Apotex Inc. v. Wellcome
· does not require a theory of why the invention works, but must under s. 34(1)(b) teach “the method of constructing, making … or using a machine … in such full, clear, concise and exact terms as to enable any person skilled in the art … to make, construct … or use it”

· presupposes that further work, such as human clinical trials, remains to be done but still requires that patent claims are supported by disclosure

· speculation alone does not constitute valid consideration for grant of patent monopoly

· but utility must be established at date of patent application

· is sufficient that rational basis for making sound prediction is provide about the utility of the application 

· predictability is essentially a question of fact which depends on the evidence Ciba-Geigy AG 
· if the prediction is subsequently shown to be wrong, patent is invalidated for want of utility

Balances the public interest  in early disclosure of new and useful inventions, even before their utility has been verified by tests, and the public interest in avoiding cluttering the public domain with useless patents. Apotex AZT 

· Does not include a lucky guess or speculation

· SCC does rejects “after the fact validation theory” (we tested it, and it works)

· i.e. because the invention turned out to have worked, the prediction must have been sound.

May be challeged by:

· Evidence that prediction at date of application was not sound; or

· Evidence of lack of utility of the invention

VII
Amending the patent

Need not know for exam

Disclaimer:  Patent Act, s. 48.

Re-Issue:  Patent Act, s. 47.

Re-examination:  Patent Act, s. 48.1.

VIII
Patent term

If after 1 October 1989, 207 years from date of issue

(not for exam:  if filed before 1 October 1989, term is 17 years after date of issue)

IX
Assignment and Leasing

Patents are a chose in action Torkington v. Magee 
· They confer an exclusive right to manufacture Forget at para 17

· A personal right of property that can only be claimed or enforced by legal action (not physical possession)

· Can be co-owned by more than one person

· Co-owners who dispose Forget
· of anything less than their entire interest in a patent must obtain consent of other co-owners 

· of their interest to more than one person must obtain consent of other co-owners

· of valid licence to work a patent, to a third party, must also obtain co-owners’ consent

s. 49-51

must be assigned in writing

must be registered in Patent Office 

every assignment is void

Forget v. Specialty Tools of Canada Inc. (1995) 62 C.P.R. (3d) 537 (BCCA)

1 (a) can a co-owner of a patent sell his/her interest in a patent without consent of the other?:  yes

  (b) if so, does the purchaser become a co-owner?  Yes

2  Is a patent infringed when one co-owner, without the consent of the other, makes or sells in Canada the patented invention?  No.  (competitors could make the invention, if they buy the part ownership)

Therefore:

Know who the owners are

Be careful about who you let into the ownership 

3  Licences are different (as they may dilute the interest without co-owner’s consent)

(a) can a co-owner grant a valid licence to work a patent to a 3rd party, without co-owner’s consent?  No

(b) if s/he purports to do so, does the purported licensee hold a valid and effective licence?  No

4 Is a patent infringed when the licensee of one-co-owner makes the patented invention without the consent of the other co-owner?  Yes

Therefore:

If taking a licence of a patent, make sure that the person from whom you obtain the licence is able to grant the licence without restriction:  perform due diligence and obtain an indemnity; allows suit in contract

X
Patents in Commerce

Value of patents

1.  preserves technology edge and R&D effort

2.  protects against independent creation (unlike trade secrets) the big plus

3.  acts as barrier to entry to competitors

4.  attractive to venture capitalists, potential merger partners, ipo 

5.  provides opportunity for royalties, although to do so, requires cash in bank to prove infringement

6.  strong portfolio may act as deterrent to others alleging patent

7.  can enhance negotiation power (trading in patent cross-licensing, rather than enforcing)

Patent Do’s

· track inventing process – signed lab books, non-lab witness

· do not use terms ‘obvious’ / ‘obviously’ in lab notes

· minimize situations require outside patent opinions – exposes you to claim of wilful infringement

· establish formalized patent program & top-down support for patent protection

· establish patent committee and process

· appropriate use of forms

· provides reward to developers/meaningful recognition

· organize timely public disclosure – 1 year window

· design-around:  to avoid claim of infringement by partying owning the thing you are designing around

· educate re prior art

· when receive patent cease-desist – respond in timely manner; do not disclose prior art used in your discovery, because opposing party can use that new information to file expanded patent

XI
Patent infringement

Claims are necessary to demonstrate patent infringement

s. 42:  grants exclusive rights and privileges

bring in federal court (good across Canada ) 54(2) concurrent jurisdiction

to impeach a patent, must be brought in federal court

impeaching means as potential infringer, A brings pre-emptory action to say that B’s patent is not valid 

Question of infringement is mixed question of fact and law

2 stages

1st  law:  court must construe claims to determine their meaning and extent of monopoly granted by patent

2nd  fact:  consideration of whether the defendant’s product/process falls within the claims as construed by the court:  does the defendant’s product/process include each and every essential element in a claim of the plaintiff’s patent?

Need only have one claim infringed to catch defendant 

Freeworld Trust   claim construction as of date of publication of patent/application

· no infringement if essential element is varied or omitted; 

· infringement if non-essential elements are varied or omitted

If patent has A B C & D, while infringer has A B C 

– and D is essential:  no infringement;

-- if D is non-essential:  infringement

What is essential is not disclosed in the invention, but by the invention

Key issues:

· Are their any variants between the defendant’s product/process and the plaintiff’s patent claims? (not comparing parties’ products – comparing product to a patent claim)

· If there is a variant, does it relate to an essential element of the claim or an inessential element

Look to purposive construction – giving claims their true meaning

Mobil Oil Corp. et al v. Hercules Canada Inc. (1995) 62 C.P.R. (3d) 473 at 489 (fCA)

“one should construe the claims so as to determine what exactly lies within the scope of the inventor’s rights.  Once this has been determined ….

Public is entitled to rely on the words used by the patentee provided the words used are interpreted fairly and knowledgeably Free World Trust 

Test for essential element – basis for considering infringement

Catnic Components Limited v. Hill & Smith Limited [1982] RPC 183 HL

A patent specification should be given a purposive construction rather than a purely literal one ….

Issue is whether persons with practical knowledge and experience … would understand that strict compliance with a particular descriptive word or phrase appearing in a claim was intended to be an essential requirement so that ANY variety would fall outside the monopoly claimed, even though it could have no material effect upon the way the invention worked

Freeworld Trust at para 51

No infringement exists if essential element is different or omitted

Infringement may still exist if non-essential elements are substituted or omitted 

However, claims cannot be stretched to allow patentee to monopolize anything that achieves the desirable result

Onus lies on patentee to establish known and obvious substitutability at the time publication of the patent (para 57)

If patentee does not establish known and obvious substitutability, the descriptive word or expression is to be considered essential unless the context of the claims language dictates otherwise (at para 57)

Essential vs non-essential identification is made based on 5 factors

1.  Common knowledge & skilled worker:  on basis of common knowledge of worker skilled in the art

2.  Date:  as of the date patent published

3.  Non-essential element:  having regard to whether it was obvious to the skilled reader when the patent was published that a variant of a particular element would NOT make a difference to the way the invention worked (if A B C D [d=colour]:  would someone skilled in art know that colour made no difference to invention’s performance ?) OR

4.   Inventor’s intent:  according to inventor’s expressed or inferred intent, that particular element is essential irrespective of its practical effect [inference evidence based more on legal argument, since 5 excludes ability to examine either inventor or 3rd party directly with respect to it]

5.  No extrinsic evidence:  without resort to extrinsic evidence of inventor’s intention

Test for an element to be non-essential and thus substitutable, it be shown either  Free World Trust 

1.  that the element was clearly not intended to be essential, using purposive construction of the claim OR

2.  that when patent published, the skilled addressee would have appreciated that a particular element could be substituted without affecting the working of the invention

If either 1 or 2 is met, infringement exists

Patent Question fact scenario

Key is to look at claim – elements A B C D – is D essential?

Is the gearbox for reversing the direction of the flail drum essential?

Other fact that is important is that it is known that gears/belts used to reverse direction of rotation

· Known for 50 years, so past date of patent publication

· Known for 50 years, so skilled reader would know it was substitutable and therefore not essential

· Based on purposive construction, did inventor intend the gearbox to be essential – if non-essential, there is infringement – inventor’s intent is specifying gearbox – but since known for 50 years that gearboxes and belts are substitutable, could have said “means for”, to be more general – therefore, since specified the term, intended it to be essential and there is no patent infringement (since only use of non-essential elements constitutes infringement)

Based on Freeworld Trust, 

1.  was the element clearly intended not to be essential?

2.  when patent was published, would skilled addressee have appreciated that particular element could be substituted without affecting the working of the invention

Not an improvement patent, since pulley’s replacement of gear is known and obvious (might argue that application was not known and obvious, since otherwise would have been used)

“it would be unfair to allow a patent monopoly to be breached by a copycat device that simply switched bells and whistles to escape the literal claims of the patent”  Freeworld Trust at 193

Freeworld Trust:  “circuit means” – patentee admitted there was difference between circuit means and what defendant was doing – acknowledged there was a difference

Test:  for an element to be non-essential and thus substitutable, it must be shown EITHER 

1.  that on a purposive construction of the claim it was clearly not intended to be essential OR

2.  that at the date of publication of the patent the skilled addressee would have appreciated that a particular element could not be substituted without affecting the working of the invention:  that is, that the element performed the same function, in the same way, to achieve the same result

Whirlpool
Dual action agitator

SCC held 734 patent was valid and infringed

Principles of purposive construction at paras 54-56 – claims

Claims:  mixed question of law and fact:  do defendants’ claims fit into the ?

42-43:  scope of the monopoly granted by a patent is a function of the written claims – Catnic approach adopted – differentiating the essential features (“the pith and marrow”) from the unessential features of the claims by reading of the whole specification through the eyes of the skilled addressee, instead of superfluous micro-analysis 

49(a):  a patent cannot be construed with an eye to the allegedly infringing device; claim construction cannot be allowed to become the result-oriented interpretation of the claim 

49(b):  it is a fundamental rule of claim construction that the claims receive one and the same interpretation for both validity and infringement

45:  the key to purposive construction is the identification by the court with the assistance of the skilled reader, of the particular words or phrases in the claims that describe what the inventor considered to be the “essential” elements of the invention 

49(c):  patent must be read with a mind willing to understand, not by one wanted to misunderstand – court must play close attention 

…

49f/g

52 – when interpreting the claims, court may look at the rest of the specification – including drawings – to understand what a word/phrase in the claims means, but CANNOT enlarge or contract the scope of the claim as written and understood by a person skilled in the art 

XII
Remedies

Cannot bring patent infringement until after patent issues – after it issues, then claim from time patent is published (laid open) to date it is issued and made formal patent, can claim reasonable compensation 




        | infringement begins

_______________x1 ________|____x2________________x3________x4>



filed

open

issued

Patent action begins



2000

2002

2004

claims damages from x 3-x4





18 months


claim reasonable compensation from x2-x4

Unless you have prior art before x1, hard to defend infringing

Would only be pre-existing before x1 (priority date)

55(1):  infringer is liable for all damage sustained after grant of patent by reason of the infringement

damage:  

Remedies are not limited to damages; may also claim

· Injunction  -- in most cases can get permanent injunction (in copyright, damages +accounting of profits)

· Accounting of profits  (open up defendant’s books; obtain evidence as to profits

· Delivery up  (machines, inventory

NOTE:  cannot bring patent infringement act action until after patent issues

Online – where would sales contract be formed?  Where would server be located?

XIII
Patent Validity

To invalidate a patent due to prior claiming, the two claims must be precisely coterminous Lovell Manufacturing Co v. Beatty cited in Whirlpool at para 64-65

A
Framework for patent validity

1
Validity issues arise

a)
during prosecution of application – objections raised by examiner (3+1 pillar)

b)
during dispute/litigation – raised by defendant as defence or as counterclaim

c)
by an interested party in an impeachment action

2
In litigation, validity may be raised as a defence (in personam – remedy against the person) or as a counterclaim that the patent is invalid (in rem – remedy against the whole world – have patent/licensing scheme struck down against whole world)

3
Attack on validity:  recall 3 + 1 pillars of patentability – These are starting points for attack on validity of patent

Impeachment: proactive step to get declaration that patent is invalid – because 

B
Presumption of validity

s. 45:  statutory presumption that the patent is prima facie  valid 

Defendant may overcome this by showing “some” credible evidence of invalidity

Then, attacker must prove on balance of probabilities that sufficient evidence exists to invalidate the patent Whirlpool
C
Anticipation

Best attack on validity is anticipation

In ANY validity analysis – remember the first step is therefore to construe the claims – claims construction precedes consideration of both validity and infringement issues Whirlpool 
Freeworld is good anticipation case – law was not changed from Beloit, but rejiggles the language

SCC – patent valid, but not infringed (note – uses old act provisions)

One published article – that defendant presented as anticipating by disclosing the invention – held that article did not solve technical problems; plaintiff did not allege it had invented electrotherapy, only particular means to do so – although various components were known, the inventor brought the elements together to achieve a new, useful result

28.2(1):  anticipation – invention must be new and must not have been disclosed

(a) more than 1 year before filing date, by applicant, in Canada or elsewhere, 

(b) at any time before claim date by someone other than inventor in Canada or elsewhere => must be made available to the public, even if only to one other person – but confidential (NDA) disclosures are not disclosures to the public, and filing with PO is not publication

(c) in application for patent filed before the claim date in Canada by someone other than applicant, 

(d) – not on exam – co-pending application

s. 28.1 claim date = priority date of foreign/earlier Canadian application:  differs from date of filing in Canada 28.2(1)(c)

the priority date will always predate the publication date of the application

(but in assessing the claim’s validity, the understanding of the skilled technician is understood with reference to the publication date – the date the application is laid open, 18 months from the publication date)

Paris Convention:  allows applicant up to 1 year based on prior date

Say applicant is French company filing in France in 1994, then file elsewhere within 1 year

---------a---f--b------x-------------------x---------------------x---------------------------------------------------------------

1994
1995

1996

1998



 filing of

laid open
patent issued



application


f = foreign disclosure / claim date


if foreign disclosure at a, then patent invalid


if foreign disclosure at b, then patent valid

To say invention was disclosed, we are saying disclosure has been made for each element of the claim

So if invention has a b c d element claimed and prior art has a b c, but variant of d – issue is whether d is essential element – if essential , 

Say show an invention that works at t1, but then a month later does not work, still do not have an invention, not until it works

Test for invalidating by anticipation  Freeworld Trust/ Beloit
· Whether a prior, single publication must be one reference, not combination of two or more
· In which is all that is needed for practical purposes

· To produce the claimed invention

· Without exercise of any inventive skill

· So that skilled person reading  & following it, 

· Would in every case and without possibility of error

· Be led to claimed invention

Experimental use => infringement issue, not validity issue

Can you do experiments in your basements ?

55.2(1) no infringement if experiments, or for submission to the government

55.2(6) or for sole use and pleasure – no commercial value – not infringement

D
Obviousness

Obviousness is attack on patent for lack of inventiveness – “any fool could have done that” Beloit

Note there is a problem with dates in this set of tests

Can look at more than one source to render a patent invalid

Can combine references together – if a b c and d are in different references, can combine together

IF someone skilled in the art would think to do so (but look to nature of skilled person – elements must be in same field)

Prior art is filtered through eyes of one skilled in art --  i.e. what would that person have uncovered by a ‘reasonable search’?

Anticipation – if find patent issued in Lithuania with all essential elements, p;rior to claim date = anticipation

Obviousness – if reference published in obscure journal in sciencein Lithuania with limited subscription, would one skilled in the art know to use it?  Probably no – must be able to uncover it in a reasonable search

If obscure, unlikely to have found it

Beloit v. Valmet  -- printing press case

Law:  28.3:  subject matter defined by a claim in an application, must not be obvious on claim date

to person skilled in the art having regard to information disclosed 

(a) by the applicant more than a year before applicant’s filing date, but 

(b) before the claim date by person not mentioned in para 1

Test for obviousness (“so easy that any fool could do it”) –difficult test to meet
· Would uninventive skilled technician 

· In light of the art and of common general knowledge

· At the claim date  (note the shift in dates between claim and application dates)
· Have come directly and without difficulty to the solution taught by the patent

Requires expert to testify that invention was obvious, but experts are not skilled persons and their evidence must therefore be closely scrutinized

Secondary indicia – to support conclusion that invention is NOT obvious:  Beloit v. Valmet at 296

1.  invention has filled  a long-felt need and has proven to be a benefit to the industry

2.  invention is distinguished from prior art that points away from the patent and

3.  invention has enjoyed commercial success == cannot be marketing success, but real inventive success

As stated by Hugessen, J. in Beloit Canada Ltd. et al. v. Valmet OY, supra, “while none of these factors taken in isolation is necessarily determinative on the issue of obviousness, each of them argues more eloquently than any ex post facto analysis can ever do that the patent is inventive, cumulatively their effect is simply irresistible.” 

	Anticipation s. 2 (new invention) + s. 28.2(1)
	Obviousness  s. 28.3

	One, clear reference only
	Combined references

	
	Secondary indicia of inventiveness

	
	Prior art filtered through eyes of one skilled in the art – what would that person have uncovered by a reasonable search?


Can you patent old and sold inventions?  

US:  yes; Canada:  No

Sale of invention in Canada before material date does not invalidate the patent if it is not made available to the public – that is, if the underlying knowledge is not made available, only the final product

and it cannot be reverse engineered (chemicals, software)

E
Utility

s. 2 requires inventions be useful 

lack of utility means intention does not work, or does not work as specification sets out

Argument:  

1.  invention does not work, or 

2  does not work as set out in specification

Apotex AZT – old invention put to new use = utility (new use)

F
Double patenting

Evergreening issue – applicant files more than one patent on same invention which are very similar

In 1990 files patent on chem. 1

In 1992 file patent on chem. 1 + coating (plaintiff would argue improvement patents)

In 1995 file patent on chem. 1 + coating + second thing

Question to ask:  are the claims   Beecham Canada v. Proctger & Gamble 1982 FCA, cited in Whirlpool 

(a) identical   double-patenting invalidates a patent
(b) obvious in view of prior patent claims – whether distinct from the claims of earlier filing  Farbwerke Hoechst Aktiengesellschaft (adding an inert carrier to faciliate measurement/administration is not a further invention above the medicinal itself) – new claim must exhibit novelty or ingenuity over the 1st patent Consolboard

double-patenting makes patents invalid:  inventors are only entitled to one patent for each invention under the Patent Act s. 36(1) – if subsequent patent issues with identical claims, the monopoly is improperly extended

G
Statutory defences

s. 55.2 – common law exception for experiments

s. 53 – untrue material allegation wilfully made for purpose of misleading

s. 55.01 – limitation – no remedy for infringement more than 6 years before action commenced (provincial limitation statutes may apply)

s. 56 – patent does not affect purchase before priority date  

common law defence for experimentation infringement

s. 60(1) Impeachment

to obtain declaration that patent is invalid

Federal Court has sole jurisdiction

Action must be brought by AG or interestedperson

60(2) Declaration of non-infringement – to have court declare that your invention does not infringe another

60(3) requires that security for costs be provided

Fact situation:  Bale buddy

Opinion about whether bb patent invalid due to anticipation and obviousness

Give answer – In my opinion …. yes/no

Support answer – provide relevant statutory sections and tests

a)

b)

c)

Validity analysis – can the prior art references be used against the patent?

	
	Prior art references

	
	A – who cares, since selling 1 month before patent issued – must be before the claim date


	B – to anticipate, need all elements in one publication

-- obviousness – with skill in art, could use this to come up with claim invention?
	C – does not have all elements; would not lead one skilled in art to come up with invention

	Claims – all elements
	
	
	

	Container
	
	
	

	Flail
	
	
	

	Manipulator
	
	
	

	RH discharge
	LH, not RH
	Yes RH
	

	Gearbox
	
	
	Yes


Part 4
Trademarks 

Trademarks Act 

	Definitions s. 2

	
	"confusing", when applied as an adjective to a trade-mark or trade-name, 

means a trade-mark or trade-name

 the use of which would cause confusion in the manner and circumstances described in section 6


	
	"distinctive", in relation to a trade-mark, 

means a trade-mark that actually distinguishes the wares or services in association with which 

it is used by its owner from the wares or services of others or is adapted 

so to distinguish them

	
	Trade-mark" means

(a) 
a mark that is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others,

(b) 
a certification mark,

(c) 
a distinguishing guise, (3-dimensional shape; ware/packaging/container shape; must be distinctive and in use in marketplace at time of filing)

(d) 
or a proposed trade-mark;

Usually 2 dimensional

	Registrable trade-mark s. 12

	12. (1)
	Subject to section 13, a trade-mark is registrable if it is not

(a) primarily merely the name or the surname of an individual who is living or has died within the preceding thirty years;

(b) whether depicted, written or sounded, 


either clearly descriptive or deceptively misdescriptive in English or French 


of the character or quality of the wares or services in association with which it is used or proposed to be used 


or of the conditions of or the persons employed in their production or of their place of origin;

(c) the name in any language of any of the wares or services in connection with which it is used or proposed to be used;

(d) confusing with a registered trade-mark;

(e) a mark of which the adoption is prohibited by section 9 or 10;

(f) a denomination the adoption of which is prohibited by section 10.1;

(g) in whole or in part a protected geographical indication, where the trade-mark is to be registered in association with a wine not originating in a territory indicated by the geographical indication; and

(h) in whole or in part a protected geographical indication, where the trade-mark is to be registered in association with a spirit not originating in a territory indicated by the geographical indication

	Entitlement s. 16

	16(1)
	Applicants who have filed in accordance with section 30 for registrable trade-mark 

that s/he has used in Canada or made known in Canada in association with wares or services 

is entitled, subject to section 38, to secure its registration in respect of those wares or services,

 unless at the date on which he or his predecessor in title first so used it or made it known it was confusing with

(a) a trade-mark that had been previously used or made known in Canada by any other person;

(b) a trade-mark in respect of which an application for registration had been previously filed in Canada by any other person; or

(c) a trade-name that had been previously used in Canada by any other person

	16(2)
	Applications for trade-marks used abroad are entitled to apply, unless at date of filing, confusing with (a), (b), (c)

	16(3)
	Applications for proposed trade-mark are entitled to register unless at date of filing, confusing with (a), (b) or (c)


	Application for registration

	30
	Applications must contain

(a) statement of the specific wares or services in association with which the mark has been or is proposed to be used;

(b) for trade-marks used in Canada, the date from which it has been used in association with each of the general classes of wares or services described in the application;

(c) for non-Canadian trade-marks, name of a country of the Union in which it has been used, date from and manner in which the applicant has made it known in Canada for each of the general classes of wares or services in the application;

(e) for proposed trade-marks, statement that applicant, by itself or through a licensee, or by itself and through a licensee, intends to use the trade-mark in Canada;

 (g) address of the applicant's principal office or place of business in Canada

(h) unless the application is for the registration only of a word or words not depicted in a special form, a drawing of the trade-mark and such number of accurate representations of the trade-mark as may be prescribed; and

(i) a statement that the applicant is satisfied that he is entitled to use the trade-mark in Canada in association with the wares or services described in the application.

	38
	Opposition
(1) Within two months after the advertisement of an application for the registration of a trade-mark, any person may, on payment of the prescribed fee, file a statement of opposition with the Registrar

(2) A statement of opposition may be based on any of the following grounds:

(a) FORM (s. 30) that the application does not conform to the requirements of section 30;

(b) REGISTRABILITY (s. 12):   that the trade-mark is not registrable;

(c) ENTITLEMENT (s. 16):  that the applicant is not the person entitled to registration of the trade-mark; or

(d) NON-DISTINCTIVE (s. 2):  that the trade-mark is not distinctive.



	Invalid registration

	18.(1)
	The registration of a trade-mark is invalid if

(a) NOT REGISTRABLE:  the trade-mark was not registrable at the date of registration,

(b) NON-DISTINCTIVE:  the trade-mark is not distinctive whenproceedings questing the registration’s validity begin, or
(c) ABANDONED: the trade-mark has been abandoned,

and subject to section 17, it is invalid if the applicant for registration was not the person entitled to secure the registration.

	Use

	4.(1)
	(1) TRADE-MARK deemed to be used in association with wares if, 

at the time of the transfer of the property in or possession of the wares, 

in the normal course of trade,

it is marked on the wares themselves or on the packages in which they are distributed or

it is in any other manner so associated with the wares 

that notice of the association is then given to the person to whom the property or possession is transferred.

	4.(2)
	(2) deemed to be used in association with services 

if it is used or displayed in the performance or advertising of those services.

	4.(3)
	(3) A trade-mark that is marked in Canada on wares or on the packages in which they are contained is, 

when the wares are exported from Canada, 

deemed to be used in Canada in association with those wares

	5
	Trade-mark is deemed to be made known in Canada by a person only if it is used by that person in a country of the Union other than Canada, in association with wares or services and

(a) the wares are distributed in association with it in Canada or

(b) wares/services are advertised in association with it in

	9
	Prohibited marks include royal arms, crest, standard of royal Family, Goernor-General, Canada, Red Cross/Crescent/UN etc.

	Confusion

	6
	6. (1)  trade-mark A is confusing with trade-mark B 

 if use of trade-mark A  would cause confusion with trade-mark B

 in the manner and circumstances described in this section.

(2) use of a trade-mark causes confusion with another trade-mark 

if the use of both trade-marks in the same area 

would be likely to lead to the inference

 that the wares or services associated with those trade-marks 

are manufactured, sold, leased, hired or performed by the same person, 

whether or not the wares or services are of the same general class.

(3) use of trade-mark A causes confusion with trade-name B


if the use of both A and B in the same area 


would be likely to lead to the inference that the wares or services associated with A and B 


are manufactured, sold, leased, hired or performed 


by the same person, whether or not the wares or services are of the same general class.

(4) use of  trade-name A causes confusion with trade-mark B


if the use of both A and B  in the same area 


would be likely to lead to the inference that the wares or services associated with A and B


are manufactured, sold, leased, hired or performed 


by the same person, whether or not the wares or services are of the same general class.

(5) In determining whether trade-marks or trade-names are confusing, the court or the Registrar shall consider all surrounding circumstances including but not limited to 
(a) their inherent distinctiveness and extent to which they have become known;

(b) the length of time have been in use;

(c) the nature of the wares, services or business;

(d) the nature of the trade; and

(e) the degree of resemblance in appearance OR sound OR in the ideas suggested by them.



	35
	Disclaimers – drop right to exclusive use of such portion of the trade-mark as is not independently Registrable

Registrar may require applicant for registration of a trade-mark to disclaim 

the right to the exclusive use apart from the trade-mark 

of such portion of the trade-mark as is not independently registrable, 

but the disclaimer does not prejudice or affect the applicant's rights then existing or thereafter arising in the disclaimed matter, nor does the disclaimer prejudice or affect the applicant's right to registration on a subsequent application if the disclaimed matter has then become distinctive of the applicant's wares or services.

	Licensing 

	50(1)
	Trade-mark licensing 

… if an entity is licensed by or with the authority of the owner of a trade-mark 

to use the trade-mark in a country 

and the owner has, under the licence, 

direct or indirect control of the character or quality of the wares or services, 

then the use etc. …. has, and is deemed always to have had, the same effect as the owner’s use of the trade-mark 

	Loss of rights

	45
	Summary expungement due to non-use:  3 years after trade-mark registered, registrar may ask trade-mark owner to provide evidence within 3 months, of use within the previous 3 years (unless s. 45(3) there are special circumstances)

	18
	Cancellation:  registered trade-mark may be cancelled (made invalid) if it 

(a) invalidity:  was not Registrable at date of opposition (due to s. 30, 12)

(b) non-distinctiveness under s. 2 due to failure to police, or success

(c) intentional abandonment (more difficult case to make as requires intention Promafil)


	Rights 

	50
	Ability to license

(1) if an entity is licensed by or with the authority of the owner of a trade-mark to use the trade-mark in a country 

and the owner has, under the licence, direct or indirect control of the character or quality of the wares or services,

then the use, advertisement or display of the trade-mark in that country by that entity 

has, and is deemed always to have had, the same effect as use by the owner


	40(2)
	Protection based on proposed use

	19
	Infringement of valid & registered trade-marks if exact ware/name

19. Subject to sections 21 (good faith concurrent use in defined area), 32 and 67, 

the registration of a trade-mark in respect of any wares or services, 

unless shown to be invalid, 

gives to the owner of the trade-mark the exclusive right to the use throughout Canada 

of the trade-mark in respect of those wares or services.

	20
	Deemed infringement of registered trade-marks, related to courts’ application of test of confusion (s. 6(5))

20. (1) The right of the owner of a registered trade-mark to its exclusive use shall be deemed to be infringed by a person not entitled to its use under this Act who sells, distributes or advertises wares or services in association with a confusing trade-mark or trade-name, but no registration of a trade-mark prevents a person from making

(a) any bona fide use of his personal name as a trade-name, or

(b) any bona fide use, other than as a trade-mark,

(i) of the geographical name of his place of business, or

(ii) of any accurate description of the character or quality of his wares or services,

in such a manner as is not likely to have the effect of depreciating the value of the goodwill attaching to the trade-mark.

	22
	Depreciation of goodwill – available when s. 19/20 relief is not 

22. (1) No person shall use a trade-mark registered by another person in a manner that is likely to have the effect of depreciating the value of the goodwill attaching thereto.

	7
	Statutory passing-off (unregistered marks)

7. No person shall

(a) make a false or misleading statement tending to discredit the business, wares or services of a competitor;

(b) direct public attention to his wares, services or business 

in such a way as to cause or be likely to cause confusion in Canada, 

at the time he commenced so to direct attention to them,

 between his wares, services or business and the wares, services or business of another;

(c) pass off other wares or services as and for those ordered or requested;

(d) make use, in association with wares or services, of any description that is false in a material respect and likely to mislead the public as to

(i) the character, quality, quantity or composition,

(ii) the geographical origin, or

(iii) the mode of the manufacture, production or performance

of the wares or services; or

(e) do any other act or adopt any other business practice contrary to honest industrial or commercial usage in Canada.

	53.2
	Relief
Where a court is satisfied, on application of any interested person, 

that any act has been done contrary to this Act, 

the court may make any order that it considers appropriate in the circumstances,

 including an order providing for relief by way of injunction and the recovery of damages or profits 

and for the destruction, exportation or other disposition of any offending wares, packages, labels and advertising material and of any dies used in connection therewith


I
Trademarks and the common law

Trademarks do not exist without use

Only as good as the support they receive from the company that generates them

Course objectives:

What is a trademark

How does trademark system work – pitfalls

Rights 

Transferable 

Trade-marks give you the presumption of ownership:  “A man is not to sell his own goods under the pretence that they are the goods of another man”:  Perry v. Truefitt 
3 core concepts to be grasped:  use, confusion and distinctiveness

A
Use

Use the trademark or lose it

Failure to use or to prove use => expunging procedure  (s. 45)

On very small items, trade-mark may only appear on receipts, for instance 

Trademarks Act:  any use that by s. 4 is deemed to be a use ….

4.(1)
trade-mark is deemed to be used in association with wares if … in the normal course of trade, it is marked on the wares themselves, or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred

(2)
trade-mark is deemed to be used in association with services if it is used or in the performance or advertising of those services

B
Confusion 

Always in the area of competing rights

Defined term in the Trademarks Act
Confusion is only relevant for legal test if it arises from a misrepresentation AND causes damages

Does not give rise to a cause of action in its own right

Legal test for the passing off tort = deception arising from a misrepresentation leading to confusion

The test for determining whether the deception was probable is the likely impression on the casual and unwary customer
-- it is no answer that an observant person making a careful examination would not have been misled

No passing-off action lies for a direct copy of the practical functional or aesthetic nature of a design rather than its disctive nature or its indication of origin JB Williams Company v. H. Bronnley & Co Ltd.

C
Concept of distinctiveness (s. 6)

Is the essence of trade-mark rights:  without distinctiveness there is no trade-mark – if your trade-mark does not distinguish you from others, does not make you distinct and you have no trade-mark  

· Function of “source”

· Inherent distinctiveness

· Coined term without meaning (“Kodak”)

· No one else uses, and has no meaning of itself

· Two letters (“PC”) have little distinctiveness because can mean many things, although use may allow the letters to acquire distinctiveness 

· Acquired distinctiveness

D
Trademark – definition

Symbol that distinguishes

Trademarks Act , Trade-mark is a

(a) 
mark that is used by a person for the purpose of distinguishing 

or so as to distinguish wares or services 

manufactured, sold, leased, hired or performed by him 

from those manufactured, sold, leased, hired or performed by others

(b) 
certification mark

(c) 
distinguishing guise or 

(d) 
proposed trade-mark 

Trade-mark:

· Word – cannot describe what it is; words have larger protection than the design; therefore best to file the word, not just the design

· Design marks

· Certification 

· Mark

· Distinguishing guise – shape, colour, etc.

In the marketplace, trade-marks distinguish one trader from another

use:  means any use that by s. 4 is deemed to be a use in association with wares or services

wares includes printed publications

Exists only as long as the mark is distinctive in the eyes of the public 

Trade-marks do not expire; letters alone are fairly weak

The best trade-marks are coined terms that have no meaning

Classic doctrine:

· Nobody has any right to represent his/her goods as the goods of someone else Reddaway v. Banham 1896 UK

· One may not sell one’s goods as if they are the goods of another Perry v. Truefitt 1842

· Actual passing-off need only be made -- need not be fraudulently made

· Remedy – injunction/ damages

Trade-name:  

· name under which any business is carried on, whether or not is name of corporation, partnership, or individual  

· not always a trade-mark 

Example:  Lassy Mogs ™ -- being used as common law trade-mark since no filing; you can gain rights simply by using the trade-mark 

PC ®

President’s Choice  ®

Common law trade-mark

v. Registered trade-mark

Use it or lose it

D
Goodwill

Trade-mark has common law roots in goodwill, prior to 1860

· property existed in the goodwill of the business

· goodwill extended only to area where reputation existed apart from business itself

· assignment destroyed distinctiveness

· could not sell mark

· enforcing rights was difficult – required to prove ownership and goodwill

· no legislation

A form of legal property that may be distinguished form reputation

A question of fact

Goodwill and reputation are very closely related

A business with goodwill will undoubtedly have a reputation

But a business with a reputation may not have goodwill

Goodwill:  the benefit and advantage to f the good name, reputation and connection of a business – the attractive force that brings in business  CIR v. Muller 1901

Canadian law re goodwill

· main consideration should be “likelihood of confusion  with consequential injury to the plaintiff” Orkin Exterminating Co. Inc. v. Pestco Co. of Canada Ltd. et al 1985 Ont Copyright Ac
· plaintiff need not be in direct competition with the defendant to suffer injury from defendant’s use of its trade name – if the plaintiff’s trade name has reputation then the defendant’s use of it means that the plaintiff has lost control over the impact of its trade name in the defendant’s jurisdiction Orkin 
· distinguished from reputation (a question of fact)

· A business with goodwill will undoubtedly  have  a reputation; a business with a reputation may not have goodwill

Legislation to the Rescue

1860:  first pre-confederation trade-marks legislation in Canada

1861:  amended to allow registration of trade-marks for specific wares and/or services

1868:  first post-confederation Act
E
Statutory advantages to trade-mark registration 

Trademarks Act governs trade-marks only

s.50:
ability to license

s. 40(2)
protection based on proposed use

s.19
Infringement

s.20
Deemed infringement

s.22:
depreciation of goodwill

s.7
statutory passing-off

II
Registrability

Grants monopoly to own trade-mark for specific rights

Legal advantages to registration

Enables easier sale of trade-marks

Confers important substantive rights otherwise not available to unregistered trade-mark owners:

· prima facie  proof of validity s. 54(3)
· exclusive right to use the trade-mark throughout Canada s. 19
· ability to license the trade-mark s. 50
· opportunity to file for registration on basis of proposed use s. 40(2)
Registration gives causes of action

· infringement s. 19
· deemed infringement s. 20
· depreciation of goodwill s. 22
· statutory passing off s. 7  (but can still go for common law tort even if not registered)

A
Trade-mark applications (s. 30)

· $150 filing fee

· drawing

· applicant’s name

· address of applicant

· description of wares and service sin ordinary commercial terms

· grounds of application

· claim of entitlement

· representative for service (lawyer, trade-mark agents)

B
Registration system






Application





Examination  s. 37 process





s. 30 Proper form (s. 30)

· list of wares/services in association with the mark

· grounds upon which application is being filed

· date of first use/making known

· applicant’s registration in Paris Convention country

· statement of intent to use trade-mark in Canada 

· address

· drawing of the trade-mark 

· statement of entitlement

s. 12 Registrable mark? (based on registration - distinctive, confusion, function as trade-mark)


s. 16 Entitled? (based on application is there anyone with greater right?)

s. 2, 6(5) Distinctiveness – but less so than during opposition process


Registrar then issues notice to applicant confirming filing number and date of priority

Examiner does not look for previous common law use

Opposition process begins (looking at s. 30 [formal requirements], s. 12 and s. 16)




Approved



Refused



If approved, advertised


If grounds not met above









Back and forth with examiner









FCTD => FCA => SCC 




Advertised    (trade-mark journal)

In trade-mark journal

2 months

Potential 3rd party oppositions
- Common law rights

- May object to grounds of registration based on entitlement -- opponents may have prior registrations/applications/prior use/making known

- May object to grounds of registration on basis of descriptiveness, surname objections or non-distinctive

- May oppose for strategic reasons, to force discussions with competitor








If no opposition, pay fee, be registered


Opposition





Allowed

s. 38 (grounds:  s. 30, s. 12, s. 16, s. 2)


Pay $200


s. 30 (date of use s. 4)


s. 12 (substantive; registration)


s. 2, 6(5) (use/distinctiveness/test of confusion)

Registration of trade-mark 


s. 16 (entitlement application dates; common law use)
Right to exclusive use of this trade-mark in

pleadings exchanged; evidence submitted; arguments

Canada 

Allowed



Refused
If applicant is successful

If opposition is successful

Registration of trade-mark 
Appeal
Pay $200


FC TD within 2 months of notice of decision (s. 56)

Right to excl. use in Canada 
FCA => 
SCC

Cannot be opposed in renewal

Rights conferred
s. 19

s. 20

s. 22

Rights for common law trade-mark
s. 7

Invalidity (to attack registered trade-mark)

s. 45 – deadwood (quick & dirty)

s. 18 – serious (prepare for hardcore litigation; requires evidence; prove not Registrable, or not distinctive, or abandoned)

Licensing
s. 50 – trade-mark owner control, whether registered or not

1
Functions of the Trade-mark Office

· examines applications

· records registration of trade-marks

· records assignments

· publishes the trade-mark journal

· hears oppositions

· conduct ssummary cancellation proceedings

· does not enforce use

· use must be enforced/policed by trade-mark owner

2
Application 

· CIPO has register

· 1st:  application => formalized 

· Trade-mark has certain requirements 

· This gives you ‘formalized’ status

· You may be begin to use the trade-mark ?

· 2nd:  examiner => searched
· gives you ‘searched status’

· substantive requirements:  rights that actually exist on the register – 

· is the mark distinctive 

· is the mark confusing?

· Is applicant entitled to the mark?

· This is where objections arise

· 3rd:  approved => advertisement
· opportunity to object

· 4th:  opposition => Allowance
· grounds:  confusion, not distinctive, non-use, not entitled

· if allowed, then pay registration fee etc.

· if opposed, then process of evidence/argument begins

· relates to whether application is confusing, entitled, distinctiveness

· also may relate to formal requirements

· can be lengthy proceeding

· file pleadings

· this is where settlement discussions take place
· file evidence

· file written argument

· hearing – rebuttal argument

· 5th:  registered => approved
· if successful, pay fees, 

3
Grounds for registration

Basis on which one applies for the mark

1
Use in Canada

already being used in Canada & own it as common law mark

must indicate at what date began use 

Trade-mark Office will look for other competing marks and when they applied for registration

2
Making known in Canada

Useful for foreign companies that advertise in Canada

If Internet, would have to show some nexus to Canada (say advertising in border states)

3
Registration and use in some other country


provided other country buys into the same trade-mark rules

even if not used in Canada

this provision granted by international treaty

truth is that this mark is pretty weak

if not using it, someone else may be able to challenge

4
Proposed use

Way to reserve use

Will not get the registration until use the mark in Canada

In civil law countries will not force use to be demonstrated

Canada is based on common law use concept (ownership of mark due to usage)

4
Use

a
Use on Wares

s. 4 Trademarks Act 

trade-mark is deemed to be used in association with wares if …. in the normal course of trade, it is marked on thee wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person 

To challenge – will challenge the use of the mark, in highly technical, fact-based fashion

Companies in reality have improper labelling/use all the time

This makes the ownership shaky

b
 Use on Services – s. 4(2)

A trade-mark is deemed to be used 

in association with services 

if it is used or displayed 

in the performance or advertising of those services.
c
 Use by Export – s. 4(3)

A trade-mark that is marked in Canada 

on wares or on the packages in which they are contained 

is, when the wares are exported from Canada, 

deemed to be used in Canada in association with those wares.
d
Use in Canada

· Date on which trade-mark was first used in association with wares and services

· “at least as early as”

· cannot have used the mark but simultaneously be intending to use the mark

e
Making known in Canada

· Sets out date on which trade-mark was first made known in Canada

· Wares and services in association with which the mark was made known

f
Home Country application or registration and foreign use

· name of the foreign home country

· number of the registration/application relied on

· wares/services applied for/registered in home country

· wares/services in association with which the trade-mark has been used in another country (nee dnot be home country)

g
Proposed use:  s. 2, 30(d), 40

· advantages of registration

· actual use a condition precedent for registration

· must file a declaration of use (s. 40(3) to get registration

5
Statutory prohibitions

Cannot use under s. 12 (1)(a):  names/surnames; clearly descriptive; deceptively misdescriptive

a
Cannot be name/surname

· issue of public policy

· examiner will request a disclaimer

· use of phone book to determine whether a surname in Canada 

Name or surname of living individual

· common words that are also names fall outside scope of s. 12(1)(a) Elder’s Beverages
· famous person may register own name 

· rare surnames also fall outside the scope Galanos 
· “primarily merely a name”  test set out in Fior case:  whether Canadian of ordinary intelligence and education in English or French would be likely to respond to the word by thinking of there being an individual having it as a surname

if primarily a name/surname of a living individual, must be only or nothing less than the surname – its chief, main or principal character must be name or surname

test set out in Coles Book Stores Ltd:  whether registrar or court believe the primary/chief/principal/first in importance meaning of the word is merely/only/nothing more than a surname

Name/surname of individual who has died within last 30 years

· can use portion of name

However, name may be used if it has BECOME distinctive:  use trumps 

12(2) A trade-mark that is not registrable by reason of paragraph (1)(a) or (b) is registrable if it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration.
Requires extensive evidence; difficult to establish

b
Cannot be “clearly descriptive” 12(1)(b)

· marks that are clearly descriptive of their wares/service are non-distinctive because the mark is incapable of distinguishing the source of the wares/services from another source

· cannot grant a trader a monopoly on a word that is clearly descriptive IN THIS SPECIFIC AREA OF WARES/SERVICES 

· always in relation to the wares/goods

· includes the character, quality, conditions of, persons employed in the production of, or place of origin of the wares/services
· condition of production (“Kilncraft”)
· condition of persons employed in the production (“Lubrication engineers”)
· Principles to keep in mind:
· Meaning ascribed is first impression by general consuming public Oshawa Gorup Ltd
· Trade-mark considered in light of wares/services with which associated Molson v.. Carling
· Consider mark as whole
· Laudatory epithets are not registrable
· Elliptical use of term that is clearly descriptive is not Registrable SC Johnson v. Marketing International 
· test:  
what the immediate or first impression of such a trade-mark would be 

upon the ordinary user/dealer of the wares/services 
· Note that can be suggestive of the character of quality of the wares/services Kellogg Company case re Gro-Pup
· Know Clarkson Gordon v. Registrar at 91 – the classic definition

… registration of the appellant’s trade-mark does not remove from the vocabulary available to others providing services comparable to the appellant’s any of the common descriptive words by which those services might be described.  Competitors are not being deprived of the right to describe their services  computer-assisted audits or by reference to any other comparable terms …. Registration of the mark would not deprive anybody of anything”

is a meaning readily discernible from the combination of words in the trade-mark?

Marks can lose their distinctiveness if

· Use deviates from registered form

· Trade-mark becomes generic

· Trade-mark becomes part of public domain

· Trade-mark is improperly licensed or assigned

c
Cannot be “deceptively misdescriptive”

· must first be descriptive

· but then is deceptively misdescriptive (if a geographical name is attached to wares, but the wares are not made there, for instance)

· condition of production:  marks are not Registrable if they are clearly descriptive or deceptively misdescriptive of the conditions of production (“Kilncraft” rejected as leaving impression that wares were produced by kiln process) 

· know Atlantic Promotions Inc. v. Registrar of Trade Marks 1984 FC TD (Milan showergel; FC upheld Registrar’s rejection)

whether a trade-mark is descriptively misdescriptive is a question of fact

test:  

whether a clearly descriptive trade-mark would mislead general public in Canada

into believing that the wares/services 

have a characteristic/feature/trait/quality that they do not in fact have

Example:  Blemish double agent

2 objections raised by examiner about clearly descriptive

Blemish 

· examiner 

· descriptive of acne

· clearly descriptive of facial problems – character of wares deals with acne and other traders would need that word to sell their wares

· word in dictionary – try to pick word that does not describe the wares

· if several definitions to mean different things – then doesn’t mean what 

· applicant

· look to different meanings of blemish

· not trying to sell ‘blemish’, but facial treatment
d
Disclaimers s. 35

· used to keep objectionable portions in the mark

· to disclaim exclusive right to use of portion of the trade-mark that is not independently Registrable

· to  allow applicant’s to use names, surnames and descriptive words without claiming monopoly over those words Canadian Parking Equipment Ltd
· applicant may subsequently seek to register disclaimed portion

· cannot be used to avoid confusion with previously registered mark

· do not affect confusion or deceptive misdescription findings 

· not as strong, in terms of keeping other people from using them

· disclaim

· surnames

· “clearly descriptive” elements

· know 

Lake Ontario Cement v. Registrar 1976 Premier cement case:  ‘premier’ was unregistrable because clearly descriptive, but was not deceptively misdescriptive – if it were, then all laudatory terms (supreme, super, excellent, perfect, superior, standard) would be banned 

?:  was unregistrable because clearly descriptive, but not deceptively misdescriptive – but with disclaimer, became as a whole registrable

John Labatt Ltd v. Registrar  1984 Super bock beer case:  applicant disclaimed both words, but super combined with generic word for wares imparts to those wares the meaning of superior/higher/excellent quality and as a whole could not be other than clearly descriptive – FC TD upheld the registrar’s denial

Molson Breweries Partnership v. John Labatt  1999 “Extreme Ice” case:  ‘extreme’ did not convey any meaning  in relation to alcoholic brewery beverages; applicant disclaimed ‘ice’ apart from its trade-mark 

C
Entitlement

Comes up in examination and opposition

Issue:  do you have the right to the mark or not? – Use strengthens rights

Current common law use

16 (1) Any applicant who has filed an application in accordance with section 30 for registration of a trade-mark that is registrable and that he or his predecessor in title has used in Canada or made known in Canada in association with wares or services is entitled, subject to section 38, to secure its registration in respect of those wares or services, unless at the date on which he or his predecessor in title first so used it or made it known it was confusing with  => look to first use – it will ultimately triumph

(a) a trade-mark that had been previously used in Canada or made known in Canada by any other person;

(b) a trade-mark in respect of which an application for registration had been previously filed in Canada by any other person; or

(c) a trade-name that had been previously used in Canada by any other person.

Registered and used abroad

(2) Any applicant who has filed an application in accordance with section 30 for registration of a trade-mark that is registrable and that the applicant or the applicant's predecessor in title has duly registered in or for the country of origin of the applicant and has used in association with wares or services is entitled, subject to section 38, to secure its registration in respect of the wares or services in association with which it is registered in that country and has been used, unless at the date of filing of the application in accordance with section 30 it was confusing with
(a) a trade-mark that had been previously used in Canada or made known in Canada by any other person;

(b) a trade-mark in respect of which an application for registration had been previously filed in Canada by any other person; or

(c) a trade-name that had been previously used in Canada by any other person.

Proposed marks

(3) Any applicant who has filed an application in accordance with section 30 for registration of a proposed trade-mark that is registrable is entitled, subject to sections 38 and 40, to secure its registration in respect of the wares or services specified in the application, unless at the date of filing of the application it was confusing with  => rights commence upon filing

(a) a trade-mark that had been previously used in Canada or made known in Canada by any other person;

(b) a trade-mark in respect of which an application for registration had been previously filed in Canada by any other person; or

(c) a trade-name that had been previously used in Canada by any other person.

(4) The right of an applicant to secure registration of a registrable trade-mark is not affected by the previous filing of an application for registration of a confusing trade-mark by another person, unless the application for registration of the confusing trade-mark was pending at the date of advertisement of the applicant's application in accordance with section 37.

(5) The right of an applicant to secure registration of a registrable trade-mark is not affected by the previous use or making known of a confusing trade-mark or trade-name by another person, if the confusing trade-mark or trade-name was abandoned at the date of advertisement of the applicant's application in accordance with section 37.

D
Opposition

Grounds in opposition are laid out in s. 38.

· formal grounds s. 30 

· registrability s. 12 

· entitlement s. 16 

· distinctiveness s. 2


· under s. 2 distinctiveness is rooted in fact/reality (how ‘distinctive’ is it in everyday?)

· Confusion is test defined at s. 6:  if two marks are confusing, perhaps neither is distinctive

38. (1) Within two months after the advertisement of an application for the registration of a trade-mark, any person may, on payment of the prescribed fee, file a statement of opposition with the Registrar.

4 formal requirements  These parallel what the examiner has already done

	s. 38.(2) A statement of opposition may be based on any of the following grounds:

	(a) that the application does not conform to the requirements of section 30
	Formal grounds:  s. 30:  best place is date of use claimed by applicant – needs to demonstrate the use

	(b) that the trade-mark is not registrable;
	Registrability:  s. 12 – 

· surname, 
· descriptive/deceptively misdescriptive, 
· name in any language, 
· confusion, (most likely if trade-mark registered)
· prohibited mark,, 
· geographical area  

	(c) that the applicant is not the person entitled to registration of the trade-mark;
	Entitlement:  s. 16 – common law trade-marks, applications that have not yet made it through registration (since not registrations yet, are not under s. 12)

16(1)
 if at date of use application conflicted with previously used or previously filed, or previously used trade name 

16(3) 
if at date of filing application conflicted with unregistered, but common law trade-mark 



	(d) that the trade-mark is not distinctive.  
	Distinctiveness:  s. 2,6(5) – inherently distinctive, lengthy use, nature of wares, nature of trade, resemblance


s. 16 entitlement grounds allow common law marks to be factored in – examiner does not review for these; opponents may be policing their marks and others’ applications

opposition will be based on s. 38, which incorporates grounds in s. 30, 12, 16 and 2 

Example of 16(1) use in Canada: prior  use can defeat an application based on date of use
1.  
A files on January 1 2004, claiming use since July 1 2003


B has been using the trade-mark since 1975 but has not registered


B can oppose based on s. 16(1)(a), that A is not entitled to the mark since B has used the trade-mark since 1975

2
A files on January 1 2004 claiming use since July 1 2003


B has common law mark used since 1975 but filed on 1 February 2004


B can oppose based on s. 16(1)(a), arguing A is not entitled to the mark due to B’s prior use since 1975


Examiner could not have picked up on prior use, since no application


If B did not oppose A’s Jan 1 application, A’s application may proceed to registration and examiner may refuse B’s application based on A’s prior registration

3
A files on January 1 2004 claiming use since July 1 2003


B has common law mark used since 1975 but filed in 1 February 2003


Since B has filed, examiner could pick this up in the database before B need oppose (based on s. 16(1)(b))

Use matters in common law jurisdictions:  prior use trumps applications

Examples of 16(3) use:  proposed use where relevant date = date of filing
1.
A filed on proposed use on January 1 2004


B has common law mark used since 1985 with no application and no registration


B can oppose based on 16(3)(a) since trade-mark was used at date of filing

2
A filed on proposed use on January 1 2003


B has common law mark used since 1985


B can oppose based on 16(1) and 16(3)

3
A filed on proposed use on February 2003


can use 16(1) and 16(3)


will come up on examiner’s search

s. 16 deals with entitlement

· will come up on examination and at opposition

30. An applicant for the registration of a trade-mark shall file with the Registrar an application containing

(a) a statement in ordinary commercial terms of the specific wares or services in association with which the mark has been or is proposed to be used;

(b) in the case of a trade-mark that has been used in Canada, the date from which the applicant or his named predecessors in title, if any, have so used the trade-mark in association with each of the general classes of wares or services described in the application;

=> often cannot be substantiated 

(c) in the case of a trade-mark that has not been used in Canada but is made known in Canada, the name of a country of the Union in which it has been used by the applicant or his named predecessors in title, if any, and the date from and the manner in which the applicant or named predecessors in title have made it known in Canada in association with each of the general classes of wares or services described in the application;

(d) in the case of a trade-mark that is the subject in or for another country of the Union of a registration or an application for registration by the applicant or the applicant's named predecessor in title on which the applicant bases the applicant's right to registration, particulars of the application or registration and, if the trade-mark has neither been used in Canada nor made known in Canada, the name of a country in which the trade-mark has been used by the applicant or the applicant's named predecessor in title, if any, in association with each of the general classes of wares or services described in the application;

(e) in the case of a proposed trade-mark, a statement that the applicant, by itself or through a licensee, or by itself and through a licensee, intends to use the trade-mark in Canada;

(f) in the case of a certification mark, particulars of the defined standard that the use of the mark is intended to indicate and a statement that the applicant is not engaged in the manufacture, sale, leasing or hiring of wares or the performance of services such as those in association with which the certification mark is used;

(g) the address of the applicant's principal office or place of business in Canada, if any, and if the applicant has no office or place of business in Canada, the address of his principal office or place of business abroad and the name and address in Canada of a person or firm to whom any notice in respect of the application or registration may be sent, and on whom service of any proceedings in respect of the application or registration may be given or served with the same effect as if they had been given to or served on the applicant or registrant himself;

(h) unless the application is for the registration only of a word or words not depicted in a special form, a drawing of the trade-mark and such number of accurate representations of the trade-mark as may be prescribed; and

(i) a statement that the applicant is satisfied that he is entitled to use the trade-mark in Canada in association with the wares or services described in the application.

E
Trade-Mark Confusion (12(1)(d) + 6(5))
Comes up in examining, opposition and infringement litigation

Rooted in the realities of the marketplace

s. 12(1)(d) proscribes registration of marks that are confusing with registered marks

s. 2 defines confusing in relation to s. 6:

"confusing", when applied as an adjective to a trade-mark or trade-name, means a trade-mark or trade-name the use of which would cause confusion in the manner and circumstances described in section 6;
6. (1) For the purposes of this Act, a trade-mark or trade-name is confusing with another trade-mark or trade-name if the use of the first mentioned trade-mark or trade-name would cause confusion with the last mentioned trade-mark or trade-name in the manner and circumstances described in this section.

Elements for determining if confusion exists

6(5) In determining whether trade-marks or trade-names are confusing, the court or the Registrar, as the case may be, shall have regard to all the surrounding circumstances including

(a) 
the inherent distinctiveness of the trade-marks or trade-names and the extent to which they have become known;

(b) 
the length of time the trade-marks or trade-names have been in use;

(c)
 the nature of the wares, services or business;

(d) 
the nature of the trade channels of sale or trade through which goods are sold; and

(e) 
the degree of resemblance between the trade-marks or trade-names in appearance or sound or in the ideas suggested by them.

Should be overall assessment with similar weight

Test is not whether there is confusion in fact, but what inference would likely be drawn among consumers between the two marks (marks may be confusing even if applied to goods of different classes)

· among those who are likely to purchase or deal with the product Freed & Freed Ltd
· who possess an average memory with its usual imperfections Coca Cola v. Pepsi Cola
Confusion exists “… if the words used in the registered and unregistered trade-marks

are likely to suggest the idea that the wares with which they are associated

were produced or marketed by the same person” Rowntree v. Paulin 1967, cited in Anheuser-Busch at 239 of casebook

1
Inherent Distinctiveness:  s. 6(5)(a)

Core of all arguments, really

“distinctive", in relation to a trade-mark, means a trade-mark that actually distinguishes the wares or services in association with which it is used by its owner from the wares or services of others or is adapted so to distinguish them;
Spectrum of distinctiveness at 81

· distinctiveness is core issue – linchpin of trade-mark law

an intimation upon the goods that they are the goods of the owner of the mark
Lord Shaw of Dunfermline in Bowden Wire Ltd v. Bowden Brake Co.

· link back to trade-mark owner
· consider existing marks in the register – the more the names, the less the distinctiveness and originality (if one single company owns all the marks, then in a stronger position)
· nature of the wares – there will always be pros and cons
· nature of the trade – channels of sale/trade – if different stores or locations within stores, more remote chance of confusion
· degree of resemblance 
· compare to reality of marketplace

	Strong end 









Weak end

	Registrable
	Registrable
	Non-Registrable

	Inherently distinctive

Do not need proof of distinctiveness
	Inherently non-distinctive

Need to establish 2y meaning 
	No distinctiveness

	Coined (“Kodak”)

Fanciful (“Wonderworld”)
Arbitrary (“Ivory soap”)

“shell”
	Suggestive (“Memories of Thailand”)
	Registrable only if applicant can establish secondary meaning or acquired distinctiveness
	No trade-mark 

distinctiveness

	
	
	Clearly descriptive 

Geographic

Name or surname
	Generic marks


Inherently distinctive marks:

· fanciful, arbitrary or merely suggestive

· fanciful  coined expressly to function as trade-mark, perhaps obscure/archaic term unfamiliar to buyers

examples:  Clorox bleach, cutex nail polish remover, Kodak, sanka

legal danger is that consumers come to use the mark as a generic name for the goods – aspirin, escalator

· arbitrary:  word/symbol in common usage in English or French which is applied arbitrarily to goods/services in non-descriptive way

Word cannot describe the goods or services with which it is associated

examples:  Ivory soap, Apple computers 

If many similar marks, inherent distinctiveness is low

If few marks extant, stronger mark

At opposition, ‘extent to which has become known’ becomes important – person will want to show that mark is well known throughout Canada => evidence:  sales, advertising, advertising reach, surveys

Inherently non-distinctive 

· trade-marks that are descriptive of the character or quality of the wares

· goal is to ensure the marks remain free for all to use

· secondary meaning or acquired distinctiveness
· acquired secondary meaning possible under s. 12(2) – even if prima facie  not registrable under s. 12(1)(a or b), may be registered if trade-mark use in Canada has become distinctive at time of filing 

· still cannot be registered if objectionable under 12(1)(c,d or e)

· onus rests with trade-mark owner

· trade-mark owner may be able to demonstrate that the mark is recognized by the general public as being associated with the trade-mark owners’ wares/services

· secondary meaning is question of fact determined from evidence submitted about customer reaction 

· marks that are confusing with other registered trade-marks cannot acquire secondary meaning

2
Length of time:  s. 6(5)(b)

First to use has better right

Whoever uses first in common law systems, has better right

But if A uses, without filing and examiner only reviews register, B’s subsequent filing may win 

3
Nature of the wares/service/business:  s. 6(5)(c)

refer back to 6.(2):  confusion if trade-mark A’s use in same area as trade-mark B would cause confusion  to consumers

test of confusion:  6(5) – will the wares intersect in business? Apple Computer vs Apple Records – one is computers, the other is recordings

Remember the pie – what section does your business lie in?

4
Nature of the trade:  s. 6(5)(d)

Channels in which the good/service are sold 

5
Degree of resemblance:  s. 6(5)(e)

Sound, Appearance, ideas suggested

Penguin – picture of a penguin:  are these confusing?  May be distinct in terms of appearance, but in terms of sound and ideas suggested, are similar

Lead cases:  Miss Universe v Bohna (/Trial and Appeal)

· stronger the mark, the greater the ambit of the protection that should be accorded

· more difficult for applicant to discharge the onus

· should  not jump on bandwagon of famous mark

· especially if marks to be used in same industry/business

· even if slight difference, these may not be guaranteed by the applicant

Bibo – proposed use for drink beverages

Finds Biba – coffee, tea, cocoa, sugar, coffee substitutes

1.  Is bibo confusing?  Examiner locates Biba – filed 25 October 1972


Bibo filed 2002

III
Rights Acquired

	
	Registered trade-marks 
	Unregistered trade-marks 

	s.7(b)
	Available when ss. 19, 20 or 22 are not (if no trade-mark, or invalid trade-mark, or common law trade-mark)

Need not be valid & registered trade-mark or common law trade-mark 

Also captures broader elements – get-up (packaging)

Plaintiff must prove that 

· trade-mark is understood by public as meaning wares manufactured or sold by the plaintiff

· defendant passed of its wares/services as and for those of the plaintiff 

· to the plaintiff’s injury

	s. 19
	Remedy for infringement of trade-mark owner’s exclusive right to use trade-mark anywhere in Canada for specified types of wares/services
	Rights extend only to local area where business has reputation

	s. 20
	Remedy for infringement of trade-mark owner’s registered & valid trade-mark by someone with a confusing trade-mark or trade name for any wares or services
	Remedy only available if infringing conduct has led to or is calculated to lead to deception Anheuser-Busch v. Carling

	s. 22
	Depreciation of goodwill of valid, registered trade-mark 
	s. 7 or common law tort

Elements of passing-off tort Advocaat case

1. A misrepresentation

2. Made by a trader in the course of trade

3. To prospective suppliers of his/her ultimate consumers of goods/services supplied by him

4. Which is calculated to injure the business or goodwill of another trader (in the sense that this is reasonably foreseeable consequence); and

5. which causes or will probably cause actual damage to a business or goodwill of the trader by whom the action is brought


Common law does not protect trade-marks per se, but protects the goodwill of the business

No actions for infringement of common law trade-marks in Canada 

Passing off does not 

· directly protect names, marks, get-up or other indicia

· recognize them as forms of property in their own right

Passing-off is a tort of misrepresentation  Spalding v. Gamage 

· Explained in terms of a property right – the property the plaintiff has in the goodwill of his/her business at large

· misrepresentation made by a defendant which is calculated to damage the business reputation of the plaintiff

Plaintiff trader must establish JB Williams Co. v. H. Bronnley & Co Ltde 1909 UK

1.  that he has selected a peculiar or novel design as a distinguishing  feature of his goods

2.  that his goods are known in the market

3.  that the goods have acquired a reputation in the market by reason of that distinguishing feature

Essential elements of passing off tort

· Misrepresentation

· Leading to damage

· Of the goodwill of a business

=> note there is no requirement to show fraud, malicious intent or negligence on defendant’s part

Elements of passing-off tort Advocaat case

1. A misrepresentation

2. Made by a trader in the course of trade

3. To prospective suppliers of his/her ultimate consumers of goods/services supplied by him

4. Which is calculated to injure the business or goodwill of another trader (in the sense that this is reasonably foreseeable consequence); and

5. which causes or will probably cause actual damage to a business or goodwill of the trader by whom the action is brought 

If a trade-mark becomes generic, it loses its distinctiveness, and rights in the term

A
Opposition vs Infringement

Opposition only relates to registration

To stop use of confusing mark, must sue

Failure to stop use of confusing mark = loss of distinctiveness

Trade-mark Office jurisdiction relates only to registration; have no power to enforce

Courts must enforce trade-mark litigation

In Canada rights are acquired by

· using the trade-mark

· making the trade-mark known

· filing an application (and using it)

Choosing alone – reserving the mark – is insufficient to acquire rights

B
Infringement – trade-mark and its wares/services  (s. 19)

Trade-mark registration gives registered owner exclusive right to use trade-mark anywhere in Canada 

(in common law, unregistered trade-mark rights extend only to that local area where business has a reputation)

s. 19 gives trade-mark owner remedies over actual infringement of exclusive right over exact trade-mark

	To prove actual infringement of s. 19, plaintiff must show

· trade-mark has been registered

· infringing party has used identical trade-mark

· infringing party has made “use” of that trade-mark in association with wares/services registered for use with the registered trade-mark
	19. Subject to sections 21, 32 and 67, 

the registration of a trade-mark in respect of any wares or services, 

unless shown to be invalid, 

gives to the owner of the trade-mark 

the exclusive right 

to the use throughout Canada of the trade-mark

in respect of those wares or services. as set out in registration




Use must be shown under s. 4

4.  (1) deemed use in wares if trade-mark marked on wares or packages
(2) deemed use in services if trade-mark used/displayed in performing or advertising services 
(3) exported goods with trade-mark marked on them or their packages are deemed to be used in Canada in association with the wares, when they are exported from Canada

To prove valid trade-mark, require

· prima facie  proof of registration (certified copy of trade-mark registration)

· validity of trade-mark 
Defendant, however, may establish that plaintiff’s trade-mark is invalid
Walmart Stores v. Crazy Lees  Difference between s. 19 and s. 20
s. 19 

· Walmart registered 

· “Walmart” in July 1994

· “Wal-mart” in October 1998

· in April 1997 defendant sold goods with “Wal-Mart” name attached

· continued to sell after C&D letter sent by Walmart, even by June 1997

· no test of confusion necessary 

· court held there was passing off under s. 7(b) as well as depreciation of goodwill 

· injunction obtained

C
Deemed infringement (s. 20)

Used when person not entitled to use the registered trade-mark sells, distributes or advertises wares or services with a confusing trade-mark or trade name

Remedy for unregistered trade-mark is only available where defendant’s infringing conduct has led to or is calculated to lead to deception Anheuser-Busch v. Carling
S. 20 allows trade-mark owner to restrain use of confusing trade-mark or trade name in relation to any wares or services

s. 20 broadens scope of protection otherwise available under s. 19, as it does not rely on s. 4 use and is not limited to the wares/services for which the trade-mark registration was sought

Brings in elements under s. 6(1), (2) and (5), related to confusion

s. 20(1)(a) allows, however, bona fide use of personal name as trade-mark

20. (1) Registered trade-mark owner’s right to its exclusive use shall be deemed to be infringed by a person not entitled to its use under this Act who sells, distributes or advertises wares or services in association with a confusing trade-mark or trade-name, 

Except  that no registration of a trade-mark prevents a person from making

(a) any bona fide use of his personal name as a trade-name, or

(b) any bona fide use, other than as a trade-mark,

(i) of the geographical name of his place of business, or

(ii) of any accurate description of the character or quality of his wares or services,

UNLESS it is likely to depreciate the value of the goodwill attaching to the trade-mark.

Bonus Foods Ltd vs Essex Packers

s. 20 and s. 22 (depreciation of goodwill claimed)

plaintiff argued concurrent use of bonus was confusing and therefore defendant’s use infringed 

defendant argued plaintiff’s trade-mark invalid

held:  deemed infringed and goodwill depreciated

“bonus” in relation to quality of wares has no generally understood meaning and is not descriptive or misdescriptive of character of wares ; therefore valid under s. 12(1)(b)

was not confusing with another name used in connection with similar wares (12(1)(c)

under s. 6(2) test was would inference would be drawn if plaintiff and defendant used same trade-mark in respect of different classes of goods in same area, bearing in mind s. 6(5) factors (inherent distinctiveness, duration, nature of wares, nature of trade)

Anheuser Busch v. Carling O’Keefe
s. 20:  are marks confusing?

Held:  no confusion and therefore no infringement

Source Perrier v. Fira-Less
Perrier v. Pierre-Eh

Is concurrent use confusing in the context of a spoof?

Held:  concurrent use is confusing; freedom of expression does not allow for trade-mark infringement that results in depreciation of goodwill 

Goodwill in Perrier depreciated

Injunction granted against defendant from infringing trade-mark rights and depreciating Perrier’s goodwill 

	s.19 case elements
	s. 20 case elements

	Trade-mark is registered and is valid
	Trade-mark is registered

	Infringing party has used the identical trade-mark
	Trade-mark name use is confusing under s. 6 test

	Use the trade-mark has been in association with any of the ware that are identical to those for which trade-mark is registered
	Selling, distributing or advertising wares or services in association with the confusing trade-mark or trade-name

	Use defined by s. 4 of the act 
	

	Useful for counterfeiting goods, knocked off trade-mark names
	Broader in scope – need not be identical wares– can be different wares or services 


D
Depreciation of goodwill

s. 22 – gives court discretionary power to grant relief to registered trade-mark owner if another person uses his/her trade-mark so as to have or likely have the effect of depreciating the goodwill attached to the registered trade-mark

Applies only to valid, registered trade-marks (unregistered marks can only be protected under common law or s. 7)

If the trade-mark registration is invalid, s. 22 cannot be used

Requires reference to s. 4 “use” (in association with wares/services); use of competitor’s trade-mark on advertisements for comparative purposes only does not constitute use for s. 4 and there will be no depreciation of goodwill in this kind of use

Goodwill

· broad concept in law

· “the benefit and advantage of the good name, reputation and connection of a business.  …” Inland Revenue Commission v. Mueller 1901 UK

· consists of the whole advantage of the reputation in connection with the business that has been built up and is identified with the goods distributed by the owner in association with the trade-mark Clarol International 1968

· even if plaintiff and defendant are not competing traders in the same line of business, a false suggestion by the defendant that their businesses are connected would damage the reputation and thus the goodwill of the plaintiff’s business Harrods Ltd. v. R Harrod Ltd. 1924

22. (1) 
B shall not use A’s registered  trade-mark in a way that is likely to have the effect of depreciating the value of the goodwill attaching to A’s trade-mark.

(2) 
The court may decline to order the recovery of damages or profits 



and may permit the defendant to continue to sell wares marked with the trade-mark that were in his possession or under his control at the time notice was given to him that the owner of the registered trade-mark complained of the use of the trade-mark
Only 1 case – it eviscerated strength of the section

Clairol International v. Thomas Supply & Equipment

Issue was “use” (see 263)

Interpreted narrowly by the courts; offers therefore limited protection

Defendant did not use the plaintiff’s trade-marks in own goods, only in brochures – so that people buying the defendant’s wares would not associate the plaintiff’s marks with the defendant’s wares

Use “in association with” the defendant’s goods was not a use to distinguish the goods as goods of the defendant 

Circumstances when s. 22 can be useful”

· available even when s. 19 or 20 relief is not 

· mark must be registered

· user has reference to s. 4

· available even where the registrant and the other party are not in competition 

Ways to attack validity of trade-mark

E
Passing-off (s. 7)
s. 7 is the statutory version of the common law tort of statutory passing off

7. No person shall

…

(b) direct public attention to his wares, services or business

 in such a way as to cause or be likely to cause confusion in Canada, 

at the time he commenced so to direct attention to them, 

between his wares, services or business and the wares, services or business of another;

….

Available when ss. 19, 20 or 22 are not Parke, Davis & Co 1963

· Available if no trade-mark, invalid trade-mark, or common law trade-mark)

· Need not be registered trade-mark or common law trade-mark 

· Also captures broader elements – get-up (packaging)

Must prove that Parke, Davis & Co 1963

· trade-mark is understood by public as meaning wares manufactured or sold by the plaintiff

· defendant passed of its wares/services as and for those of the plaintiff 

· to the plaintiff’s injury

Asbojorn Horgard 
· 7(a) through 7(d) are intra vires 

· in 7(b), federal jurisdiction is not expanded, but merely rounds of trade-mark scheme of the Patent Act
· 7(b) protects goodwill in a trade-mark 

Remedies available under s. 53

In court, seek

· permanent injunction

· delivering up of damages

· or accounting of profits

IV
Loss of Rights

To avoid loss of trade-mark, use trade-mark properly (as registered)

Do not license sloppily:  if two people use same trade-mark for their goods, may be confusion/distinctiveness problem

Usage must always stem from trade-mark owner, even if licensing the mark to others

Otherwise, face

· Summary expungement s. 45

· Cancellation s. 18

A
Summary expungement for non-use:  s. 45
“clearing the deadwood” section

45. (1) The Registrar may at any time and, 

at the written request made after three years from the date of the registration of a trade-mark 

by any person who pays the prescribed fee 

shall, …, give notice to the registered owner of the trade-mark 

requiring the registered owner to furnish within 3 months 

an affidavit or a statutory declaration showing, with respect to each of the wares or services specified in the registration, 

whether the trade-mark was in use in Canada at any time during the 3 year period immediately preceding the date of the notice 

and, if not, the date when it was last so in use and the reason for the absence of such use since that date.

(2) The Registrar shall not receive any evidence other than the affidavit or statutory declaration, but may hear representations made by or on behalf of the registered owner of the trade-mark or by or on behalf of the person at whose request the notice was given.
(3) Where, by reason of the evidence furnished to the Registrar or the failure to furnish any evidence, it appears to the Registrar that a trade-mark, either with respect to all of the wares or services specified in the registration or with respect to any of those wares or services, was not used in Canada at any time during the three year period immediately preceding the date of the notice and that the absence of use has not been due to special circumstances that excuse the absence of use, the registration of the trade-mark is liable to be expunged or amended accordingly.
Say you face opposition in your own registration

· Request to Trade-mark Office to ask for evidence of use within 

· Past 3 years for registrant’s evidence

· Onus on registrant to evidence (using reliable evidence)

· Use of mark

· Affidavit evidence

· Invoices, packaging

· no cross-examination

· written arguments only

· may appeal expungement to federal court based on error in law (s. 56)

Aerosol Fillers Inc. v. Plough 
Held:  mark expunged on appeal

Pharmaco in association with pharmaceutical preparations

Although fact-driven, “use” is ultimately a conclusion of law (esp. since was appeal)

must be prior to notice by Registrar – plaintiff had only evidenced concurrent use

Union Electric Supply v. Registrar of Trade-marks 1982

Need not prove all uses but must show use

Sample price tag did not confirm that registered wares were transferred to customers in Canada in normal course of trade, or sold on export market, but other testimony supported it

B
Cancellation:  s. 18
Under s. 19, once registered a trade-mark’s registration is prima facie  valid

But s. 18(1) sets out circumstances in which trade-mark registration is invalid

(a valid trade-mark is a trade-mark that has legal strength or force, whether or not registered under Trademarks Act)

18. (1) The registration of a trade-mark is invalid if
	(a) 
not registrable at the date of registration,  
	s. 12 – not proper subject of trade-mark (names etc.)


unlikely if has already been approved; but if prior trade-mark owner missed opposition process of that trade-mark, does not catch common law marks

To be registrable, registration application must

· meet technical requirements of s. 30 mere technical incompletion unlikely to constitute invalidity (Biba Boutique)
· be proper subject matter of trade-mark  

· be Registrable trade-mark under s. 12

· be entitled to registration of the mark under s. 16 but after 5 years of registration, s. 17(2) provides that it will not be subsequently held to be invalid due to previous use unless there was prior notice of the earlier use


	b) 
the trade-mark is not distinctive at the time proceedings bringing the validity of the registration into question are commenced,
	Primary function of trade-mark is to distinguish sources of wares

Success can destroy distincitvness if becomes generic (Kleenex, martini); if becomes ‘dictionary term’, clear indication of non-distinctiveness 

s.2,  6(5) – may catch common law marks

Non-distinctiveness:  failure to police

· If manufacture does not stop others form using its mark, the mark may cease to be distinctive

· A mark is generic if the public can no longer identify the true (or single) source of the goods

· How much “unpoliced” use will lead to non-distinctiveness is a question of fact



	(c)
 the trade-mark has been abandoned,
	question of fact

court must find intention to abandon

unlike s. 45 cases re non-use



	and subject to section 17, it is invalid if the applicant for registration was not the person entitled to secure the registration.
	Might catch common law


(2) No registration of a trade-mark that had been so used in Canada by the registrant or his predecessor in title as to have become distinctive at the date of registration shall be held invalid merely on the ground that evidence of the distinctiveness was not submitted to the competent authority or tribunal before the grant of the registration.

Bayer Co. Ltd v. American Druggists Syndicate 1920

At 322

Aspirin was validly registered

Trade-mark had lost its distinctiveness

Aladdin Industries v. Canadian Thermos 
Non-distinctiveness:  failure to police

· If manufacture does not stop others form using its mark, the mark may cease to be distinctive

· A mark is generic if the public can no longer identify the true (or single) source of the goods

· How much “unpoliced” use will lead to non-distinctiveness is a question of fact

C
Abandonment:  s. 18(1)(c)
· Court must find Promafil Canada Ltee v. Munsingwear 1993 [Penguin case]

· No use in Canada

· and intention to abandon

· More difficult case to make

Promafil Canada v. Munsinger Inc. 1990

Expungement of Penguin design granted on basis that

· Non distinctive

· Abandoned

Plaintiff had registered ‘fat’ penguin, but were using ‘slim’ penguin

Held:  for plaintiff 

Requirements of abandonment:

· No longer in use

· Intention to abandon

Design variants

· = use if dominant impression remains the same

· = use if designs differ only in petty details

V
Licensing of trade-marks (s. 50)
Use under s. 4 must be proper

Licensing activity therefore important 

Licensing is valid under s. 50 if

· The owner has direct or indirect control of the character or the quality of the wares or services, under the licence

· Then the use, advertisement, or display of the trade-mark by the trade-mark licensee has the same effect as the owner’s use, advertisement, or display of the trade-mark 

VI
Trade-marks and the Internet

Eric Macramalla

Gowlings

Domain names and trade-marks

Domain names

· Internet address

· Registered on a first-come, first-served basis

· Often no screening of registrants

Legal recourse

How to secure transfer of domain name from registrant to trade-mark owners

A
CIRA’s UDRP 

· To deal with .Copyright Act domain names

· Mandatory online arbitration proceedings to deal with domains registered in .com, .org, and .net

· GTLDs

· Administered by ICANN through four approved dispute resolution providers 

· Process is online

· ….

· Must show 3 things

· Confusing similarity

· Registrant has no rights or legitimate interesting the domain name

· Domain name was registered and being used in bad faith

Exhaustive list of bad faith indicia

· Registered domain primarily for purpose of resale, lease, etc. to complainant or complainant’s competitor

· Registered to prevent complainant from registering and engaged in pattern of such activity

· Registered to disrupt complainant’s business and registrant and complainant are competitors

If bad faith proven, onus falls to registrant to prove legitimate interest:

· Has rights in the mark

· Good faith commercial use:  domain descriptive or generic

· Good faith non-commercial use:  news reporting, criticism (Indigosucks.org) etc.

· Legal name of registrant

· Geographic location of registrant’s non-commercial activity or place of business

· No monetary damages

· Decisions not binding on courts

· Limited procedures

· No appeal, but can go to court

· If successful:  request transfer or cancellation

s. 4(1) (2) of Trademarks Act
to use act as weapon must fall under the act

if domain name only used as address for inactive site or site unrelated to your wares/services

must be commercial nexus in course of trade

this limits utility of the act in domain name disputes

Canada therefore passed CDRP

Remedies:  transfer/cancellation of domain name

1 of 2 arbitrators

· can choose arbitrator

· must meet Canadian presence requirements before transfer – Canadian residence, corporation (with trade-mark registration matching domain name in Canada)

no appeal

decisions do not bind court

may commence action during or after proceedings

UDRP bad faith registration – 4 elements of evidence, but non-exhaustive list

Cdrp bad faith registration – 3 elements (purchased to sell for profit, pattern of bad faith registrations, registered to disrupt competitor)

Cdrp:  15 published decisions 

Radiocanada.Copyright Act
No pattern of bad faith registration

Therefore looked at surrounding circumstances

· inactive website

· unrelated domain names

· actual or constructive knowledge of trade-mark owner’s rights

to constitute evidence of bad faith

3 domain name registrations constitute pattern (although the other 2 were descriptive and did not relate to specific trade-marks)

Evidence

· documentary evidence is of paramount importance

· written submissions

· no cross-examination

· no reply unless request is made

· Look at web content, meta tags (source code), keywords (sponsored matches), archive.org (waybackmachine website => to search for previous uses of websites)

Confusing similarity indicia for domain names

· Intentional misspelling (typosquatting)

· Phonetic similarity

· Wholesale incorporation of a mark in a domain name

· Overall impression’

· Prefix + mark

· Geographical term (no one is entitled to monopolize geographic terms, however)

· Generic word

· Abbreviation of mark

Legitimate interest

· Acts before notice

· Demonstrable preparations to use

· Bona fide offering

· “commonly known as”

· criticism & commentary – 

· but the more commercial a site becomes, the more it is susceptible to depreciation of goodwill issue

· fair, unless constructed so as to appear associated with the trade-mark owner 

Bad faith considerations

· offer to sell to general public through auction site

· demands other than monetary

· porn sites

· competitor sites

· mousetrapping

· false contact information given to registrant

· speculation in domain names

· inconceivable legitimate use

· inactive website

· prior knowledge of mark

· disclaimers

· prior relationship with trade-mark owner

· failure to respond to C&D letter

B
Canadian Trademarks Act 

· To secure assignment of domain names?

C
Anticybersquatting Consumer Protection Act
· US act

· Inserted into US Trademarks Act 

· In rem provision

· Go for property, not the person (in personam)

· Useful when cybersquatter fails to respond

· Must have US connection (through registration, registry)

TRADE-MARKS & 
THE INTERNET

By Eric Macramalla
Gowling Lafleur Henderson, LLP
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Domain Names - What are they?
Domain name corresponds to Internet address

www.gowlings.com = 199.43.129.20
Domain Names - Registration
Registered on a “first come, first served” basis

Often no screening of registrant

Legal Recourse

Domain Names

Uniform Dispute Resolution Policy

CIRA’s Dispute Resolution Policy

Canadian Trade-marks Act

Anticybersquatting Consumer Protection Act

Uniform Dispute Resolution Policy (UDRP)

Mandatory online arbitration proceeding to deal with domains registered in .com, .org and .net gTLDs

administered by ICANN through four approved dispute resolution providers  (www.icann.org)

Quick, effective and inexpensive

process is entirely online

takes 46-60 days; costs USD$1500.00 to file

80% of decisions favour Complainant but drops by 20% when reply filed

no appeal

Complainant must establish ALL three of the following:

· domain name registered is identical or confusingly similar to mark in which Complainant has rights

· domain name registrant has no rights or legitimate interest in the domain name

· domain name was registered and is being used in bad faith

Remedies include transfer or cancellation of registration

1
Confusingly Similar
Misspelling (typosquatting)

Phonetic similarity

Wholesale incorporation of mark in domain name

Overall impression

Prefix + mark

Geographical term

Generic word

Abbreviation of mark

2
Legitimate Interest
Before notice

Demonstrable preparations to use

Bona fide offering

“Commonly known as”

Criticism & commentary

UDRP

Policy requires registration and use in bad faith

use interpreted very broadly: inactive sites have been held to be “in use”

 UDRP sets out examples of bad faith registration and use: 

sell for profit

pattern of bad faith registrations

disrupting competitor’s business

registration for purpose of intentionally attracting internet users to website for commercial gain by causing likelihood of confusion

3
Bad Faith
· Offer to sell to general public through auction site

· Demands other than monetary

· Pornographic sites

· Competitor site

· Mousetrapping

· False contact information

· Speculation in domain names

· Inconceivable legitimate use

· Inactive website

· Prior knowledge of mark

· Disclaimers 

· Prior relationship with trade-mark owner

· Failure to respond to C&D Letter

UDRP

Limitations of UDRP

generally does not apply to ccTLDs

applies only in instances of bad faith registration and use

limited procedures and remedies

inconsistent standard of decisions

CIRA’s Dispute Resolution Policy (CDRP)

Addresses instances of bad faith registration in dot-ca space

Recent Implementation

Remedies: transfer or cancellation of domain name

Forum Shopping: BCICAC or Resolution Canada

No Appeal

Does not bind Court

May commence action during or after proceedings

Cost to File

1 domain: CDN$4,000.00

$1,750.00 if no Response

2 to 5 domains: $5,500.00

$2,250.00 if no Response

6 to 10 domains: $6,250.00

$2,500.00 if no Response

Tade-mark owner must show:

1)
Domain name confusingly similar with mark(s) (trade-mark or official mark)

2)
Registrant does not have a legitimate interest in the domain name

3)
Domain name registered in bad faith

CDRP – Bad Faith Factors

Indicia of bad faith are exhaustive:

· Purchased to sell for a profit

· Pattern of bad faith registrations

· Registered to disrupt competitor

CDRP - radiocanada.ca

Registrant involved in radio/entertainment industry in Canada

Site remained Under Construction for over 2 yrs.

Did not respond to numerous C&D letters

Altered website and source code following receipt of C&D letters

CDRP – radiocanada.ca

Meaningful Case

Look at surrounding circumstances when determining if there is bad faith

Inactive website

Unrelated domain names

Constructive knowledge of TM owner’s rights


2) 
Three (3) domain name registrations can constitute pattern

To rely on intentional infringement to demonstrate a legitimate interest is an interpretation that is contrary to the intent of the Policy
CDRP – radiocanada.ca

Reverse domain name hijacking

 if Complaint initiated “unfairly and without colour of right” = $5,000.00

 rights in domain name appear to be sufficient to justify filing of Complaint

Evidence

Documentary evidence is of paramount importance

Written submissions

No cross examination

No Reply unless request is made

Look at web content, source code (metatags), keywords, archive.org

Canadian Trade-marks Act

Another Route…

Match Made in Court

Section 19

Trade-mark holder has exclusive right to use its registered mark in Canada in connection with its wares and services

=>Infringing mark needs to be identical

Sounds like Me!
Section 20:

Registered mark is infringed by a person who sells, distributes or advertises wares or services in association with a confusing trade-mark (or trade name)

A mark is confusing if it would likely lead to the inference that the wares or services are manufactured, sold, leased, hired or performed by the same person

Goodwill Hunting

Section 22:

Can’t use a trade-mark registered by another party in a manner that is likely to depreciate the goodwill attaching to that mark

Goodwill is the reputation attached to the mark

I Feel So Used…

When is a domain name being “used” in the trade-mark sense? If not “used” can’t use the Act

“Use”?

Section 4(1) & 4(2) of the Canadian Trade-marks Act

Section 4(1) of the Act

4(1) When deemed to be used - A trade-mark is deemed to be used in association with wares if, at the time of transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or in any manner so associated with the wares that notice of an association is then given to the person to whom the property or possession is transferred.

Section 4(2) of the Act

4(2) Idem - A trade-mark is deemed to be used in association with services if it is used or displayed in the performance or advertising of those services (underling added).

If domain name used only as address, or not used as per 4(1) or 4(2), then may not be trade-mark use

Anticybersquatting Consumer Protection Act (ACPA)

Amends U.S Lanham Act by adding cause of action to prohibit cybersquatting  

Remedies

transfer or cancellation, injunction, monetary damages

statutory damages - USD$1000.00 to $100,000.00 per name squatted

Advantages / Disadvantages

Advantages: wider scope of procedures and remedies, not limited to gTLDs, determination by court of law

Disadvantages: cost, time, jurisdictional issues

MORE ACPA

In rem provision

Negotiate Purchase

To defend the action can be very expensive

How important is the domain name to client?

UDRP

Tips To Protecting

Ensure business name and brands are registered as domain names in relevant TLDs 

Consider registering variant of marks, including sucks.com domain names

